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SECTION ONE – AN INTRODUCTION TO INTELLECTUAL PROPERTY

I. POLICY OF INTELLECTUAL PROPERTY
- Question: why have IP law at all?  Two views:


a) Negative


i) Restricts creativity



- Free flow of ideas is a good thing and IP laws restrict/controls it too much




- More prevalent in copyright and patent that deal with ideas



- For society to advance, individuals must take good ideas and work on them…IP restricts this





- ie: to distribute copies of an invention/book, you must pay



ii) Preserves western geopolitical dominance

- Geopolitically, IP rights tend to be held by big companies from the western world, thus protecting the interests of rich companies/countries


- This prevents useful life-saving knowledge from being available to the poor


b) Positive


i) Economics



- Scientists spending years working on a drug want to be compensated for their works




- Trademarks a bit different, as it's not about stimulating creativity, rather rewards investment

- All areas are a trade-off between public (free flow of ideas and easy access to information) and private (making money off of hard work) interests, and therefore all rights are limited


- ie: only receive rights for a period of time, as rights are not perpetual


- Patents become public knowledge despite a monopoly


- Copyright limited to the life of the author plus a certain number of ideas


- Trademarks run until the monopoly no longer becomes unique

- Note that IP laws are territorially defined, both in their application and in the availability of judicial recourse for their infringement

- System of nationally distinct IP regimes is coordinated by a set of int'l conventions

- Basic idea is that nationals (loosely defined) of one convention country are entitled to "national treatment" (ie: same IP rights as are enjoyed by locals in another convention country)

- Policy trade-off arguments:

a) Private Interests
- Realizing economic value of what you have created

- Private interest in being able to control how much of your product goes on market, or the ability to keep it off market

b) Public Interests

- Encourage creation/invention (copyright & patent)

- Moral claims of author/inventor/devisor of the trademark

- ie: "I made it, it's mine. (public interest in moral principles)

- Freedom of ideas 

- Cheaper access to technologies

- Argument goes that monopolies or copyright raise the price of goods

- Trade-off:  If products couldn't be patented or copyrighted, might not be put on the market

- Companies might do more of their R&D in other countries and not sell in Canada

- Patent: 20 years, is that enough time to get your money out?

- Fair competition 

- Poaching somebody else's idea is a means of ripping them off

- IP laws are a means of preventing unfair competition

- Hard working creator should not be put at a disadvantage with respect to undignified copiers

- Theoretically, laws prevent people from scooping work of others without paying them for it

- Give consumers a valid description…ie: consumer protection  

- You want to protect consumers from fakes

- Description enables consumers to know that they are getting real item that they paid for

- Creates a new sphere of economic activity

- ie: new trade in intellectual property

- Promotes dissemination of knowledge

- Q: are IP rights really "property" rights in the strict sense of the term?  Probably not, because:


a) Subject matter of the "property right" is not clearly delineated in the way that property usually is


b) Right to exclude others from "property" is much more qualified than for property in the usual sense
______________________________________________________________________________________

II. INTRODUCTION TO COPYRIGHT, PATENT, AND TRADEMARK LAW
- There will be three areas for this course:


a) Copyright


- Core idea is you have a right to stop others from using the product of your intellectual effort



- It's a set of rights in relation to reproduction, translating, performing in public, ect…



- Includes limited control over the potential moneymaking uses of your product



- Moral rights include the right to preserve the integrity of the work…ie: stop mutilation of work



- Length is life of the author plus 50 years (70 years for Europe and USA)

- Sum: Copyright gives the creator of an original work exclusive rights for a certain time period in relation to that work, including its publication, distribution and adaptation; after which time the work is said to enter the public domain…it applies to any expressible form of an idea or information that is substantive and discrete…includes "moral rights" of the creator of a work, such as the right to be credited for the work


b) Patents



- Patents include protection over inventions



- Includes the sole right to make, use, or vend the invention


- Even if you invent first, only the person registering the person first gets patent rights



- Thus includes the right to exclude others, including bona fide parallel inventors



- Length includes 20 years (I think)

- Sum: A patent is a set of exclusive rights granted by a state to an inventor or his assignee for a fixed period of time in exchange for a disclosure of an invention


c) Trademarks


- Includes right to use the mark in association with defined wares (articles for sale) or services


- Thus it's an exclusive right to use particular mark in association with a commercial activity



- Registration gives an individual exclusivity across Canada



- Length is perpetual, as long as it's being used and trademark registry fee is paid

- Sum: A trademark or trade mark, identified by the symbols (™ and ®) or mark is a distinctive sign or indicator used by an individual, business organization or other legal entity to identify that the products and/or services to consumers with which the trademark appears originate from a unique source of origin, and to distinguish its products or services from those of other entities

- Note: copyright, trademarks (except for passing off), and patents are all statutory systems


- Therefore, the law is in the sections, not the cases
______________________________________________________________________________________

SECTION TWO - COPYRIGHT
I. INTRODUCTION

- Copyright is a creation of statue,, and any common law rights are nullified by s.89 of the Copyright Act:

89
No copyright, etc., except by statute
- "No person is entitled to copyright otherwise than under and in accordance with this Act or any other Act of Parliament, but nothing in this section shall be construed as abrogating any right or jurisdiction in respect of a breach of trust or confidence"

- Copyright is defined in s.2 of the Copyright Act:

2
Definitions

- ""copyright" means the rights described in

(a)
section 3, in the case of a work,

(b)
sections 15 and 26, in the case of a performer’s performance,

(c)
section 18, in the case of a sound recording, or

(d)
section 21, in the case of a communication signal"



- Thus go to s.3 of the Copyright Act for LDMA works ((b), (c), and (d) aren't as important)

- Note that a right that stems not from the creation of a work, but from issuing a work in a particular form, is not a true copyright but a "neighbouring right"

- This is because the actual recording is not an artistic work, only a mechanical contrivance used to reproduce the actual artistic work

- ie: making a bootleg of a concert and distributing it…didn't create the original audio, but neighbouring rights would prevent others from making copies of the song, performance, and recording

- Neighbouring rights include (from ((b), (c), and (d) of "copyright" definition in s.2)
- s.18(1) – While photos are true copyright because a photograph is itself an artistic work, copyright in sound recordings (s.18(1) is a neighbouring right because the recording is not a work itself)

- s.15 – Performers have rights over their performances, then the performer and the maker of the fixation have neighbouring rights which allow them to sell the rights to broadcast

- s.21 – Broadcasters have rights over the signals they broadcast

- s.91 of CA notes that it is a product of international agreement as much as the Canadian/UK legislature:


91
Adherence to Berne and Rome Conventions
- "The Governor in Council shall take such measures as are necessary to secure the adherence of Canada to

(a)
the Convention for the Protection of Literary and Artistic Works concluded at Berne on September 9, 1886, as revised by the Paris Act of 1971; and

(b)
the International Convention for the Protection of Performers, Producers of Phonograms and Broadcasting Organisations, done at Rome on October 26, 1961"

- Note that other conventions, such as the WIPO Performances and Phonograms Treaty (1996) and the WIPO Copyright Treaty (1996) are pending

- WIPO Copyright Treaty would supplement the Berne Convention by enhancing the scope of copyright in electronic information

______________________________________________________________________________________

II. SUBSISTENCE OF COPYRIGHT
1) AUTHORSHIP

- While the determination of who is the "author" is a factual determination, it matters because:


a) "Authorship" doesn't always mean "ownership"
- "Author" is anybody who produces a LDMA "work", and can be different than "ownership"



- Therefore, author is not necessarily the first owner of the copyright



- Generally, the first owner of copyright is the author unless they were employed


b) Moral Rights belong always and only to the author


- While owner of copyright can be passed off, moral rights always stay with the author/heirs



- Moral rights are intrinsic to the personality of the author, so they can't be assigned



- However, CA allows moral rights to be waived


c) Author determines the length of the copyright



- General rule is length is life of the author plus 50 years
- "Maker" and "artistic work" is defined in s.2 of the act for films and sound recordings:


2
Definitions
- "artistic work" includes paintings, drawings, maps, charts, plans, photographs, engravings, sculptures, works of artistic craftsmanship, architectural works, and compilations of artistic works;

- ""maker" means

(a)
in relation to a cinematographic work, the person by whom the arrangements necessary for the making of the work are undertaken, or

(b)
in relation to a sound recording, the person by whom the arrangements necessary for the first fixation of the sounds are undertaken"

- "cinematographic work" includes any work expressed by any process analogous to cinematography, whether or not accompanied by a soundtrack" (includes YouTube vids)

- Who is the author is usually just a question of fact…however, note that the author can be a corporation when one of the deeming provisions of the CA apply, such as s.10(2):

10(2) Author of photograph

- "The person who

(a)
was the owner of the initial negative or other plate at the time when that negative or other plate was made, or…

is deemed to be the author of the photograph and, where that owner is a body corporate, the body corporate is deemed for the purposes of this Act"


- Thus photographs are the only work that have a deemed author under the Copyright Act

- Not necessarily person who took the picture, but the person who owned the film that's the author

- One of the only sections where the author can be a corporation (corp can always be the owner)

- While this sets who is the 'deemed owner', the general rule is that, subject to the Act, authorship is the basis for first ownership of the copyright:

13(1) Ownership of copyright
- "Subject to this Act, the author of a work shall be the first owner of the copyright therein"

- However, there are exceptions to s.13(1), demonstrating the distinction between authorship (s.10) and copyright ownership (s.13):

- s.13(2) – However, for a few works, such engravings, photographs, and portraits, the first owner is not the author but the person who ordered the work to be made/commissioned

- ie: freelance photographer who is hired to take the picture and owns the film/camera is the "deemed author" of the photo, but the employer is the first owner of the copyright…see s.13(3)

- s.13(3) – Employer is the owner if the work is made in the course of employment


- This general "employer rule" underlies the more "specific" s.13(2) rule for photographs/portraits

- Note: s.10 and s.13(2) of the Act, which:

a) Provide for a deemed author if the owner of the original negative was someone other than the person who took the photograph (s.10(2))

b) Presume the first owner to be not the author (deemed or otherwise) but the person who ordered the original to be made (s.13(2))

c) Modify the term of copyright if the deemed author is a corporation (s.10(1))

- All of these provisions were to be repealed by Bill C-61 of 2007-08 so as to put the photographer on the same footing as any other author (stemming from WIPO)
- s.6 determines the term of copyright as 50 years after death of the author:

6
Term of copyright
- "The term for which copyright shall subsist shall, except as otherwise expressly provided by this Act, be the life of the author, the remainder of the calendar year in which the author dies, and a period of fifty years following the end of that calendar year"

- However, there is again an exception for photographs are based on the date of making, not the life of the author (since it may be a corporation and they live perpetually)

10(1) Term of copyright in photographs
- "Where the owner referred to in subsection (2) is a corporation, the term for which copyright subsists in a photograph shall be the remainder of the year of the making of the initial negative or plate from which the photograph was derived or, if there is no negative or plate, of the initial photograph, plus a period of fifty years"


- If author of the photograph is not a corporation, fall back on the general rule of life of author + 50 yrs

- For cinematographic works (ie: movies), the Act is silent on authorship

- Author is a straight factual analysis…might be director, or organizer…Vaver says "actual people responsible for making the film"

- First owner of the copyright is usually the director unless they were working a studio while the movie was being made and under a contract of employment…follow s.13(3) general rules

- Term of copyright has a special rule in s.11.1, where copyright in a cinematographic work without a "dramatic character" expires fifty years after first publication (same as corporate authors for photos)

- Therefore, while "cinematographic works" are defined in s.2 as "dramatic" works, if there is no drama to the movie (ie: scientific record), copyright lasts simply for 50 years

- B: since these issues are a mess for movies under existing Copyright Act, it's best to register the copyright (not required, but makes assignment more secured) and agree who owns the copyright
- Note that there are other exceptions to s.6 for certain works:


- s.6.1 to s.6.2 – Special rules for works whose authorship is unknown

- s.7 – Special rules for posthumously published works

- Note that a work of "joint authorship" is possible, but contrast it with a "collective work":


2
Definitions
- "collective work" means

(a)
an encyclopedia, dictionary, year book or similar work,

(b)
a newspaper, review, magazine or similar periodical, and

(c)
any work written in distinct parts by different authors, or in which works or parts of works of different authors are incorporated;

- "work of joint authorship" means a work produced by the collaboration of two or more authors in which contribution of one author is not distinct from contribution of other author or authors"

- Also, in s.9(1), the term of joint authorship for the life of the author that dies last plus fifty years

Neudorf v. Nettwork Productions Ltd. (1999 BCSC)…Unsuccessful attempt to claim joint authorship

F:
- Neudorf claimed he made significant contributions to 4 songs on a 1988 Sarah McLachlan album 

I:
- Were the contributions enough for a declaration of joint authorship?

J:
- No, for Sarah

A:
- Cohen J. held that for two authors to be held as "joint authors", three conditions must be present:



a) Contributed significantly to the original expression



b) A mutual intention that the contributions be merged into a unitary whole



c) Intent by the parties (would-be joint authors) that this person would be a joint author
- Here, there was one song, based on the vocal melody, where Neudorf made a significant contribution and there was an intention to be merged into a song


- However, there was no intention to be a joint author

- The other three songs didn't meet 'a' or 'b' criteria…he was just a mentor

R:
- To be a joint author, there must be an intent among the would-be joint authors that the works would become works of joint authorship

______________________________________________________________________________________

2) ORIGINALITY

- Next materials flesh out what constitutes a copyrighted 'work'…one universal requirement is "original"

- While s.3 defines "work", s.5 is the section that makes the Copyright Act work…it gives copyright protection, a term for it, includes any LDMA work, and if you meet certain territorial criteria


- Apart from neighbouring rights sections, the rest of the Act simply supplements s.5(1)

- According, to s.5, copyright subsists in every "original" LDMA work:

5(1)
Conditions for subsistence of copyright

- "Subject to this Act, copyright shall subsist in Canada, for the term hereinafter mentioned, in every original literary, dramatic, musical and artistic work if any one of the following conditions is met:

(a)
in the case of any work, whether published or unpublished, including a cinematographic work, the author was, at the date of the making of the work, a citizen or subject of, or a person ordinarily resident in, a treaty country;



- Treaty country, in s.2, means a Berne Convention country or other convention


- This fulfills Canada's obligation under Berne to give authors from other countries the same rights as Canadian authors within Canada
(b)
in the case of a cinematographic work, whether published or unpublished, the maker, at the date of the making of the cinematographic work,

(i)
if a corporation, had its headquarters in a treaty country, or

(ii)
if a natural person, was a citizen or subject of, or a person ordinarily resident in, a treaty country




(c)
in the case of a published work, including a cinematographic work,

(i)
in relation to subparagraph 2.2(1)(a)(i), the first publication in such a quantity as to satisfy the reasonable demands of the public, having regard to the nature of the work, occurred in a treaty country, or

(ii)
in relation to subparagraph 2.2(1)(a)(ii) or (iii), the first publication occurred in a treaty country"



- Therefore, (a), (b), and (c) conditions define the territorial application of the Act
- "Copyright shall subsist" components, definition, and scope are located in s.3…if something is in s.3, you have the sole right to do it, and thus others wishing to do s.3 actions must pay you or infringe copyright:

3(1)
Copyright in works

- "For the purposes of this Act, “copyright”, in relation to a work, means the sole right to produce or reproduce the work or any substantial part thereof in any material form whatever, to perform the work or any substantial part thereof in public or, if the work is unpublished, to publish the work or any substantial part thereof, and includes the sole right
(a)
to produce, reproduce, perform or publish any translation of the work,

(b)
in the case of a dramatic work, to convert it into a novel or other non-dramatic work,

(c)
in the case of a novel or other non-dramatic work, or of an artistic work, to convert it into a dramatic work, by way of performance in public or otherwise,

(d)
in the case of a literary, dramatic or musical work, to make any sound recording, cinematograph film or other contrivance by means of which the work may be mechanically reproduced or performed,

(e)
in the case of any literary, dramatic, musical or artistic work, to reproduce, adapt and publicly present the work as a cinematographic work,

(f)
in the case of any literary, dramatic, musical or artistic work, to communicate the work to the public by telecommunication,

(g)
to present at a public exhibition, for a purpose other than sale or hire, an artistic work created after June 7, 1988, other than a map, chart or plan,

(h)
in the case of a computer program that can be reproduced in the ordinary course of its use, other than by a reproduction during its execution in conjunction with a machine, device or computer, to rent out the computer program, and

(i)
in case of a musical work, to rent out a sound recording in which the work is embodied,

and to authorize any such acts"

- Thus, according to s.3, copyright in relation to a work means the sole right to:


a) Produce/reproduce a work or a substantial part thereof

b) Perform a work in public (at home OK)

c) Publish an unpublished work


d) Anything from the (a) to (i) list
- The next case sets a low standard for originality, where all there is is "the rough practical test that what is worth copying is prima facie worth protecting"…
University of London Press Ltd. v. University Tutorial Press Ltd. (1916 UK Ch. D)…CA = expression

F:
- University of London hired several old profs to create math exam scripts and published old exams


- Tutorial Press got copies of exam papers from students, not the publication, and published them too

- University now sues Tutorial Press for copyright infringement in respect of two exam papers produced by two freelance mathematicians hired to produce the exams

I:
- Were the math exams "original literary works" protected by copyright?

J:
- Yes, for University

A:
- Peterson J. first examines if the papers were the subject of copyright

- "Literary work covers works which are expressed in print or writing, irrespective of whether the quality or style is high"

- Therefore, rejects Tutorial's argument that crummy old math exams weren't "literary works"

- If exams are a literary work, the court must then consider if they are "original"


- Copyright not concerned with originality of ideas, but with expression of thought

- Doesn't require expression in an original or novel form, but simply must not be copied and should originate from the author

- Here, examiners made up the questions, so the works were original

- Didn't matter that they spent little time on it, followed the class syllabus closely, or that they weren't drawn on a specific stock of knowledge

- All that matters is that they weren't copied, and here, professors proved they had thought out the Q's, made notes for future Q's, and drew on those notes for future Q's

R:
- Where a work originates from an author and is more than a mere copy of work, this is sufficient to be an "original literary work" and attract copyright protection
- Following this, some courts were concerned the "sweat of the brow" standard was too low

- In Feist, the USSC held that copying parts of a phone book list was purely mechanical, and the selection of phone numbers for the compilation was not original

- No such thing as copyright in facts listed alphabetically…must be some "creative spark"
- The next case deals with copying of headnotes and case reports by law publishers for law students and lawyers, and re-examines the "sweat of the brow" approach to originality…

- While University of London Press tried to make the test for originality not too demanding, CCH tried to exclude from copyright works in the composition of which no skill or judgment was involved…
CCH Canadian Ltd. v. Law Society of Upper Canada (2004 SCC)…Original = skill and judgment

F:
- Law Society, statutory non-profit corporation, maintains and operates Great Library at Osgoode Hall

- Great Library provides a request-based custom photocopy service for law students and lawyers by delivering reproduced legal material and maintaining self-service photocopiers in the library

- CCH started copyright infringement actions seeking a declaration of copyright over 11 specific works, a declaration that the LS infringed copyright with each single reproduction, and an injunction prohibiting the LS from continuing the service

I:
- Were the casebook headnotes "original"?  If so, were they "fair dealing" under s.29?

J:
- For Law Society, the library was acting within the fair use exemption

A:
- McLachlin CJC gives some general propositions on copyright law in Canada to begin:



- Copyright Act protects the expression of ideas in LDMA works, not the ideas themselves



- Therefore, the idea must be in a fixed material form to attract copyright protection



- Copyright is a creature of statute, so Act rights and remedies are exhaustive



- Two goals must be balanced: the public interest for dissemination and just reward for creator



- s.27(1) – It's an infringment of copyright to do anything Act gives to author without consent



- However, there are fair dealing exceptions for research, news, criticism, ect…in ss.29 to s.29.2


- When considering whether CCH's materials are "original works" covered by the Act, 2 extremes:



a) "Sweat of the brow"



- As long as the work isn't copied, it's hard work and thus protected




- Author deserves to have his or her efforts in producing a work rewarded




- "Industriousness" standard of originality promoted by University of London Press
- Rejected as departing from spirit of Berne since works that have taken time, labour, or money to produce but are not truly artistic/literary intellectual creations aren't protected



b) "Creative spark"



- A work must be creative to be "original" and thus protected by copyright…see Feist



- Less absolute, as only works produced by some substantial creativity are protected




- However, too high a standard, as implies something must be novel or non-obvious (patents)


- Concludes that the correct SCC position to determining originality falls between these two extremes:



- Must be more than a mere copy of another work



- Also need not be creative in the sense of being novel or unique

- Conclusion drawn from the plain meaning of "original", the history of copyright law, recent jurisprudence, the purpose of the Copyright Act, and that the new standard is workable and fair

- Instead, "what is required to attract copyright protection in the expression of an idea is an exercise of skill and judgment"


- "Skill" = use of one's knowledge, developed aptitude or practiced ability in producing the work


- "Judgment" = use of one's capacity for discernment or evaluating different options

- Must not be so trivial that it could be characterized as a purely mechanical exercise
- While creative works will be definition be "original" and covered by copyright, creativity is not required to make a work "original"

- This safeguards against the author being overcompensated for their work

- Also ensures that there is room for public domain to flourish as others are able to produce new works by building on the ideas and information contained in the works of others

- While the reported judicial decisions and indices, when properly understood as a compilation of the headnotes and the accompanying edited judicial reasons, are "original" works covered by copyright, the judicial reasons in and of themselves, without the headnotes, are not "original" works

- Since copyright protects originality of form/expression, compilations are "original" because they take existing material and cast it in a different form…this takes an exercise of skill and judgment

- However, the arranger does not have copyright in the individual components

- While works were original, Great Library's dealings with the works were for the purpose of research and were fair dealings within the meaning of s.29

- Court notes that fair dealing is a user's right…therefore, whenever an infringement action is analyzed, there must be a balance between copyright owner's rights and user's rights

R:
- In order to be original, a work must have originated from the author, not be copied, and must be the product of the exercise of skill and judgment that is more than trivial 
- Post-CCH, pure mechanical compilations without any selection process may not involve skill or judgment 


- B: put in headings or summaries in-between original material to show S&J for copyright protection

______________________________________________________________________________________

3) FIXATION

- Concept of fixation continues theme of copyright law where ideas aren't protected; expression of ideas is


- An idea must be recorded in material form to benefit from copyright protection


- ie: orally told story isn't fixed and therefore isn't eligible; when written down, it's eligible

- While it's seldom an issue, it's important because not everything that is "original" is a work because it is not "fixed" to attract copyright protection

- Copyright Act doesn't have a fixation requirement like its US counterpart…usually read in (Rediffusion)


- For this reason, there is no copyright in unscripted, live performances


- Only provision dealing with fixation is s.3(1.1) dealing with simultaneous fixation

- Under the Berne Convention, a fixation criterion is allowed but not required


- TRIPS art. 9.2 follows the US tradition and has fixation as an explicit requirement 34.1

- Note the definition of "dramatic work" for the following case:


2
Definitions
- "dramatic work" includes

(a)
any piece for recitation, choreographic work or mime, the scenic arrangement or acting form of which is fixed in writing or otherwise, (live event telecasts weren't fixed)

(b)
any cinematographic work, and (taped away games qualified for this)

(c)
any compilation of dramatic works;

- The next case holds that something can't be a work unless its content is somehow given a retrievable (at least for a time) form…

Canadian Admiral Corporation Ltd. v. Rediffusion Inc. (1954 Exchequer Ct.)…Work must be retrievable

F:
- Canadian Admiral got exclusive rights to broadcast live home and taped away Alouettes games


- Rediffusion picked up P's football games by antenna and "rediffused" them to its own subscribers


- P didn't get paid for this, and sought declaration it owned copyright in the live "telecast productions"


- D argued no copyright subsisted in any of the telecasts sponsored by P, and if it did, no infringement


- B: a lot of the copyright law has changed since 1954…but problem of "live broadcast" still relevant
I:
- Are live broadcasts fixed works that are protected by copyright?

J:
- No, for Rediffusion (but there was an infringement of copyright in films)

A:
- Admiral was the registered owner of copyright in the games

- Under old s.20 (now s.34.1), there is a statutory presumption that copyright subsists…puts the onus on the infringer to prove there is no copyright in the work

- Also, under old s.36 (now s.33), a registered owner of copyright shall be prima facie evidence that copyright subsists in the work and that the person is the registered owner of the work


- s.3: "copyright" as sole right to do or authorize, the acts there specified in relation to the "work"



- Infringement is anything without the consent of the owner that is the sole right of CY owner

- Therefore, no matter how "piratical" the taking by one person of the work of another may appear to be, such taking cannot be an infringement of the rights of the latter unless copyright exists in that "work" under the provisions in s.3



- Copyright is a negative right to prevent the appropriation of labours of an author by another

- All works included in the definitions of "artistic work" and "literary work" must be printed, reduced to writing, or otherwise graphically produced or reproduced

- Therefore, for copyright to subsist in a "work", it must be expressed to some extent at least in some material form, capable of identification, having more or less permanent endurance
- Here, neither the producer nor any of his assistants, while producing the live telecasting of games played in Montreal had fixed anything in writing


- Live telecasts aren't cinematographic, aren't artistic or literary either…they're events


- An event is not a work because it's not fixed

- Impossible to fix or plan anything in advance of a live football game due to unpredictability

- Therefore, just as selecting does not create copyright because it is not an expression of thoughts, selection of scenes by producer had nothing to do with what's going on the football field


- However, film telecasts of away games were made from cinematographic films and were "works"



- They were fixed and could be protected


- D also didn't infringe P's copyright by communicating the work by radio communication

R:
- No copyright subsists in live spectacles, as by their very nature nothing can be planned in advance or fixed in writing or in any other manner whatsoever to attract copyright protection
- B: Today, with neighbouring rights in sound recording and the performer's performance, the broadcaster would have copyright rights under the current Copyright Act
- Therefore, if Rediffusion was rebroadcasting the signal that the CBC (not Admiral) had, they probably would be infringing CBC's copyright in the broadcast signal
- No copyright in live events creates problems (ie: taping lectures)…one solution is copyright protection in a performer's performance (ie: for concerts):


2
Definitions
- "performance" means any acoustic or visual representation of a work, performer’s performance, sound recording or communication signal, including a representation made by means of any mechanical instrument, radio receiving set or television receiving set;

- "performer’s performance" means any of the following when done by a performer:

(a)
a performance of an artistic work, dramatic work or musical work, whether or not the work was previously fixed in any material form, and whether or not the work’s term of copyright protection under this Act has expired, (doesn't help)

(b)
a recitation or reading of a literary work, whether or not the work’s term of copyright protection under this Act has expired, or (doesn't help either)

(c)
an improvisation of a dramatic work, musical work or literary work, whether or not the improvised work is based on a pre-existing work;

- "Improvisation", even though it's not dramatic or musical, can be literary (ie: capable of being expressed in words) and a performer's performance

- Therefore, Blom's lecture not a work that is fixed, but is a performer's performance because it improvises a literary work that isn't based on a pre-existing work

- These performance sections protects Blom from students taping the lecture

- Note now that s.3(1.1) of the Copyright Act, which deals with fixation at the time of telecommunication of a work, protects live telecasts that are recorded:

3(1)
Copyright in works

- "For the purposes of this Act, “copyright”, in relation to a work, means the sole right to produce or reproduce the work or any substantial part thereof in any material form whatever, to perform the work or any substantial part thereof in public or, if the work is unpublished, to publish the work or any substantial part thereof, and includes the sole right…

(f)
in the case of any literary, dramatic, musical or artistic work, to communicate the work to the public by telecommunication"

3(1.1) Simultaneous fixing

- "A work that is communicated in the manner described in paragraph (1)(f) is fixed even if it is fixed simultaneously with its communication"


- Therefore, broadcast is fixed if a communicator fixes it as they broadcast it

______________________________________________________________________________________

4) WORKS

- As we've seen, you can have "cumulative copyright" rights…different people can have different copyright in the same work…ie: song = performer's performance rights, literary work right, musical work rights, ect...

- s.2 defines several "works":


2
Definitions
- "artistic work" includes paintings, drawings, maps, charts, plans, photographs, engravings, sculptures, works of artistic craftsmanship, architectural works, compilations of artistic works"

- "collective work" means

(a)
an encyclopaedia, dictionary, year book or similar work,

(b)
a newspaper, review, magazine or similar periodical, and

(c)
any work written in distinct parts by different authors, or in which works or parts of works of different authors are incorporated"

- According to s.14(2), in a collective work there can be different authors, and so 

differently owned copyrights, for different parts of the work

- "dramatic work" includes

(a)
any piece for recitation, choreographic work or mime, the scenic arrangement or acting form of which is fixed in writing or otherwise,

(b)
any cinematographic work, and
(c)
any compilation of dramatic works"

- "every original literary, dramatic, musical and artistic work" includes every original production in the literary, scientific or artistic domain, whatever may be the mode or form of its expression, such as compilations, books, pamphlets and other writings, lectures, dramatic or dramatico-musical works, musical works, translations, illustrations, sketches and plastic works relative to geography, topography, architecture or science"

- "literary work" includes tables, computer programs, and compilations of literary works"

- "musical work" means any work of music or musical composition, with or without words, and includes any compilation thereof"

- "work" includes the title thereof when such title is original and distinctive"

- "work of joint authorship" means a work produced by the collaboration of two or more authors in which the contribution of one author is not distinct from the contribution of the other author or authors"

- Don't confuse with "collective works", as here, contribution of each author isn't distinct

2.1(1) Compilations
- "A compilation containing two or more of the categories of literary, dramatic, musical or artistic works shall be deemed to be a compilation of the category making up the most substantial part of the compilation"


- Note that all definitions of LDMA works include compilations

______________________________________________________________________________________

A) LITERARY WORKS

- See above definitions for "literary work" and "compilation" (and s.2.1), as well as "computer program":


2
Definitions

- "computer program" means a set of instructions or statements, expressed, fixed, embodied or stored in any manner, that is to be used directly or indirectly in a computer in order to bring about a specific result"

- The next case examines the distinction between ideas and expression as it applies to literary works and the plot, characters, etc…that they embody…

Nichols v. Universal Pictures Corp. (1930 US Circ. Ct of App.)..,Copying general features doesn't infringe

F:
- P, author and copyright owner of a play, brought a suit against Universal for copyright infringement


- She alleged essence of her American stage play had been made into movies Universal distributed


- Tried to show infringement by segregating some of the scenes/ideas/emotions from play and movie

I:
- Was the part taken "substantial" and therefore not a "fair use" of the copyrighted work?

J:
- No, for D

A:
- Approach is to break out into each level of abstraction…ie: plot, character, title



- Copyright in a character or plot may be protected if it's well-defined (ie: James Bond)

- However, just copying features of a character isn't infringement...must draw a line based on facts on copying idea v. expression of idea

- Defendants can be liable for stealing a plot, but they must steal more than just the idea



- To be liable for infringement, you can't simply escape by immaterial differences


- Goal of copyright is to protect expression of ideas, not the idea itself



- Can make a play on the same popular subject…it is the degree of difference that is critical

- Here, based on facts, D not liable by just playing on the same stereotypes as P's play

- After comparing the movie and play, court concluded that resemblances were too general
- Themes, scenes, episodes , and expression of ideas, while making use of common property (ie: Jewish/Irish characters, parents opposing marriage, and final reconciliation) substantially different

R:
- To be liable for copyright infringement, there must be no substantial difference in the stock ideas of the work, such as plot, character, and title

- B: Similar lawsuit in UK a few years ago about the Da Vinci Code in the following case…

Baigent v. Random House (2007 UKCA)…Can copy general essence/ideas of work w/o copying the details

F:
- Dan Brown sued by authors of the Holy Blood and the Holy Grail for copying their book about the Templars hiding the secret of Jesus not dying…instead, his lineage living on through his child

I:
- Did Brown copy a "substantial part" of the book?

J:
- No, for D

A:
- Wife gave testimony that she read the book, made notes, and that Brown used some of the notes



- P's also presented a chart comparing elements/theme of each book and noting their similarities


- However, court held that the central them of Holy Blood wasn't central theme of Da Vinci Code
- While bits and pieces of fictional/quasi-historical facts and ideas were copied, it wasn't a substantial copying of Holy Blood to qualify as copyright infringement

R:
- To copy a literary work, the court will conduct an abstraction exercise and analyze whether there is a substantial lifting of the expression of ideas in the original work
- The next case holds that there's no copyright in a single word, no matter how original or how much labour went into inventing it…

Exxon Corp. v. Exxon Insurance Consultants International Ltd. (1982 UKCA)…Single word not prot.

F:
- P claimed copyright in their invented word "Exxon", which formed part of the corporate names of 3 of the 4 plaintiff companies, as being an "original literary work"


- P wanted injunction to restrain D from infringing their copyright in the word, restrain D from using the word to pass off its business goods/services, and an order directing D to change its corporate name


- Copyright over "Exxon" name important because it means no other company may use it


- Tort of passing off is confusing the public that your product actually the product of another company



- However, remedy only prevents confusing uses…doesn't protect uses in a non-confusing way


- D, which had no connection to the proper "Exxon", failed to put in a defence

I:
- Can Exxon Corporation or anybody else have a copyright over the invented word "Exxon"?

J:
- No, for D

A:
- Exxon succeeded with a passing off action, but also wanted the court to agree that the word "Exxon" was protected was copyright based on "sweat of the brow" approach



- Argued it was creative, unique, and that they spent a great deal of skill and money on it

- The phrase "original literary work" was a composite expression to be construed as such and not as three individual words

- A literary work is something that is afforded either information, instruction or pleasure in the form of literary enjoyment…also adds to the stock of human knowledge

- Past jurisprudence protected a secret code book because people could get something out of it

- All other successful applications conveyed information…they weren't meaningless

- Here, the word "Exxon", being simply an artificial combination of four letters of the alphabet and serving only for identification purposes when used in juxtaposition with other words, was not within the definition of an "original literary work" and did not qualify for protection


- Word in isolation is meaningless and thus worthless

- Therefore, Exxon is trying to use the Copyright Act for a purpose to which it isn't applicable
R:
- A literary work must provide information or pleasure, something that an invented word is not intended to do, and therefore single words are not afforded copyright protection because they are not classified as literary works under the Copyright Act
- The next two cases further explore aspects of the subsistence of copyright in a literary work...


- Bulman shows the limits on what constitutes a "work" (not a word or song title) sometimes allows others to piggyback on the fact that you've made a work well-known
Bulman Group Ltd. v. "One Write" Accounting Systems Ltd. (1982 Fed. Ct. Trial Div.)…Form protected

F:
- P started action for copyright infringement for its business forms used in keeping accounting books


- "One Write" system used forms designed so that when combined with related forms and carbons, records are created in one writing, rather than in two or three separate repeats in other books


- D admits to deliberately copying nine of these business forms, but claims no copyright subsists

I:
- Can copyright subsist in these business forms?  Are they a "literary work"?

J:
- Yes, for P

A:
- D conceded that the forms were "original", as they were made by P's employees



- Also, little doubt that the forms were "compilations" under s.2 definition of "literary work"



- Issue is whether the compilation has a literary sense of functionally assisting or guiding



- P claims that the value is in "system" of use, not the "forms" themselves…D claims no CY in it


- P doesn't claim copyright in the "system", but the fact that it relies on forms with certain instructions on them that they claim are copyrightable, P claims the whole thing is protected


- Copyright doesn't protect ideas, schemes, systems, or methods…only expression of them



- Also quotes University where a "literary work" is expression in print irrespective of quality


- "Literary" is used in the statute in the sense of written or printed matter and not in the some dictionary sense of imparting ideas, information, or knowledge



- However, a mere printing or writing is not sufficient


- For copyright to subsist, there must be, in a compilation of the commercial type here, a literary sense of functionally assisting, guiding, or pointing the way to some end

- B: copyright protects all forms of expression, no matter how boring or how commercial
- Here, various headings on forms convey information to the user as to what he ought to record, where to record it, and the manner, in many instances, in which it ought to be recorded


- Publication is complete, and is not only directions on a tool/machine that can't be severed

- D tries to argue it's like the cardboard cut-out case, where copyright didn't subsist in cardboard cut-out patterns where there were no instructions on how to use them

- However, the court distinguished that case here, as the forms here contained just enough info on how to use the business forms to constitute expression and thus gain copyright protection
- Can't copy the forms without copying the system and the words that tell you how to use forms

- D also argued that since they didn't know or had reasonable grounds to know that copyright subsisted in the forms, that P is only entitled to the usual permanent injunction under s.22 of the Act
- However, court rejects this argument, as D chose to take a chance that there was no copyright and had no reasonable basis to believe that there was no copyright

- Therefore, court awards damages and costs in addition to the permanent injunction

R:
- For a compilation of the commercial type to be a literary work and attract copyright protection, it must have a literary sense of functionally assisting, guiding, or pointing the way to some end
- The next case examines the possibility of copyright subsisting in a song title…
Francis Day & Hunter Ltd. v. Twentieth-Century Fox Corp. (1939 PC)…Movie title is too trivial

F:
- P were owners of copyright in the song "The Man Who Broke The Bank At Monte Carlo"


- In 1935, a movie with same title premiered in Canada…plot didn't correspond with theme of the song


- P brought a copyright infringement action against distributors and exhibitors of the film in Canada


- Started as claim for damages by performance of their song in public…later extended to include a claim for infringement of literary copyright and passing off


- Movie was a "talkie film" but only the title of the song was used…no lyrics or music

I:
- Did D infringe P's copyright by only using the title of the song in actual production and ads?

J:
- No, for D

A:
- Assuming that the right in respect of literary infringement was dependent on the 1842 Imperial Copyright Act and not the 1931 Canadian Copyright Act, the copying of the title was so unsubstantial a matter as to not constitute an infringement



- Canadian Copyright Act, which added the definition of a "work", made no changes in law



- There had also been no passing off…PC dismisses passing off argument as stupid


- Here, copying of the title was not substantial reproduction



- In general, a title by itself is not the proper subject matter of copyright



- "Work" definition in s.2 includes "title", but the title itself is not a separate work


- Doesn't say the title is protected…just protects the title as part of the work

- Therefore, the court held that the title alone is not a literary work because it is too trivial


- It does not have enough literary quality or substance in order to be a "literary work"


- Movie as a whole didn't infringe copyright either because it didn't substantially infringe the copyright of the song


- Similar to Learned Hand J.'s reasoning, where themes such as Falstaff couldn't by protected

R:
- While s.2 of the Copyright Act includes protection of a "title", a title on its own is not a "literary work" because it does not have enough literary quality or substance to gain copyright protection
- All of the "literary work" cases show that copyright overprotects some things (see Bulman and business forms, where system also got protected) and underprotects other things (see Francis Day)

- Confusion on length of a literary work…haikus and short poems are protected, but titles like "The Man Who Broke The Bank At Monte Carlo" don't have enough literary substance

______________________________________________________________________________________

B) COMPILATIONS

- The next case examines how much can you take of another's collection without infringing copyright…

- Collections don't give protection of the original individual works, only in the labour, skill and judgment that were expended in creating the overall compilation itself

- With infringement, the compiler's copyright is only infringed if overall compilation itself is copied

Tele-Direct (Publications) Inc. v. American Business Information Inc. (1997 Fed. CA)…Data list not OK

F:
- Tele-Direct, an affiliate of Bell Canada, published Yellow Pages directory that ABI copied parts of

- ABI conceded that Yellow Pages, when taken as a whole, enjoy copyright protection…however, they took from the Yellow Pages info from in-column listings and popped them into their own directory

- Tele-Direct subsequently wants copyright over the organization of data received from Bell and the collection of additional data such as facsimile numbers and trademarks from Bell's customers

- TJ found copyright didn't exist in the compilation of information…now Tele-Direct appeals

I:
- Did the compilation involve a sufficient degree of skill, judgment, or labour to be original and thus qualify for copyright protection under the Copyright Act?

J:
- No, for ABI

A:
- Prior to 1993 and NAFTA, compilations were only protected if they were "literary works"

- Post-NAFTA, LDMA work definitions included express protection of "compilations" and could be protected, and got s.2 definition of "works resulting from selection or arrangement of data"

- Court concludes in 1993 amendments, Parliament wanted to follow "creativity" school of cases

- Throws out "sweat of the brow" theory and follows USA minimal creative requirement…must do something with the information apart from just gathering that involves skill and judgment

- Therefore s.2 compilations protected only if the end result is an original intellectual creation

- Tele-Direct argues TJ took incorrect approach by looking at fragments, not overall creation

- However, court lays out a "more-correct approach" to assessing the originality of a compilation where the work sought to be protected is a compilation of data which appears within a larger compilation of data is to begin the analysis with the fragment

- Here, compilation at issue before TJ not the directory as a whole (main compilation) but fragments of it such as in-column listings (sub-compilations)…therefore fragment first is OK

- Copyright Act is clear: only those works which are original are to be protected, and for a compilation of data to be original, it must be:


a) A work that was independently created by the author, AND

b) Display at least a minimal degree of skill, judgment, and labour in its overall selection
- Note that considerable labour combined with a negligible degree of skill and judgment will not be sufficient in most situations to make a compilation of data original
- This is because a purpose of copyright is to reward the intellectual effort of the author

- The word "author", while not defined in the Act, conveys a sense of creativity and ingenuity

- Amount of labour therefore is not a determinative source of originality

- Here, can't say the sub-compilation was a "new product of inventive labour" to be protected

- "Selection" was just listing info they got from the phone company, and "arrangement" was just listing the info in alphabetical order…no intellectual effort in skill and judgment

- While compilation of Yellow Pages as a whole was original and protected, the in-column listings of business information that were copied were not protected because there was no originality

- Looks to USA decision in Feist for authority to support the proposition that certain compilations of routine data are so mechanical as to be devoid of a creative element
- B: Much like CCH, where no copyright subsists in the reasons for judgment themselves, and copying only the reasons for judgment out of DLR or SCR doesn't infringe copyright

- Therefore, whenever you deal with compilations, you must identify what is original in the compilation, and only infringe if you copy that, not the individual pieces that they took together

R:
- For a compilation of work to be protected by copyright, there must be some minimal amount of independent work and basic originality in the selection and arrangement of data by the author
______________________________________________________________________________________

C) COLLECTIVE WORKS

- "Collective work", while very similar to a "compilation", is defined in the Act:


2
Definitions

- "collective work" means

(a)
an encyclopaedia, dictionary, year book or similar work,

(b)
a newspaper, review, magazine or similar periodical, and

(c)
any work written in distinct parts by different authors, or in which works or parts of works of different authors are incorporated"

- Only difference between "compilation" and "collective work" is the definitions, the fact that a compilation is in the LDMA definitions and includes "a work resulting from the selection or arrangement of data", and s.13(3) about an author's "right to restrain the publication of the work, otherwise than as part of a newspaper, magazine or similar periodical"


- Otherwise, the courts treat the two terms as interchangeable


- Therefore, while all collective works are compilations, not all compilations are collective works 

- The next decision is a recent SCC case on the ownership of copyright in published texts that are stored in databases, and explores the competing rights of freelance authors and newspaper publishers…


- Note: case only applies when authors of the individual parts of the compilation own copyright

Robertson v. Thomson Corp. (2006 SCC)…Freelance authors copyright infringed with online databases

F:
- Robertson wrote two freelance articles for the Globe & Mail…copyright not addressed in agreement

- She started class action copyright infringement action for the presence of her articles in two databases (Globe Online and CPI.Q) and a CD-ROM for republishing her freelance articles without her consent

- Databases store Globe and thousands of other newspaper articles online by date, page number, ect…

- CD-ROM contains Globe and other newspapers, but users can view a single day's Globe edition

I:
- Do any of the three online databases in question that contain articles from the Globe & Mail reproduce the newspapers as a whole, or merely reproduce the original articles in a new way?


- In other words, when is a newspaper not a newspaper?  When is a compilation something new?

J:
- For Robertson for Globe Online and CPI.Q…CD-ROM not infringement of copyright (5-4 decision)

A:
- Freelancers own copyright in their articles by way of s.13(1) and s.2.1(2)



- Likewise, publishers own copyright in the newspaper by law of s.2 "collective work" and s.3(1)



- Obviously, Globe had right to publish the articles in the newspaper itself…how about online?


- However, s.3(1) includes the "sole right to….reproduce the work or any substantial part thereof"

- It follows that a substantial part of a newspaper may consist only of the original selection so long as the essence of the newspaper is preserved
- Q: whose originality is being reproduced when the articles are being put online in the database?

- The task of determining whether this essence has been reproduced is largely a question of degree but, at a minimum, the editorial content of the newspaper — the true essence of its originality — must be preserved and presented in the context of that newspaper
- Line crossed when article functions online way different than the way it functions in print


- Here, Globe Online and CPI.Q databases do not preserve essence (ie: editorial content) of the paper

- Newspaper not being reproduced in a different form…weren't searching the newspaper, but searching the articles themselves, which no longer conveyed the essence of the newspaper

- The newspaper articles are "decontextualized" to the point that they are no longer presented in a manner that maintains their intimate connection with the rest of that newspaper

- Viewed “globally”, these databases are compilations of individual articles presented outside of the context of the original collective work from where they originated (see dissent)


- However, the CD-ROM is distinguished by preserving linkage to the original daily newspaper
- CD‑ROMs remain faithful to the essence of the original work by offering users a comprehensive but brief account of the daily newspaper editions (dissent agrees…both cite "media neutrality", where a work is a work no matter in what form it is embodies…protects paper ( electronic)

- Note that the court holds the newspaper staff writers should not have been certified as members of the class because they have no cause of action

- Pursuant to s. 13(3) of the Act, the employer owns copyright in articles written in the course of employment while the employee is given a right to restrain publication of the work


- Dissent written by McLachlin CJ with 3 other judges: the databases reproduce the paper

-Under the concept of media neutrality reflected in s. 3(1), an author’s exclusive right to reproduce a “substantial part” of a copyrighted work is not limited by changes in form or output made possible by a new medium

- It is not the physical manifestation of the work that governs, it is whether the product perceivably reproduces exercise of skill and judgment by the publishers that went into the creation of the work

- Here, dissent claims, the arrangement is lost with big online databases, but still know that the article appeared in the Globe & Mail on a certain day


- Skill and judgment in editing in putting together the article and publishing it remain

- The loss of “context” emphasized by the majority underlines the form, not the substance, of the databases, and is inconsistent with the media neutral approach mandated by s. 3
R:
- Majority hold that newspaper articles from a compilation are decontextualized when presented as individual articles outside context of the original collective work; dissent holds that skill and judgment in putting together the article, as well as the concept of "media neutrality", remain

- Note that Robertson touches on Copyright Act s.13(4) on assigning rights, where the Globe argued that even if they lost on the point of law that the online databases infringed, they had a supplementary factual argument that they a licence to do so from the authors:

13(4) Ownership of copyright – Assignments and licences

- The owner of the copyright in any work may assign the right, either wholly or partially, and either generally or subject to limitations relating to territory, medium or sector of the market or other limitations relating to the scope of the assignment, and either for the whole term of the copyright or for any other part thereof, and may grant any interest in the right by licence, but no assignment or grant is valid unless it is in writing signed by the owner of the right in respect of which the assignment or grant is made, or by the owner’s duly authorized agent"


- Thus you can assign copyright in whole or in part…owner retains nothing during assignment


- Grant is the same idea as an assignment (property v. contract terms), but must be in writing


- Writing requirement applies whenever you grant an interest in the copyright


- However, this does not include a non-exclusive licence

- In Robertson, the Globe argued that they had an implied licence to publish articles not as part of the newspaper, but rather as part of the database

- Q: was this implied licence an assignment or grant under s.13(4)?  No…


13(7) Exclusive licence

- "For greater certainty, it is deemed always to have been the law that a grant of an exclusive licence in a copyright constitutes the grant of an interest in the copyright by licence"


- Statutory interpretation: if legislature specifically includes something, it excludes the rest

- Thus grant of exclusive interest constitutes the grant of an interest, but a non-exclusive licence by implicaiton is not the grant of an interest

- Since Globe relied on a non-exclusive licence (ie: they could publish online too, as well as the author), and they argued for an implied licence that wasn't in writing, they failed

- A third issue from Robertson is whether the staff members from the Globe could properly be included with the freelance writers as part of the class:


13(3) Ownership of copyright – Work made in the course of employment
- "Where the author of a work was in the employment of some other person under a contract of service or apprenticeship and the work was made in the course of his employment by that person, the person by whom the author was employed shall, in the absence of any agreement to the contrary, be the first owner of the copyright, but where work is an article or other contribution to a newspaper, magazine or similar periodical, there shall, in the absence of any agreement to the contrary, be deemed to be reserved to the author a right to restrain the publication of the work, otherwise than as part of a newspaper, magazine or similar periodical"

- The general rule is that the employer/newspaper gets the copyright over staff-written articles, but the latter part includes the qualification that the employee reserves the right to restrain publication of their work otherwise than in the newspaper

- Here, no evidence that any staff writers exercised the right of restraint

- Therefore, they had no cause of action and shouldn't be included as part of the class

- Finally, Robertson is the first SCC to deal with the idea of "media neutrality"


- In Robertson, copyright is limited to the stuff within the compilation

- What divided the court was the transposition of the material into the electronic form had completely lost the selection and arrangement process of the original, no longer counted as a reproduction of the original work, and thus the paper needed to get permission to reproduce the original articles

- Q: to what value is the Globe "milking" or getting extra value by chopping up the paper, selling the pieces, and perhaps losing the essence of the compilation?

- In any case, the rule is you are not free to take a collective work, break it up to unrecognizable pieces as far as origin is concerned, and still claim you are exercising your rights to publish the individual articles as part of a compilation/newspaper

______________________________________________________________________________________

D) COMPUTER PROGRAMS

- There are some important sections of the Act for computer programs:


2
Definitions

- "computer program" means a set of instructions or statements, expressed, fixed, embodied or stored in any manner, that is to be used directly or indirectly in a computer in order to bring about a specific result"

3(1)
Copyright in works
- "For the purposes of this Act, “copyright”, in relation to a work, means the sole right to produce or reproduce the work or any substantial part thereof in any material form whatever, to perform the work or any substantial part thereof in public or, if the work is unpublished, to publish the work or any substantial part thereof, and includes the sole right
(h)
in the case of a computer program that can be reproduced in the ordinary course of its use, other than by a reproduction during its execution in conjunction with a machine, device or computer, to rent out the computer program"

- The next case is one of the first SCC cases on the idea of "media neutrality", where it is respected since the alteration of the original code onto a silicon chip does not destroy it's originality as a literary work…

Apple Computer Inc. v. Mackintosh Computers Ltd. (1990 SCC)…Programs on a chip are copyrightable

F:
- Apple holds copyright in OS for Apple II+ computer it manufactures…Mackintosh took apart an Apple II+ computer, burned the OS, and copied the programs onto its silicon chips


- B: This action would now be covered under the Integrated Circuit Topography Act

- The OS software is clearly a literary work, as you can write it out in 0s and 1s, conveys info, ect…

- Mackintosh admits that Apple holds copyright in the OS (software), but argues since they only copied the silicon chip (hardware), and not the OS, they didn't infringe copyright

I:
- Did the literary work, in the form of a computer program written in assembly language, retain its identity as a literary work when it is encoded onto an integrated circuit chip and was it was reproduced by duplication of the chip?

J:
- Yes and yes, for Apple at trial, CA, and SCC…literary work still present in the design of the chip because a person could get the OS code from the chip itself


- Reproduction constituted an infringement of copyright, so it wasn’t necessary to decide whether the copying of the chip amounted to other forms of reproduction of the literary work such as translation or the making of a contrivance to perform the work

A:
- TJ held that programs embedded in the silicon chip are software, not hardware



- Also found that the circuitry in the chip was both a translation and exact reproduction of the OS



- Therefore, holds that circuitry of the chip are protected by s.3(1)


- Mackintosh tried to rely on Australian decision that portrayed the silicon chip as a dynamic "sequence of electrical impulses" that could not be the subject of copyright



- However, case doesn't apply in Canada

- However, Cory J. agrees with TJ and holds the embedded programs in the silicon chip are a reproduction of the programs in assembly language and therefore protected by copyright in s.3(1)

- Programs constitute a form of expression that is conceptually and functionally unique and cannot be regarded as a merger of idea and expression

R:
- While the "idea" of a computer program is not protected by copyright, a computer program is a literary work and retains copyright protection when it is embedded on a silicon chip
- Note: if you take somebody's work and "translate" it, you have infringed the original author's copyright by translating it under s.3(1)(a) "to produce, reproduce, perform or publish any translation of the work"
- Ironically, the pirated translation becomes a new original work of its own that is subject to copyright

- In Apple, TJ and SCC held Mackintosh's circuitry in their silicon chip was both a translation and an exact reproduction of Apple's OS…as a result, the circuitry of the silicon chip was protected by s.3(1)

- Note: with literary works such as books, protecting expression is no problem because the actual "work", the book, performs no function whatsoever…it simply conveys information


- However, with software, it is both an abstract set of instructions as well as a functional unit

- If a court gives copyright in the software in its totality, they might also be giving a monopoly in the function the software performs, which protects idea, not expression (see Delrina for more info)

- The next case, about infringement (not whether copyright subsisted), expands on the idea that you cannot maintain a monopoly on functions or ideas, only the expression of a function or an idea, and expands on the borderline between copying and parallel information…

Delrina Corp. v. Triolet Systems (1993 Ont. Ct. Gen)…Copyright protects original expression, not ideas

F:
- D, while employed by P, worked on the development of the P's computer program Sysview, a program which allowed an operator of a Hewlett Packard computer to assess efficiency of a computer

- After leaving P, the individual D designed the corporate D's computer program Assess with the intent that it be functionally similar to Sysview and compete directly with Sysview

- After exhibiting it at trade shows, his former employers get angry and accuses D of copying

- Delrina commenced an action alleging that the Assess program infringed their copyright in its Sysview program, applied for an interlocutory injunction to restrain Triolet from selling or marketing the Assess program and from using or copying any of the Delrina's computer programs

- While P couldn't prove it was an exact copy, they tried to prove that it was a substantial reproduction of the original program that copied the essence of the program…ie: same interface screen

- TJ held for the defendant based on two reasons:

a) Similarity
- Accepted evidence of D's expert witness that the similarities between the two computer programs were accounted for by being the logical or only way of accomplishing the task at hand, being derived from the public domain or being dictated by the makeup of the Hewlett Packard computer

- Therefore, all the alleged similarities were dictated by functional considerations or were otherwise not protectable by copyright



b) Didn't copy

- TJ also found that the individual defendant did not copy from the source code for the Sysview program and drew an adverse inference from the fact that P provided the two programs to an expert to provide an opinion as to whether the Assess program had been copied from the Sysview program and the fact that P did not produce the expert's report

I:
- Even though it was a given that the software was a literary work, was a "substantial" part of the work reproduced by the programmer of the original work when he went out and created a competing program on his own?

J:
- No, appeal dismissed, TJ was correct…award of $6.9 million damages plus interest and solicitor client costs on undertaking

A:
- In copyright law, copying goes beyond copying something physically before the person
- It includes copying from memory
- Here, TJ's essential findings were not based on an exclusion of copying from memory

- TJ explained that the functional similarities were not necessarily evidence of copying

- TJ did not say that the fact that the individual defendant was the author of both programs justified copying…what she was saying was that certain similarities between the programs could be understood as the result of the programming style of the individual defendant without the similarities being probative of copying

- The proper analysis is to start by regarding the originality of the work as a whole
- A claims TJ made a mistake by breaking the program into pieces and analyzing the originality of each piece…Ont. CA, while agreeing with principle, doesn't find that TJ applied this test

- Instead, TJ did a legitimate analysis by breaking the program down into pieces and comparing them to the original program to ask if they were copied

- Can't decide subsistence of copyright element-by-element; however, can decide on reproduction element-by-element
- TJ was correct in stating that law of originality is the work must not have been copied by the author from another work, and in examining the elements of Assess alleged to be similar to elements of Sysview to determine if those elements were capable of copyright protection

- TJ concluded that those elements were not capable of copyright protection and that the plaintiff could not therefore rely on them to establish copyright infringement

- Again, general rule is copyright protects only original expression and not the underlying idea 

- The idea/expression dichotomy is applied with greater rigour in the United States resulting in a narrow scope of copyright protection

- The wider scope of protection afforded under the English/Canadian approach is based on some recognition of the skill and labour in the creation of the work
- CA holds that some method must be found to weed out or remove from copyright protection those portions which cannot be protected

- With software, you can't get a copyright in the particular way it functions, just the expression of the choice of particular language and instructions in the code itself
- If there is only one or a very limited number of ways to achieve a particular result in a computer program, the idea merges with the expression

- To hold that way or ways are protectable by copyright could give the copyright holder a monopoly on the idea or function itself

- "If an idea can be expressed in only one or in a very limited number of ways, then copyright of that expression will be refused, for it would give the originator of the idea a virtual monopoly on the idea.  In such a case, it is said that the expression merges with the idea and thus is not copyrightable"

- Here, as soon as one figured out what the task was, the resulting program would be similar

- Once TJ segregated what was original and what was truly functional, there was nothing left
- TJ's detailed canvass of the points of alleged similarities showed that the source of similarity was not Sysview but other sources, many being dictated by the Hewlett Packard operating system or reflecting common programming practices

- The question of whether a substantial part of Sysview was reproduced was a matter of fact and degree…not for the court on appeal to embark on the question afresh

- Also, there was no palpable or overriding error in the trial judge's factual conclusions

- The alleged error by TJ in drawing an adverse inference as a result of the plaintiff's failure to produce the expert's report was dealt with on the ground that the adverse inference had no bearing on how the trial judge arrived at his ultimate conclusion

R:
- A basic feature of copyright law is the expression/idea dichotomy, so if an idea can only be expressed in one (or very limited) ways, then the expression merges with idea and features inevitably similar to both programs are not capable of copyright protection
- Note: in Delrina, the court develops an Abstraction ( Filtration ( Comparison analysis:


a) Abstraction


- Identify the essential character of the bits of the original


- Components include main purpose of the program, system architecture, various data types, algorithms, and source code


b) Filtration
- Out of these small elements from the abstraction phase, identify which are truly original by the author of the original work

- Must filter out anything in public domain, anything the author copied from somebody else, and anything with is idea merged with expression (ie: the only way to perform a particular function)

- Thus if the idea can only be expressed in one way, that expression can't be protected


c) Comparison
- Does the allege copy actually reproduce or substantially reproduce any of the essential parts of the original expression?

- In Delrina, the court concluded that there was no copying because both companies developed software to assess the efficiency of a single computer

- Thus, any program performing this program will look similar based on the same computer

- Cases highlight that with computer software, since it's not just expression but also a functional instrument, you must decide what original contribution the author made to the original work versus what anybody would have to do to produce the computer software generally

- Similar to Nichols, where details of the plot and character was copyrightable but not the general nature of the plot and ideas that was general stock

Nintendo v. Camerica (1991 Fed. Ct. TD)…IP rights not really "property" rights in the strict sense

F:
- Camerica put out a mod package that allowed users to change the way Super Mario Bros. was played

- Nintendo wanted an injunction, where Miyamoto, the creator of the program, had their moral rights infringed and Nintendo as owner (employer) of the copyright claimed that the audio/visual output of Mario's image was a LDMA work

J:
- No interlocutory injunction (no foreseeable harm…just damages)

A:
- Shows that computer software can give rise to a number of overlapping copyright interests
______________________________________________________________________________________

E) DRAMATIC WORKS

- See the s.2 definitions below, as well as the cases on infringement of copyright in dramatic works:


2
Definitions



- "dramatic work" includes

(a)
any piece for recitation, choreographic (ie: dancing) work or mime, the scenic arrangement or acting form of which is fixed in writing or otherwise,

(b)
any cinematographic work, and

(c)
any compilation of dramatic works;

- Mere performance or improv is not a dramatic work…it must be fixed…however, if it was put on film by the author of the work, copyright would subsist in that fixation

- Therefore, any movie can be a dramatic work (except "boring" movies w/o dramatic character)

- "compilation" means

(a)
a work resulting from the selection or arrangement of literary, dramatic, musical or artistic works or of parts thereof, or

(b)
a work resulting from the selection or arrangement of data"

______________________________________________________________________________________

F) CINEMATOGRAPHIC WORKS
- See the s.2 definition below:


2
Definitions

- "cinematographic work" includes any work expressed by any process analogous to cinematography, whether or not accompanied by a soundtrack"

- Formerly, a "cinematograph production" counted as a dramatic work only if it had an "original character", but that distinction is now gone

- Now, whether or not they have an original character, all cinematographic works are by definition "dramatic works" under s.2(b) definition above
- However, the Act distinguishes between cinematographic works that have "dramatic character" and those that don't for the purpose of copyright authorship:

11.1
Cinematographic works

- "Except for cinematographic works in which the arrangement or acting form or the combination of incidents represented give the work a dramatic character, copyright in a cinematographic work or a compilation of cinematographic works shall subsist

(a)
for the remainder of the calendar year of the first publication of the cinematographic work or of the compilation, and for a period of fifty years following the end of that calendar year; or

(b)
if the cinematographic work or compilation is not published before the expiration of fifty years following the end of the calendar year of its making, for the remainder of that calendar year and for a period of fifty years following the end of that calendar year"

- In other words, cinematographic work with a dramatic character has the same term as any other dramatic work…life of the author + 50 years

- However, if no "dramatic character", the term is 50 years from the date of publication

- Also note that there is often a layering of different copyrightable interests in a cinematographic work, much like a sound recording


- Film has rights of the author of the cinematographic work


- May be copyright in the screenplay as a dramatic work distinct from the film


- May be copyright in musical works that appear on the soundtrack

______________________________________________________________________________________

G) MUSICAL WORKS

- See the s.2 definitions below and later materials on infringement of musical works:


2
Definitions

- "musical work" means any work of music or musical composition, with or without words, and includes any compilation thereof"


- B: no fixation requirement, but probably implicit anyways

- "compilation" means

(a)
a work resulting from the selection or arrangement of literary, dramatic, musical or artistic works or of parts thereof, or

(b)
a work resulting from the selection or arrangement of data"

19(1) Right to remuneration

- "Where a sound recording has been published, the performer and maker are entitled, subject to section 20, to be paid equitable remuneration for its performance in public or its communication to the public by telecommunication, except for any retransmission"

- Added about 10 years ago for performers and makers, so that money they made was proportional to the amount of airtime/streaming the song received

- With a musical work, there is a lot of overlapping copyright:


a) Composer (musical work)

b) Lyricist (literary work)

c) Arranger (compilation of musical work)

d) Performer (copyright in performer's performance)

e) Maker of sound recording (neighbouring right in sound recording, could be a corporation)

f) Performer + maker (equitable remuneration for public performance and telecommunication…s.19)

______________________________________________________________________________________

H) ARTISTIC WORKS

- See the s.2 definitions below:


2
Definitions

- "artistic work" includes paintings, drawings, maps, charts, plans, photographs, engravings, sculptures, works of artistic craftsmanship, architectural works, and compilations of artistic works"

- As usual, this provides protection against reproduction, communication by telecommunication, making a picture of a painting, ect…

- "architectural work" means any building or structure or any model of a building or structure"

- "compilation" means

(a)
a work resulting from the selection or arrangement of literary, dramatic, musical or artistic works or of parts thereof, or

(b)
a work resulting from the selection or arrangement of data"

5(1)
Conditions for subsistence of copyright

- "Subject to this Act, copyright shall subsist in Canada, for the term hereinafter mentioned, in every original literary, dramatic, musical and artistic work"

- Despite s.5(1)'s 4 categories of works where copyright subsists, s.2 definition of the phrase makes things fuzzy, such as including "every original production in the scientific domain"


2
Definitions

- "every original literary, dramatic, musical and artistic work" includes every original production in the literary, scientific or artistic domain, whatever may be the mode or form of its expression, such as compilations, books, pamphlets and other writings, lectures, dramatic or dramatico-musical works, musical works, translations, illustrations, sketches and plastic works relative to geography, topography, architecture or science"


- This expansion was added for Canada to comply to the Berne Convention

- Cuisinaire: new definition may not fit within the rest of the Copyright Act

34.1(1) Presumptions respecting copyright and ownership

- "In any proceedings for infringement of copyright in which the defendant puts in issue either the existence of the copyright or the title of the plaintiff thereto,

(a)
copyright shall be presumed, unless the contrary is proved, to subsist in the work, performer’s performance, sound recording or communication signal, as the case may be; and

(b)
the author, performer, maker or broadcaster, as the case may be, shall, unless the contrary is proved, be presumed to be the owner of the copyright"

- In Cuisinaire, argued that it was up to the defendants to argue that the no copyright subsisted in the blocks…all s.34.1(1) does is presume that copyright subsists in a work

- However, this does not put the onus on the defendant that the objects (ie: the colored blocks) are a work…plaintiff must first prove that there is a LDMA work

64(1) Interpretation

- "design" means features of shape, configuration, pattern or ornament and any combination of those features that, in a finished article, appeal to and are judged solely by the eye;

- "useful article" means an article that has a utilitarian function and includes a model of any such article"

- The following case isn't so much about "artistic" works, but whether there is anything else that is not covered under a LDMA work…

- The Court held that a work is not a work if it can't be fitted into one of the four categories 

- The Court also held that the definition of "every original, etc." in s.2 does not add a residual category

Cuisenaire v. South West Imports Ltd. (1968 Ex. Ct.)…Teaching tools not a LDMA work and no copyright

F:
- P sued for infringement of copyright in sets of coloured rods of different lengths used for teaching arithmetic to children…he was also the author of a book which set out a teaching system employing such rods…note he's claiming copyright in the rods, not the book


- Claims his original creation had value as a teaching tool to teach children arithmetic 

- In s.64, a "design" means features of shape, configuration, pattern or ornament and any combination of those features that, in a finished article, appeal to and are judged solely by the eye
- Only applies to a "useful article" in a quantity over 50…these designs you can register in the Industrial Designs Act and you can't get protection under the Copyright Act
- Here, blocks didn't fit Industrial Designs Act, as while colors on blocks were designed to appeal to the eye, they're not judged solely by the eye but have a functional purpose to teach kids math

- Therefore, he wants to protect the system that can be used to teach math

I:
- Were the set of coloured rods that accompanied his math book sufficiently artistic to qualify as an "artistic work" and be protected by copyright?

J:
- No, the rods aren't the proper subject matter for copyright in Canada

A:
- Court begins with three general propositions about the Copyright Act:

a) The Act protects an original work which must be original, not in the sense that it was not thought of before, but in the sense that it originated with the author who must, in addition, have exercised skill and judgment in producing it
b) With regard to such skill and labour, the emphasis is upon the object of the author in creating the work rather than on the reaction of the viewer to the completed work, for it is commonplace in copyright law that it is immaterial whether the work has any merit at all

c) It is also commonplace in copyright law that the protection given by the Copyright Act is only to the expression of an idea or an art and not to the idea or art itself

- Since it's not a LDMA work generally, P tries to get the rods to fit in different sections of the Act
- First, P failed to try and argue copyright was presumed under s.34.1

- Notwithstanding the presumptions in favour of copyright and of the author's ownership thereof which arise under s. 20(3) (now s.34.1) in an infringement action where the defendant disputes the existence of copyright or the plaintiff's title thereto the plaintiff must still establish that the work is within the definition of s. 4 as further defined by s. 2 and so subject to copyright
- Next, court notes that there is nothing in the Copyright Act barring functional/utilitarian tools or industrial designs from being the subject of copyright in general



- Still, tools for purely functional use can’t be protected with copyright.  


- However, court also notes that there must be some limitations on what is to be protected


- ie: all original scientific inventions weren't meant to receive life of the author plus 50 year protection, but rather intended to be patented as inventions and given protection for 17 years

- Here, the rods were not an "artistic work" within the definition of s. 2(b) of the Copyright Act
- Although rods were coloured in a manner to please children, they were never intended primarily as artistic articles but as tools for a particular purpose and as such were not entitled to protection 

- Therefore, this "secondary" purpose wasn't artistic enough to get copyright

- Nor were they works of "artistic craftsmanship" within the meaning of s. 2(b) since no craftsmanship was involved in their production

- Nor were they "plastic works relative to science" within the meaning of s. 2(v) (now in s.2 under “every original literary, dramatic, musical and artistic work”) since, being wood, they were not mouldable or pliable

- The rods were also not subject to copyright under s. 2(v) as an "original production in the ... scientific ... domain", as the inclusion of these words in s. 2(v) is not to be construed as altering the ambit of copyright in any substantial way

- P tried to create a residual category from the s.2 definition of "every original literary, dramatic, musical and artistic work" includes every original production in the literary, scientific or artistic domain, but the court rejects this because Canada just added this due to Berne
- Therefore, the work must still be "an original literary, dramatic, musical or artistic work" as required by s. 4(1) in the normal meaning of those words and in the light of the definitions in s. 2


- B: no support anywhere in the act for support that an educational device fit into any category



- Shows that not everything that is created with hard work and has value is protected by copyright

- Teaching math by using blocks of a certain size is an idea rather than expression, which isn't supposed to attract copyright protection
R:
- An artistic work must be a work that is intended to have an appeal to the aesthetic senses and not just an incidental appeal
______________________________________________________________________________________

III. SOME OF THE RIGHTS COMPRISING COPYRIGHT IN A WORK

1) TO REPRODUCE THE WORK
- These next cases detail how an individual infringes the different rights in s.3(1)

- Similar to Delrina, but the next case involves reproduction where one company reproduced the essence of another's work, and the question was whether this was "substantial" enough copyright to infringe…
Ladbroke (Football) Ltd. v. William Hill (Football) Ltd. (1964 HL)…Copyright in arrangement of a form

F:
- Ladbroke were well-known bookies who had done business for many years in fixed odds football betting sending out to their clients each week during the football season a fixed odds football coupon
- The coupon was a sheet of paper on which were printed sixteen lists of matches to be played each week; each list was headed with an appropriate name and offered a variety of wagers at stated odds and contained explanatory notes…coupon offered 148 varieties of wager at widely differing odds

- William Hill, with a former employee of Ladbroke, copied betting forms close to P's form

- They copied from the respondents' coupon fifteen out of the sixteen lists arranging them in the same order as they appeared in the respondents' coupon, in many cases with the same headings and almost identical varieties of wager, and with similar explanatory notes 

- Though D admitted P had copyright in the selection of matches and statement of odds (neither of which they had copied), they denied copyright in the set-up of the betting form which they had copied

- P claimed a great deal of skill, judgment, experience and work had gone into devising the coupon

- P had to select from the very great variety of possible wagers those that would appeal to the punter while being profitable to the P, and had then to arrange and describe the selected wagers in an attractive way on the coupon

- P claimed copyright in their coupon and alleged infringement by the appellants

I:
- How can a court identify, if a literary work is not literally copied, that there was a substantial copying of the literary work? Did the P have a copyright, and if so, was it infringed?

J:
- Yes, for P, copyright was infringed

A:
- D argued they only copied the headings or the arrangement of the lists, where no copyright subsisted

- However, the court held that this approach is incorrect because it risks missing the originality of the work as a whole

- "If a person does not copy, the question whether he had copied a substantial part depends much more on the quality than on the quantity of what he has taken"

- "The correct approach in deciding if there is infringement of copyright in a literary compilation is first to determine whether the work as a whole is entitled to copyright, and, second, to enquire whether the part reproduced by the defendant is a substantial part of the whole; but it is not the correct approach to dissect the work into fragments and, if the fragments are not entitled to copyright, to deduce that the whole compilation could not be so entitled"

- Here, there is copyright in the arrangement of the form and how the list is put together, which was key to the originality of the betting coupon


- Setting of the bets couldn't be separated from creating an attractive betting coupon

- After the work of deciding the wagers had been done, there still remained the further task, requiring considerable skill, labour and judgment, of expressing and presenting the chosen wagers for the eye of the customer; accordingly there was copyright in the respondents' coupon

- On the facts the copying of the respondents' coupon by the appellants amounted to reproduction of a substantial part of the compilation, and accordingly there was infringement of the respondents' copyright by the appellants

- Sequence of the headings on the forms was enough for copyright infringement, because the quality (not quantity) was copied as to how the form was presented to the general public


- B: are we really protecting something original when public info is put into a form?


- University: something that is worth copying is worth protecting



- Therefore, the way something is framed is often original and therefore worth protecting
R:
- When assessing whether there is an infringement of copyright in a literary compilation, first see if the work is original, then determine whether the part you are taking would be a "substantial part" of the work 

______________________________________________________________________________________

2) TO PERFORM THE WORK IN PUBLIC

- Both the question what it means to "perform" a work, and what amounts to performing it "in public", have been the subject of litigation, but the precedents have been rendered largely obsolete by amendments to the Copyright Act:


2
Definitions

- "performance" means any acoustic or visual representation of a work, performer’s performance, sound recording or communication signal, including a representation made by means of any mechanical instrument, radio receiving set or television receiving set"

- "receiving device" [Repealed, 1993, c. 44, s. 79]


3(1)
Copyright in works

- "For the purposes of this Act, “copyright”, in relation to a work, means the sole right to produce or reproduce the work or any substantial part thereof in any material form whatever, to perform the work or any substantial part thereof in public or, if the work is unpublished, to publish the work or any substantial part thereof, and includes the sole right of

(c)
in the case of a novel or other non-dramatic work, or of an artistic work, to convert it into a dramatic work, by way of performance in public or otherwise,

(e)
in the case of any literary, dramatic, musical or artistic work, to reproduce, adapt and publicly present the work as a cinematographic work"



- ie: if you were to perform War and Peace in public

(f)
in the case of any literary, dramatic, musical or artistic work, to communicate the work to the public by telecommunication"

- Policy rationale: for these, the copyright owner only loses money if the work is performed in public

- In other areas, any reproduction (public or private) is infringement because it takes away value from the copyright owner unless you are protected by the fair dealing exceptions

- The next case (previously in notes under fixation dealt with whether live TV broadcasts were "works"), also discussed whether films of football games, which were dramatic works, were performed in public…

- Answer is that "in public" or "to the public" is judged mainly on the basis of whether the audience was a private (ie: domestic) gathering


- Note: back then, there were no telecommunications provisions in the Copyright Act

- Note: while Cameron J. holds live TV games at home are not "in public", statute says otherwise now
Canadian Admiral Corp. v. Rediffusion Inc. (1954 Ex. Ct.)…Live TV games at home not "in public"

F:
- Canadian Admiral got exclusive rights to broadcast live home and taped away Alouettes games


- Rediffusion picked up P's football games by antenna and "rediffused" them to its own subscribers


- P didn't get paid for this, and sought declaration it owned copyright in the live "telecast productions"


- D argued no copyright subsisted in any of the telecasts sponsored by P, and if it did, no infringement

I:
- Was the display of televised images in Rediffusion's showroom a performance "in public"?

J:
- Yes (case subsequently overruled…now wider view of "in public" includes people watching TV at home, but Cameron J.'s review of past case law important)

A:
- Mere performance is not enough; in order to find that plaintiff's right was infringed, the Court must find that the performance was "in public"
- Cameron J. reviews past authority and finds no "suggestion that a performance in a private home where the performance is given, heard or seen by only members of the immediate household, could be considered as a performance in public"


- However, anything outside of the home, even to a select circle, might be considered "in public"

- ie: In Performing Right Society, a performance in a lounge of a hotel was a performance in public because it was open to any members of the public who cared to be guests of the hotel
- ie: In Duck v. Bates, a performance by nurses in a hospital to staff members was not in public because it was of a domestic or quasi-domestic nature (like a family circle or circle of friends)


- B: today, a group that big might be considered "in public", especially if shown to all patients

- The test to be applied is "What is the character of the audience?"

- Here, the problem is that the "public" isn't together…people are receiving the telecommunication in different places, at home, at bars, and so on…is that "in public"?

- Here, there is no evidence whatever except that the telecasts of the films in the homes and apartments of the subscribers of defendant were seen by them, presumably only the householders 

- The character of the audience was therefore a purely domestic one and the performance in each case was not a performance "in public"

- Cameron J. holds it is not…since overruled by both common law and statute
- The situation, however, is different in regard to defendant's sales and showroom in Montreal

- It was open to the public and on various occasions members of that public saw there film telecasts of plaintiff's broadcast on Station CBFT

- There was nothing there of a domestic or quasi-domestic nature and it was a performance "in public" and an infringement by defendant of plaintiff's right in the cinematograph films

- Damages were based on this public viewing

R:
- The question whether an entertainment is given in public or in private depends solely upon the character of the audience (narrow view of "in public", subsequently overruled)
- The narrow view of “public broadcast” applied in this case has since been overruled


- See s.2.4(1)(a), where a performance to a closed circle in an apartment/hotel is a public performance

- See Canadian Cable Television Assn. v. Canada, which held that a performance beamed out to the public at large is a performance in public, even if they all viewed the broadcast at home
- Therefore, this is like telecommunication neutrality…provisions and the common law catch broadcasts whether they are viewed in private or in public

- Also, there were amendments to the Copyright Act in 1993 to keep telecommunication of musical works under s.3(1)(f) and not under the performance right:


2.3
Telecommunication
- "A person who communicates a work or other subject-matter to the public by telecommunication does not by that act alone perform it in public, nor by that act alone is deemed to authorize its performance in public"


- In other words, telecommunication in public does not equal performance in public


- Just a housekeeping provision…instead, puts infringement under a different provision (?)


- Therefore, the telecommunication right now embraces musical works because the definition of "musical work" has been broadened to include all forms of such works, including acoustic or electromagnetic forms, not just graphical forms

______________________________________________________________________________________

3) TO COMMUNICATE THE WORK TO THE PUBLIC BY TELECOMMUNICATION

- See the Copyright Act:


2
Definitions
- "delivery" [Repealed, 1997, c. 24, s. 1]

- "performance" means any acoustic or visual representation of a work, performer’s performance, sound recording or communication signal, including a representation made by means of any mechanical instrument, radio receiving set or television receiving set"

- "telecommunication" means any transmission of signs, signals, writing, images or sounds or intelligence of any nature by wire, radio, visual, optical or other electromagnetic system"

- SOCAN: telecommunication occurs when music is transmitted from the host server to the end user


2.4(1) Communication to the public by telecommunication

- "For the purposes of communication to the public by telecommunication,

(a)
persons who occupy apartments, hotel rooms or dwelling units situated in the same building are part of the public, and a communication intended to be received exclusively by such persons is a communication to the public;

- This catches situations such as in the Admiral case…can't say a performance is private because it's all in one building or only tenants/occupants watching
(b)
a person whose only act in respect of the communication of a work or other subject-matter to the public consists of providing the means of telecommunication necessary for another person to so communicate the work or other subject-matter does not communicate that work or other subject-matter to the public; and

- You are not telecommunicating a work to the public if your only act in the process is to provide the means of telecommunication necessary for another to communicate

(c)
where a person, as part of

(i)
a network, within the meaning of the Broadcasting Act, whose operations result in the communication of works or other subject-matter to the public, or

(ii)
any programming undertaking whose operations result in the communication of works or other subject-matter to the public,

transmits by telecommunication a work or other subject-matter that is communicated to the public by another person who is not a retransmitter of a signal within the meaning of subsection 31(1), the transmission and communication of that work or other subject-matter by those persons constitute a single communication to the public for which those persons are jointly and severally liable"
3(1)
Copyright in works
- "For the purposes of this Act, “copyright”, in relation to a work, means the sole right to produce or reproduce the work or any substantial part thereof in any material form whatever, to perform the work or any substantial part thereof in public or, if the work is unpublished, to publish the work or any substantial part thereof, and includes the sole right

(d)
in the case of a literary, dramatic or musical work, to make any sound recording, cinematograph film or other contrivance by means of which the work may be mechanically reproduced or performed"

(f)
in the case of any literary, dramatic, musical or artistic work, to communicate the work to the public by telecommunication"

- Copyright Board levies royalties, as defined by tariffs by the Board develops


- SOCAN often applies to the Board for approval of particular tariffs


- Once the Board approves the tariff, it has the force of law, so while the public has a licence to play particular musical works, every time somebody in public does they must pay a certain royalty


- First SOCAN case is about tariffs for internet music downloading; second is about buying ringtones

- The next case raises the question of who should compensate musical composers and artists for their Canadian copyright in music downloaded in Canada from a foreign country via the Internet

- SOCAN dealt with when the Canadian copyright owner’s telecommunication right applied to Internet transmissions, and the answer was that the law applied whenever the communication had a real and substantial connection with Canada, which is a function of the place or origin, the place of receipt, or the host server, but is not decided by any of those factors exclusively…

SOCAN v. Canadian Assn. of Internet Providers (2004 SCC)…ISPs unsuccessfully sued for helping users

F:
- SOCAN wants to collect royalties from ISPs located in Canada because, it argues, they infringe the copyright owner's exclusive statutory right to communicate work to the public by telecommunication and to authorize such communication (easier than collecting from foreign content providers)


- Fee is called Tariff 22, and it's to be levied on individual access to musical works on the internet


- Royalties received in the form of fees from ISPs whenever a musical work part of SOCAN's library (almost every piece of work) was communicated on the internet in Canada

- Scheme was to be administered by the Copyright Board administrative tribunal, but had difficulty devising of how to frame what constitutes internet communication in Canada

- They conclude that telecommunication takes place when signal goes from host server to end user

- Problem is that there are often foreign uploaders and foreign downloaders…conclude that basis for applying Copyright Act is whether the telecommunicaiton originates from a server in Canada
- CAIP is a broad coalition of Canadian ISPs and argue that they neither "communicate" nor "authorize" anyone to communicate musical works because they are merely a conduit and do not regulate the content of the Internet communications which they transmit (under s.2.4(b) of the Act)

- However, they do "caching", which is a copy of the file stored on the ISPs system

- If one person uses a file and a copy is cached, its easier for subsequent users to have access, thus increasing speed and reducing costs…only stored for a short period of time

- Federal Court of Appeal found that copyright may be imposed in respect of any telecommunication that has a real and substantial connection with Canada, and is not restricted only to an Internet communication from a host server located in Canada

- However, the majority held that where an Internet Service Provider in Canada creates a "cache" of Internet material, even for purely technical reasons, they no longer act as a mere intermediary and thus become a participant in the copyright infringement and are liable

I:
- Should Canadian ISPs be subject to Tariff 22 as providing servers in Canada?  When can a communication be said to be Canadian if the server is outside the country?  Does keeping a cache move beyond the protection of s.2.4(1)(b)?

J:
- Not liable if ISP is only a content neutral conduit – s.2.4(1)(b) of the Copyright Act

- Communication can occur in Canada when there is a real and substantial connection with Canada

- So could be communication in Canada if comes from overseas server and received in Canadian home

- Dissent said that should only be a communication in Canada if originates from a server in Canada

A:
- Internet presents challenges to national copyright laws, which are typically territorial in nature

- By enacting s. 2.4(1)(b) of the Copyright Act, Parliament made a policy distinction between those who use the Internet to supply or obtain content such as "cheap music" and those who are part of the infrastructure of the Internet itself

- Decided there is a public interest in encouraging intermediaries that make telecommunications possible to expand and improve their operations without the threat of copyright infringement

- s.2.4(1)(b) indicates that in Parliament's view, internet intermediaries are not "users" at all, at least for purposes of the Copyright Act
- As a matter of legislative policy, Parliament doesn't impose liability for infringement on intermediaries who supply software and hardware to facilitate use of the internet


- How about what telecommunication means in the internet age?

- A telecommunication occurs when music is transmitted from the host server to the end user

- An Internet communication that crosses one or more national boundaries "occurs" in more than one country, at a minimum, the country of transmission and the country of reception

- To occur in Canada, a communication need not originate from a server located in Canada
- How about whether the Copyright Act applies to international participants?

- Depends on whether there is a sufficient connection between this country and the communication in question for Canada to apply its laws consistently with the principles of order and fairness

- Apply the presumption that Parliament legislates intraterritorially

- A real and substantial connection to Canada is sufficient to support the application of our Copyright Act to international Internet transmissions in a way that will accord with international comity
- In terms of the Internet, relevant connecting factors establishing an adequate connection with Canada would include situs of the content provider, host server, intermediaries and the end user

- Since a server is simultaneously happening in many counties, it's difficult to apply

- However, they look to USA, Europe, and Australia regimes where they have regulated the ISP, the place of transmission, and the place of reception, and can't say that telecommunication is happening in one place at the exclusion of another

- Makes things difficult to compose a tariff for a Copyright Board…must simply meet the real and substantial connection requirement

- What makes an ISP liable?

- A content provider is not immune from copyright liability by virtue only of the fact that it employs a host server outside the country…disagrees with Copyright Board holding

- Conversely, a host server does not attract liability just because it is located in Canada

- Liability of a host server should be determined by whether or not the host server limits itself to "a conduit" (or content-neutral) function and thereby qualifies for protection under s. 2.4(1)(b)

- With respect to most transmissions, only person who posts a musical work communicates it

- CA concluded that use of caching amounted to a function outside of s.2.4(1)(b), but SCC disagrees

- SOCAN argued that "caching" made the ISPs step outside of the "conduit" role by authorizing users to use the internet for illegitimate purposes

- However, SCC holds that creation of "cache" copy is unexpected consequence of improvements in Internet technology, is content neutral, and in light of s. 2.4(1)(b) of the Act ought not to have any legal bearing on the communication between the content provider and the end user

- "Caching" is dictated by the need to deliver faster and more economic service, and should not, when undertaken only for such technical reasons, attract copyright liability and therefore comes within the shelter of s. 2.4(1)(b)


- Did the ISPs violate s.3(1) by authorizing a communication by telecommunication?  No…

- Similar to CCH, where the copyright owners asserted that making available a photocopier by the Law Society of Upper Canada implicitly "authorized" copyright infringment

- Parliament made clear that the mere provider of a facility should not be liable

- ISP's knowledge that someone might be using content-neutral technology to violate copyright not necessarily sufficient to constitute authorization, which requires demonstration that the defendant gave approval to, sanction, permit, favour, or encourage the infringing conduct

- Obiter: notice of infringing content, and a failure to respond by "taking it down", may in some circumstances lead to a finding of "authorization"

- Therefore, authorization could be inferred in a proper case, but all would depend on the facts

R:
- So long as an Internet intermediary does not itself engage in acts that relate to the content of the communication, but confines itself to providing "a conduit" for information communicated by others by remaining "content-neutral", then it will fall within s. 2.4(1)(b) of the Copyright Act
- Following this case, Tariff 22 was approved, but only dealing with audio streaming and webasting


- The uploading and downloading definitions were not addressed


- Therefore, the jurisdictional issue is not dealt with in the tariff itself, apparently because it's aimed at Canadian businesses that use the internet to sell or webcast music
6 summary points from SOCAN:

a) Internet communication = communication to public

b) Communication to public deemed to have occurred in Canada where it has a real and substantial connection to Canada 

c) Factors relevant to applying test:  location of host server, intermediary, end user, content provider

d) No question of automatic liabilitt…decided by balancing factors case by case

e) Caching is an idea that is necessary regarding technology and necessary for use of net because of optimal function…therefore not an infringement of copyright

f) If ISP becomes aware that copyright-infringing material, they must restrict access of users and there is an obligation on ISP to restrict 

- B: SOCAN I shows how inadequate the current Copyright Act is for the modern communication age


- Music downloading is a co-ordinated effort between uploaders, downloaders, and ISPs


- Act doesn't say who is liable for internet communications, only a general provision for telecommunications that doesn't say who is doing the communicating, so cases continue to be about who is doing the communicating which gets nowhere


- SOCAN refers to foreign copyright regimes under WIPO, which Canada signed but not yet ratified


- If a new Act had a "making available" right, it might be easier to locate where infringement happens, rather than the current telecommunication right, which in SOCAN the SCC holds is reciprocal and happens where the communication has a real and substantial connection with Canada


- Currently, it's OK to copy onto a blank medium on which a levy has been paid


- Previous bill would have expanded telecommunication definition to include making available of a work, thus it is aimed at bringing Canada under WIPO's WCT and WPPT treaties


- Note that the "making available" right was available in the Bill C-60 (2004-05) but not Bill C-61 (2007-08), probably because the right is already implicit in the telecommunication right from the case law, as in the following case…


- Main criticism of Bill C-61 is the new rights (i.e. exceptions to infringement) that the bill would have given to users are enjoyed only by the grace of the copyright owner, since the owner can at any time authorize the use of technological measures to defeat them


- Note: go to the annotated syllabus for more detailed notes regarding this

- Most recent case law has focused on whether electronic communication is "to the public" even if the audience are all sitting at home by their TVs or their computers or their cellphones


- Answer is basically "yes" if the recipients are significant in number, as in the following case

- In SOCAN, didn't matter that members of the audience might each be receiving the communication at different times, or that they might access the communication at times other than when it was sent
- In the next case, SOCAN proposed a ringtone royalty (approved by Copyright Board) on the transmission of ringtones from provider to user…

- It concluded that the way that ringtones were sent to users qualifies as communication as telecommunication to the public, thus any "making available" right would fall under the telecommunication provision…
Canadian Wireless Telecommunications Assn. v. SOCAN (2008 Fed. Ct. App)…Ringtones get levied

F:
- Copyright Board made Tariff 24 to collect royalties on the wireless transmission of ringtones from wireless carriers to cellphones at the request of cellphone owners


- Board held that the transmission of a musical ringtone to a cellphone in the circumstances stated in Tariff 24 is a communication falling within s.3(1)(f) of the Copyright Act


- CWTA challenges the legality of Tariff 24 either because the transmission of a ringtone to a cellphone is not a "communication", or that it is not a "communication to the public"


- They also argue that they already paid SOCAN for the reproduction right…SOCAN argue that they are collecting the royalty for performance in public of the tunes when they transmit the ringtones to the customer, and the providers only paid for one of the uses

I:
- Is Tariff 24 valid?  Is there telecommunication to the public when a ringtone is sent to an individual user on request?

J:
- Yes, for SOCAN, transmission of ringtones by wireless carriers to their customers on request is a communication to the public by telecommunication within the meaning of s.3(1)(f)

A:
- CWTA makes two arguments:



a) Primary – Transmission does not equal communication
- CWTA argues that word "communication" includes only transmissions that are intended to be heard or perceived by the recipient simultaneously with or immediately upon transmission

- However, this is too narrow…communication is simply passing from one to another

- The fact that the technology used for the transmission does not permit the cellphone owner to listen to the music during the transmission does not mean there is no communication

- Instead, receipt of the transmission completes the communication (same as SOCAN)



b) Alternative – Transmissions are private communication and therefore not public




- However, based on CCH, not enough to ask whether there is one-to-one communication

- This is because a series of transmissions of the same musical work to numerous different recipients may be a communication to the public if the recipients comprise the public

- Here, there are a series of transmissions of the same works to different recipients, and thus amounts to communication to the public

- Why should 5-second recognizable chunks of a copyrighted work be infringement?



- "What is worth copying is worth protecting"



- Infringement of copyright depends on quality, not quantity
R:
- One-on-one transmissions can be communication to the public by telecommunication because the recipient is a large enough group to constitute communication to the public
______________________________________________________________________________________

4) TO MAKE A SOUND RECORDING, CINEMATOGRAPH FILM OR OTHER CONTRIVANCE
- See the Copyright Act, s.3, where the right to allow another person to record is one of the rights that the copyright holder has:

3(1)
Copyright in works

- "For the purposes of this Act, “copyright”, in relation to a work, means the sole right to produce or reproduce the work or any substantial part thereof in any material form whatever, to perform the work or any substantial part thereof in public or, if the work is unpublished, to publish the work or any substantial part thereof, and includes the sole right

(d)
in the case of a literary, dramatic or musical work, to make any sound recording, cinematograph film or other contrivance by means of which the work may be mechanically reproduced or performed"

- Therefore, if you make a recording of a performance without permission, you infringe owner's copyright

- If you have given permission and exercise your s.3(1)(d), and somebody has recorded your work, the performer has copyright in the performer's performance, while the copier gets the copyright in the sound recording itself

- Therefore, recording a performance on a cellphone during a concert without permission is prohibited

______________________________________________________________________________________

IV. MORAL RIGHTS IN A WORK

- Moral rights do not belong to the copyright owner; they are solely the property of the copyright author

- They may be waived in whole or in part, but may not be assigned

- Source is the Berne Convention, where article 6(bis) protects two rights: attribution and integrity
- The moral rights that an author holds includes:


a) The right to the integrity of the work – s.14.1(1)


- In many countries this is known as the right of "reputation"



- This includes s.28.2(1) prejudicing the honour/reputation of the author, which includes:




i) Distorting, mutilating, or otherwise modifying the work
- s.28.2(2): any modification to a painting (not photograph of a painting), sculpture, or engraving, any modification is an infringement of an author's moral rights

- However, this is qualified by s.28.2(3), where moving the work, reframing the work, or good faith steps to conserve the work do not constitute modifying the work for the purposes of infringement the right to the integrity of the work




ii) Used in association with a product or cause 

- ie: high art used to peddle fast food

- Aside from paintings or sculptures, moral rights are infringed in literary/musical/dramatic works are only infringed if modified pieces of the work prejudice the honour or reputation of the author

- Integrity is linked to the reputation of the author, so litigants must show that the modification is likely to cause damage

b) The right to be associated with the work by name if it's reasonable – s.14.1(1)

- This is often referred to as the "attribution", "identification", or the "paternalistic" right

- Therefore, the copyright author can complain if the copyright owner reproduces without proper attribution/credit to the author

- See section 14 and section 28.1-28.2 of the Copyright Act for guidance:

14.1(1) Moral rights

- "The author of a work has, subject to section 28.2, the right to the integrity of the work and, in connection with an act mentioned in section 3 (any infringement of copyright), the right, where reasonable in the circumstances, to be associated with the work as its author by name or under a pseudonym and the right to remain anonymous"

- Therefore, technically moral rights are not part of copyright but are a distinct group of rights that belong, not to the owner of copyright, but to the author of a work




- However, s.28.2 on infringement limits the moral rights available in s.14.1(1)

14.1(2) No assignment of moral rights
- "Moral rights may not be assigned but may be waived in whole or in part"

14.1(3) No waiver by assignment
- "An assignment of copyright in a work does not by that act alone constitute a waiver of any moral rights"

14.1(4) Effect of waiver

- "Where a waiver of any moral right is made in favour of an owner or a licensee of copyright, it may be invoked by any person authorized by the owner or licensee to use the work, unless there is an indication to the contrary in the waiver"


- Thus, if a copyright owner gets a waiver from the author, they can pass it on as well

14.2(1) Term
- "Moral rights in respect of a work subsist for the same term as the copyright in the work"


- Thus term runs the same as the copyright protection…50 years from the life of the author

14.2(2) Succession
- "The moral rights in respect of a work pass, on the death of its author, to

(a)
the person to whom those rights are specifically bequeathed;

(b)
where there is no specific bequest of those moral rights and the author dies testate in respect of the copyright in the work, the person to whom that copyright is bequeathed; or

(c)
where there is no person described in paragraph (a) or (b), the person entitled to any other property in respect of which the author dies intestate"

28.1
Infringement generally
- "Any act or omission that is contrary to any of the moral rights of the author of a work is, in the absence of consent by the author, an infringement of the moral rights"

- This combines with the two rights in s.14.1(1) to define the nature of the right to the integrity of the work

28.2(1) Nature of right of integrity
- "The author’s right to the integrity of a work is infringed only if the work is, to the prejudice of the honour or reputation of the author,

(a)
distorted, mutilated or otherwise modified; or

(b)
used in association with a product, service, cause or institution"

- In Theberge, he couldn't argue the reproduction was to the prejudice of his honour or reputation that thousands of copies of his paintings are circulating on canvass
28.2(2) Where prejudice deemed
- "In the case of a painting, sculpture or engraving, the prejudice referred to in subsection (1) shall be deemed to have occurred as a result of any distortion, mutilation or other modification of the work"


- This section specifies when the right to the integrity of the work has been infringed

- In Theberge, if this applied, any purchaser of a poster that cut it up for personal use would be infringing the author's moral rights

- Difference with s.28.2(1) is that with original paintings, sculptures, or engravings, any modification prejudices the author, but posters are copies anyways
28.2(3) When work not distorted, etc.
- "For the purposes of this section,

(a)
a change in the location of a work, the physical means by which a work is exposed or the physical structure containing a work, or

(b)
steps taken in good faith to restore or preserve the work

shall not, by that act alone, constitute a distortion, mutilation or other modification of the work"

- The next case is a short case regarding Christmas ribbons around the neck of a geese in Eaton's Center, and is the only Canadian case to actually hold somebody liable for infringing moral rights…

Snow v. The Eaton Centre Ltd. (1982 Ont. High Ct.)…Injunction granted for modifying against author

F:
- Artist commissioned to do a work called "In Flight" for Eaton’s Center

- Eaton’s placed Xmas decorations on the sculpture, and the artist sued to get decorations removed because it offended integrity of his sculpture

I:
- Did attachment of the ribbons to P's sculpture prejudice the author's honour or reputation?  Should the application for the injunction be granted?

J:
- Yes, for P, injunction granted based upon violation of moral rights

A:
- Ribbons do modify P's work, and P's concern that this will be prejudicial to his reputation is reasonable under the circumstances

- B: Snow would have an even easier ride today because prejudice to an artist's honour or reputation is now "deemed to have occurred" whenever a painting, sculpture, or engraving is distorted, mutilated or otherwise modified based on s.28.2(2)

- Before the 1988 Act, only injunction; after 1988 Act, damages would have been available as well

R:
- Prejudicing the honour or reputation of the author involves subjective element or judgment of author so long as it is reasonably arrived at
- In the next case, the author/owner tried to argue that he should be able to get a s.38(1) remedy based on infringement of his moral rights by the assignee:

38(1) Recovery of possession of copies, plates
- "Subject to subsection (2), the owner of the copyright in a work or other subject-matter may

(a)
recover possession of all infringing copies of that work or other subject-matter, and of all plates used or intended to be used for the production of infringing copies, and

(b)
take proceedings for seizure of those copies or plates before judgment if, under the law of Canada or of the province in which those proceedings are taken, a person is entitled to take such proceedings,

as if those copies or plates were the property of the copyright owner"

- The next case shows the courts reluctance to use economic rights for a moral rights purpose

- It shows the SCC drawing a balance between economic and moral rights, and finding that the right claimed in Theberge fell on the moral rights side of the line and so was not included in economic rights - It also wasn’t included in the moral rights because there was no demonstrable prejudice to the honour or reputation of the artist by the canvas reproductions of his works
Theberge v. Galerie D'art Du Petit Champlain Inc. (2002 SCC)…No reproduction with different image

F:
- Artist assigned to two poster manufacturers the right to produce a limited number of posters, cards and other stationery products depicting the images of some of the artist's canvasses

- The terms of the assignment included a provision that the posters could be offered for sale without restriction as to use, and four art galleries purchased posters lawfully manufactured under the terms of the assignment from the artist

- The art galleries used a chemical process to lift the ink layer from the posters, leaving them blank, and applied the ink layer to canvasses which they offered for sale at a price less than the artist's original canvasses (ie: take a poster and make a canvass with Theberge's picture on it)

- Theberge, outraged at the cheap canvass imitations of his paintings, obtained a writ of seizure and arranged to have a bailiff seize the canvas-backed reproductions from the art galleries on grounds that the canvasses were infringing copies of the artist's works which the artist was entitled to recover under s. 38(1) of the Copyright Act
- During cross-examination the artist confirmed that his dispute with the art galleries was not a question of money…artist simply wished to stop the galleries from catering to a market for canvas-backed reproductions…artist was also unhappy that the reproductions did not have his name on

- Theberge got an order at Quebec Superior Court for seizure, didn't litigate, and then the art galleries moved to quash the seizure…now Theberge must show that his rights have been infringed

- Theberge can't find a s.3(1) right that was infringed, so he claims reproduction right in s.3(1)(a)

I:
- Had the artist’s economic (copyright) rights been infringed, is seizure allowed for breach of moral rights?  Is there reproduction of a work when a copy of a picture is physically posted onto a canvass?

J:
- No, only moral rights infringed, and s.38(1) doesn't allow seizure when moral rights breached


- Note: all 3 French judges dissented…common law judges agree no reproduction took place

A:
- Binnie J. notes the Copyright Act provides authors with economic and moral rights in their works

- The principal economic benefit to authors under the Copyright Act is the right to produce or reproduce a work or any substantial part thereof in any material form

- Although the artist assigned his economic rights to make poster reproductions of his canvasses, he retained the right to bring the action against the art galleries

- The present balance between the economic interest of the copyright holder and the proprietary interest of the purchasing public would be significantly altered to the public's detriment if the dissent's conclusion/Theberge's argument would be accepted (policy argument in favour)

- The moral rights extended to authors under the Act are the unassignable rights of integrity in their works and the right of authorship of their works

- The moral right of integrity is infringed only if the work is modified to the prejudice of the honour or reputation of the author
- Therefore, here the claim was really about moral rights than about the economic rights

- Artist had to demonstrate a statutory right that overrode the right of what the owners of authorized posters could otherwise do with their tangible property

- The economic rights of copyright must not be read so broadly that they cover the same grounds as moral rights, making the limitations on moral rights imposed by Parliament inoperative


- Breach of copyright requires copying, which means producing an additional copying

- In other words, the reproduction right of copyright is the right to multiply copies of a work
- Majority leans against a broad interpretation of "reproduce", so that reproduction doesn't extend to economic rights rather than leaving it where it properly belongs in moral rights

- Even if the new canvas substrate was considered to be a fixation, the original work lived on in the "re-fixated" poster

- There was no multiplication of copies of the work and the fixation done was not an infringement of copyright

- Parliament intended that the modification of a work without reproduction be dealt with under the provisions concerning moral rights rather than economic rights

- To allow an author who objected to modification of an authorized reproduction to rely on his or her economic rights would enable the author to sidestep the important requirement of prejudice to honour or reputation in order to establish infringement of the right of integrity

- Furthermore, a moral right of destination, the right to control to a considerable extent the use of authorized copies, would be introduced into Canadian law without any statutory basis

- Similarly, an expansive concept of a derivative work as set out in U.S. copyright legislation as a work recast, transformed or adapted would also be introduced into Canadian law without any statutory basis

- In US, anybody who transfers a work into a different form infringes copyright, even if they are not producing an additional form

- Binnie J. worries that this is not the role of the court…must leave that job to Parliament

- B: moral rights would be infringed if the art galleries left Theberge's name off of the copy

- B: distinction between common law judges for majority, which sees copyright as a monetary right, and the civil law Quebec judges in dissent, who are more concerned with integrity rights of the author

R:
- There is no reproduction, only a manipulation of an authorized copy, when an image is transferred from one medium to another, and if the author has a problem, they cannot assert a moral right in the guise of an economic right
- Note that Canada, unlike the USA, has no copyright law regarding derivatives


- Therefore, when a work is reproduced into additional copies, the only recourse an author has is either to prohibit any reproduction in the first place or argue that their moral rights have been infringed in the process of putting a poster on canvass that it's modifying that infringes his honour or reputation
______________________________________________________________________________________

V. NEIGHBOURING RIGHTS

1) INTRODUCTION
- Remember: even after addition of WPPT rights, neighbouring rights are a different package of rights than regular copyright…however, they're all labeled "copyright" so that the remedies in the Act can cover both regular copyright as well as neighbouring rights

- Neighbouring rights are important because they are :

a) Major source of revenue

- ie: basis where collective societies or Copyright Board can impose Tariffs


b) Confusing overlap


- Examples of overlap:

i) Composer/lyricist/joint authors
- Authors have right to control recording of a work by anybody

- Also have the right to control any reproduction/communication by telecommunication of the work at all




ii) Performer




- First people doing performance on the recording

- Once recording is made, they have no rights (but will change under WPPT/Bill C-61, which will include the right to control reproduction of the recording on the internet)

- Overlap, but each neighbouring right represents:

i) A right to give consent to what they have a copyright in, and 

ii) A right to be paid when they sell their right

- Four kinds of rights under the Copyright Act stem, not from the author's creation of a work, but from someone other than the author having put the work into a particular form

- Therefore, you get rights if you are not the author but have put the work into a particular material, live, or broadcast form


- Thus they are "neighbouring rights"…relate to manifestation of the work, not the work itself

- ie: people that record, give live performances, or broadcast will have copyright in addition to the original copyright owner of the work

______________________________________________________________________________________

2) COPYRIGHT IN A PERFORMER'S PERFORMANCE
- Performer's rights were introduced into the Copyright Act by the 1994 amendments implementing the WTO agreement…existing law based on the Rome Convention of 1961


- Policy: performers give value to the original work....ie: if song wasn't played on radio, it's worthless

- Meant to give performer right to control any recording of their live performance of pre-existing work

- s.2 defines what a "performer's performance is; s.15 defines how the Copyright Act protects it

- Covers unauthorized sound recordings of their performer's performance

- General idea is that a performer must authorize copying of a performance, but once they authorize it, the reach of their copyright protection ends

- Note Bill C-61 tried to extend performer's copyright rights and put Canada in compliance with WPPT

- Copyright attaches to a "performer's performance" as defined in s.2: (see earlier section on fixation, where works have to be fixed but performer's performances don't need to be fixed)


2
Definitions
- "performance" means any acoustic or visual representation of a work, performer’s performance, sound recording or communication signal, including a representation made by means of any mechanical instrument, radio receiving set or television receiving set;

- ie: perform a book by reading it aloud in public, perform a painting by displaying it in public, perform a song by showing a video of it in public

- All of these listed are the subject of copyright…they aren't reproductions but rather public displays of the work

- Any "mechanical instrument" includes putting the performance on TV, internet, ect…

- These are the original copyright in the work as such…next is the neighbouring right

- "performer’s performance" means any of the following when done by a performer:

(a)
a performance of an artistic work, dramatic work or musical work, whether or not the work was previously fixed in any material form, and whether or not the work’s term of copyright protection under this Act has expired,




- Thus covers performances of works that aren't actually fixed



- Also covers both Shakespeare and recent playrights, as doesn't matter if it's expired

(b)
a recitation or reading of a literary work, whether or not the work’s term of copyright protection under this Act has expired, or




- Includes readings at writing festivals, audiobooks, ect…

(c)
an improvisation of a dramatic work, musical work or literary work, whether or not the improvised work is based on a pre-existing work"




- ie: a law professor's ad-lib lecture is included, interpretive dance, ect…

- The content of the copyright in a "performer's performance", and thus the rights in a performer's performance (which, because it is done by the performer, must be done live) are defined by s.15(1):

15(1) Copyright in performer’s performance
- "Subject to subsection (2), a performer has a copyright in the performer’s performance, consisting of the sole right to do the following in relation to the performer’s performance or any substantial part thereof:

(a)
if it is not fixed,

(i)
to communicate it to the public by telecommunication,

- ie: give a live performance that isn't recorded but streams on internet means the performer must consent to it because it's communicating to public by telecom.

(ii)
to perform it in public, where it is communicated to the public by telecommunication otherwise than by communication signal, and

- s.2: "communication signal" means radio waves transmitted through space without any artificial guide, for reception by the public (ie: cable transmission)

- s.16: "Nothing in section 15 prevents the performer from entering into a contract governing the use of the performer’s performance for the purpose of broadcasting, fixation or retransmission"

- s.15(1)(a)(ii) aims to catch performances distributed electronically that wouldn't be caught otherwise in s.2.4 (communication to public by telecom.)

(iii)
to fix it in any material form,



- ie: bootleg videos of a concert infringes performer's performance copyright

(b)
if it is fixed,

(i)
to reproduce any fixation that was made without the performer’s authorization,
- ie: right to control any unauthorized/illegal fixation, such as seizing personal bootleg copies of performances

- Note that the illegal bootlegger has a copyright in their illegal original cinematographic work, so they can control reproductions of their bootleg (but performer has right over all unauthorized fixations)

- However, this doesn't include right to control further reproductions of authorized fixations (ie: network broadcasts of concerts…only right to stop further use is in contract, not copyright law)

(ii)
where the performer authorized a fixation, to reproduce any reproduction of that fixation, if the reproduction being reproduced was made for a purpose other than that for which the performer’s authorization was given, and

- ie: if a performer gives permission to a recording company to fix a performance, and they reproduce it for something other than which authorization was given (ie: use in a bad commercial), performer has a right to control it

- In other words, unauthorized reproductions of authorized productions

(iii)
where a fixation was permitted under Part III or VIII, to reproduce any reproduction of that fixation, if the reproduction being reproduced was made for a purpose other than one permitted under Part III or VIII, and



- B: ignore this one

(c)
to rent out a sound recording of it,

- New right that wasn't in Berne…intent was for both the performer and the maker to get royalties from the renting out of their recordings

- However, not much rental goes on involving sound recordings of performances

and to authorize any such acts"

- In sum, performer's rights under section 15:


a) If not fixed – s.15(1)(a) – Recordings of performances


- Right to control communication to public by telecommunication



- Right to perform in public by non-broadcast telecommunication (ie: cable)



- Right to fix in any material form


b) If fixed – s.15(1)(b) – Unauthorized reproductions


- Right to reproduce unauthorized fixation, or unauthorized uses of authorized fixation

- B: Bill C-61 would expand the legislative scheme surrounding performer's performance by eliminating the s.15(1)(b)(i) restriction and expanding the protective reach of performers by adding the sole right to:

a) Reproduce authorized sound recordings

- Performers would now have the right to control any reproduction an authorized sound recording fixing the performance

- Right now, only performer's control over what a recording company does with an authorized reproduction is bargaining in contract (unless it falls under s.15(1)(b)(ii))


b) Right to telecommunicate performance to individuals (public)

- Also would have added a further "making available" right where the performer has the sole right to perform to the public by telecommunication that allows the member of the public to individually access it at a time and place of their choosing (ie: internet downloading)


c) Distribution right of tangible copies
- Highly technical, but meant to permit the performer to control bootleg distribution of reproductions of their performances

- Why confine the performer's right to the reproduction of unauthorized fixations (s.15(1)(b)(i)) or reproductions of authorized fixations made for an improper use (s.15(1)(b)(ii))?

- A: once an authorized fixation is made, it is thought inappropriate to give the performer a veto over further (proper) reproduction of that fixation

- The further reproduction of the fixation depends on (aside, of course, from the owner of the fixation): 

a) The owner of the copyright in the works performed, and, 

b) If the fixation is a sound recording, the maker who has copyright in the sound recording

- The performer, unlike these parties, has no right to control further reproduction of the fixation, expect if some reproduction is made for a purpose other than the one for which the performer gave the original authorization (s.15(1)(b)(ii))

- Term of rights for a performer's performance:

23(1) Term of rights
- "Subject to this Act, the rights conferred by sections 15, 18 and 21 terminate fifty years after the end of the calendar year in which

(a)
in the case of a performer’s performance,

(i)
its first fixation in a sound recording, or

(ii)
its performance, if it is not fixed in a sound recording"

- Since the rights in a performer's performance are defined as a copyright, the general infringement provisions (s.27) and the various exceptions to infringement (ss.29-32.2) apply to them

- ss.67(1)(b), 68.1(1): pursuant to the performer's sole right to communicate an unfixed performance to the public by telecommunication, the Act provides for royalties to be paid on such communication of unfixed performer's performances to the collective society in question

______________________________________________________________________________________

3) COPYRIGHT IN SOUND RECORDINGS
- This is an old right, not in a work but in a particular manifestation of a work: a sound recording


- Person who holds the copyright in the sound recording is the maker of the recording

- Defined terms:


2
Defintions

- "sound recording" means a recording, fixed in any material form, consisting of sounds, whether or not of a performance of a work, but excludes any soundtrack of a cinematographic work where it accompanies the cinematographic work;

- "maker" means

(b)
in relation to a sound recording, the person by whom the arrangements necessary for the first fixation of the sounds are undertaken"

- The copyright in a recording of a work is created by section 18, but the rights of the maker of the sound recording is limited to 3 things:

18(1) Copyright in sound recordings

- "Subject to subsection (2), the maker of a sound recording has a copyright in the sound recording, consisting of the sole right to do the following in relation to the sound recording or any substantial part thereof:

(a)
to publish it for the first time,

(b)
to reproduce it in any material form, and

(c)
to rent it out,

and to authorize any such acts"

- s.23(1)(b): term of the copyright is 50 years after the first fixation of the recording

- B: Bill C-61 would give the maker of the sound recording a "making available" right in exactly the same terms as the equivalent right in a performer's performance


- Thus it would give them control over the making available of a sound recording for downloading


- Also would give distribution right to control tangible copies being sold in Canada for the first time


- Again, these are rights in the WPPT that Canada is looking to adopt to comply
______________________________________________________________________________________

4) PERFORMER AND MAKER'S RIGHT TO EQUITABLE REMUNERATION FOR PERFORMANCE IN PUBLIC OF A SOUND RECORDING
- Performer's performance copyright give performers a right to control who records their performance

- However, their copyright doesn't go beyond the right to control fixation


- Therefore, they don't have a right to get paid when broadcasters play their performance on the air


- Same for the maker…no copyright in the telecommunication of their recording to the public

- This isn't really a "neighbouring right"…just a way to get paid


- Means the Copyright Board has the right to approve tariffs for broadcasters that play musical works

- They are telecommunicating in public sound recordings, and therefore the performer's and maker's right to equitable remuneration are triggered whenever the song is played
- This right was added in 1997 to get more money…see section 19:

19(1) Right to remuneration
- "Where a sound recording has been published, the performer and maker are entitled, subject to section 20, to be paid equitable remuneration for its performance in public or its communication to the public by telecommunication, except for any retransmission"

19(2) Royalties
- "For the purpose of providing the remuneration mentioned in subsection (1), a person who performs a published sound recording in public or communicates it to the public by telecommunication is liable to pay royalties

(a)
in the case of a sound recording of a musical work, to the collective society authorized under Part VII to collect them (usually SOCAN); or

- ie: pay to collective society that represents the owners of the rights to the recording

(b)
in the case of a sound recording of a literary work or dramatic work, to either the maker of the sound recording or the performer" ((a) & (b) simply specify where the royalties go)

19(3) Division of royalties
- "The royalties, once paid pursuant to paragraph (2)(a) or (b), shall be divided so that

(a)
the performer or performers receive in aggregate fifty per cent; and

(b)
the maker or makers receive in aggregate fifty per cent"

- s.23(2): term for the right to equitable remuneration is 50 years from the end of the year of the first fixation of the sound recording

______________________________________________________________________________________

5) BROADCASTER'S COPYRIGHT IN A COMMUNICATION SIGNAL
- Also a neighbouring copyright in a work, like performer's performance and copyright in sound recordings


- B: we're not going to spend time on this…just know it exists
- This was also added in 1997, where a body that transmits signals solely by cable is not a broadcaster because a communication signal excludes a cable signal:


2
Defintions

- "broadcaster" means a body that, in the course of operating a broadcasting undertaking, broadcasts a communication signal in accordance with the law of the country in which the broadcasting undertaking is carried on, but excludes a body whose primary activity in relation to communication signals is their retransmission"

- "communication signal" means radio waves transmitted through space without any artificial guide, for reception by the public"

- Section 21 grants 4 rights to a broadcaster in their broadcast of a communication signal:

21
Copyright in communication signals
- "Subject to subsection (2), a broadcaster has a copyright in the communication signals that it broadcasts, consisting of the sole right to do the following in relation to the communication signal or any substantial part thereof:

(a)
to fix it,
(b)
to reproduce any fixation of it that was made without the broadcaster’s consent,

(c)
to authorize another broadcaster to retransmit it to the public simultaneously with its broadcast, and

(d)
in the case of a television communication signal, to perform it in a place open to the public on payment of an entrance fee,

and to authorize any act described in paragraph (a), (b) or (d)"

- s.23(1)(c): term of the broadcaster's copyright is 50 years from the end of the year in which the communication signal was broadcast

______________________________________________________________________________________

VI. OWNERSHIP AND ASSIGNMENT

1) GENERAL
- Process: figure out who is the first owner, then trace the chain of assignments


- Other than exclusive licences, they don't have to be in writing


- Also, in s.57(3), they must be registered to give security to assignee against subsequent assignees
- Copyright system tries to create something to give the creator (and others) an effective means of realizing the value of what they've created…thus it must be transferable or sold


- Apart from moral rights (which may be waived but not assigned), copyright can be assigned

- Assignment in s.13(4) is a permanent parting of what you have in copyright

- Section 13 of the Copyright Act contains basic rules of ownership and what it takes to assign copyright:

13(1) Ownership of copyright
- "Subject to this Act, the author of a work shall be the first owner of the copyright therein"


- This author may be a "deemed" author, as in the case of a photograph

13(2) Engraving, photograph or portrait

- "Where, in the case of an engraving, photograph or portrait, the plate or other original was ordered by some other person and was made for valuable consideration, and the consideration was paid, in pursuance of that order, in the absence of any agreement to the contrary, the person by whom the plate or other original was ordered shall be the first owner of the copyright"


- s.10(2): the "deemed" author of a photograph is the person who owned the initial negative

- However, here, first owner of copyright of a photograph is the person who ordered the plate and caused it to be made for valuable consideration

13(3) Work made in the course of employment

- "Where the author of a work was in the employment of some other person under a contract of service or apprenticeship and the work was made in the course of his employment by that person, the person by whom the author was employed shall, in the absence of any agreement to the contrary, be the first owner of the copyright, but where the work is an article or other contribution to a newspaper, magazine or similar periodical, there shall, in the absence of any agreement to the contrary, be deemed to be reserved to the author a right to restrain the publication of the work, otherwise than as part of a newspaper, magazine or similar periodical"


- This is taken from the 1913 Copyright Act
- Basically, if the author undertook the work while in the course of employment, the employer (in absence of any K to the contrary) is the first owner of the copyright

- In University of London, 
13(4) Assignments and licences
- "The owner of the copyright in any work may assign the right, either wholly or partially, and either generally or subject to limitations relating to territory, medium or sector of the market or other limitations relating to the scope of the assignment, and either for the whole term of the copyright or for any other part thereof, and may grant any interest in the right by licence, but no assignment or grant is valid unless it is in writing signed by the owner of the right in respect of which the assignment or grant is made, or by the owner’s duly authorized agent"


- Note that you may assign in whole or in part, and either generally or with limitations


- You may assign in different ways (ie: one person gets film, another script, ect…)

- May also grant copyright by licence by giving the assignee something that the sole copyright owner has the exclusive right to do

- However, licence grant must be in writing signed by owner of right (like Statute of Frauds)

- Remember Robertson case…Globe argued they had an implied licence, but SCC held that the idea of an exclusive oral licence was not a grant of an interest
13(5) Ownership in case of partial assignment

- "Where, under any partial assignment of copyright, the assignee becomes entitled to any right comprised in copyright, the assignee, with respect to the rights so assigned, and the assignor, with respect to the rights not assigned, shall be treated for the purposes of this Act as the owner of the copyright, and this Act has effect accordingly"

- Copyright may be assigned (ie: an assignment limited to the particular rights in s.3(1), or an assignment of rights limited to a portion of the term of the copyright)

13(7) Exclusive licence

- "For greater certainty, it is deemed always to have been the law that a grant of an exclusive licence in a copyright constitutes the grant of an interest in the copyright by licence"


- In Robertson, exclusive licence = grant of an interest in the copyright by licence

- Therefore, non-exclusive licences are not a grant of an interest, which is what the SCC held in Robertson, so Globe couldn't argue that they had an exclusive oral licence from the authors

- Therefore, only exclusive licences must be in writing to be valid (in connection with s.13(5))

- Requiring registration is not required by the Berne Convention

- However, it provides a certain public notice of who hold the copyright in a particular work

- On registration, see sections 53 and 57:

53(1) Register to be evidence

- "The Register of Copyrights is evidence of the particulars entered in it, and a copy of an entry in the Register is evidence of the particulars of the entry if it is certified by the Commissioner of Patents, the Registrar of Copyrights or an officer, clerk or employee of the Copyright Office as a true copy"

53(2) Owner of copyright

- "A certificate of registration of copyright is evidence that the copyright subsists and that the person registered is the owner of the copyright"'

- Therefore, registration raises a presumption that copyright subsists in the registered work and that the person registered is the owner

- However, in 1997, Parliament put in virtually the same presumption without registration:

34.1(1) Presumptions respecting copyright and ownership

- "In any proceedings for infringement of copyright in which the defendant puts in issue either the existence of the copyright or the title of the plaintiff thereto,

(a)
copyright shall be presumed, unless the contrary is proved, to subsist in the work, performer’s performance, sound recording or communication signal, as the case may be; and

(b)
the author, performer, maker or broadcaster, as the case may be, shall, unless the contrary is proved, be presumed to be the owner of the copyright"

- While registration isn't vital for presumptions of ownership, registration is vital for assignments:

57(3) When assignment or licence is void

- "Any assignment of copyright, or any licence granting an interest in a copyright, shall be adjudged void against any subsequent assignee or licensee for valuable consideration without actual notice, unless the prior assignment or licence is registered in the manner prescribed by this Act before the registering of the instrument under which the subsequent assignee or licensee claims"

- In sum, in s.57(3) Parliament created a registry requirement similar to what is used in personal property security, where an unregistered assignment loses as against a subsequent registered assignment
- ie: if you don't register, you risk that the assignor would re-assign the copyright, and the old assignee would lose out to the new registered assignee

- Therefore, as a practical manner, registration for assignments is compulsory, which means that an assignee must register the copyright

- Registration is deemed notice to the whole world that assignee is the owner of copyright

- B: not like a land title system where registration is a guarantee of validity…a defendant being sued for infringement by assignee can argue that the assignor never held valid copyright

- The next case highlights the issues as to the first ownership of copyright when a work is produced by somebody who is being hired by somebody else…two questions that must be answered:

a) Was the author an employee (contract of service) as distinct from an independent contractor (contract for services)?

b) If the author was an employee, was the work produced in the course of that person's employment?

University of London Free Press v. University Tutorial Press (1916 UK Ch. Div.)…No contract of service

F:
- University of London hired several old profs to create math exam scripts and published old exams


- Tutorial Press got copies of exam papers from students, not the publication, and published them too

- University now sues Tutorial Press for copyright infringement in respect of two exam papers produced by two freelance mathematicians hired to produce the exams

- University claims profs were employees and they held copyright; Tutorial Press claims they weren't

I:
- Was copyright in the papers owned by P, as an assignee of the university, or by the individual examiners who had prepared them?  Were the profs employees or independent contractors?

J:
- For individuals, only equitable assignee

A:
- Author is the first owner of copyright, subject to exceptions in the Copyright Act



​- Every assignment must be in writing, signed by the owner or his agent


- Court holds that examiners weren't under University service or under a K


- No single test, but often a control test: is the individual integrated in business operations?
- University issued instruction to examiners for the conduct of the exam, but the instructions were only regulations framed with a view to securing accuracy in the marking system

- Profs were employed with other educational establishments, and was never suggested that other examiners were University staff…just provided a special service

- University then argued that copyright in the papers vested in them because the profs were employed on terms that the copyright should belong to the University…ie: equitable assignees

- However, examiner was first owner, and didn't assign the copyright in writing signed by him or his agent…therefore copyright remains with them subject to employment conditions

- University got equitable assignment, who then assigned to P who were also equitable assignees

R:
- Copyright assignees must have valid assignment in writing signed by the owner of the right in respect of which the assignment is made in order to sue for copyright infringement

- B: science academic that writes a profitable software program requires two Q's:
a) Is the academic an employee?


b) Was the work created in the course of employment? (ie: done on-campus, during work hours, ect…)
______________________________________________________________________________________

2) TERM AND REGISTRATION
- s.6 contains the basic term of copyright in a work

- ie: author's life + 50 years 

- Exception for corporations that own a photograph (check provision)

- However, there are several special rules that apply to particular types of work, including:


a) Works of Joint Authorship
9(1) Cases of joint authorship
- "In the case of a work of joint authorship, except as provided in section 6.2, copyright shall subsist during the life of the author who dies last, for the remainder of the calendar year of that author’s death, and for a period of fifty years"

- Basically, end of year of death of last surviving author + 50 years


b) Anonymous and Pseudonymous Works
6.1
Anonymous and pseudonymous works

- "Except as provided in section 6.2, where the identity of the author of a work is unknown, copyright in the work shall subsist for whichever of the following terms ends earlier:

(a)
a term consisting of the remainder of the calendar year of the first publication of the work and a period of fifty years following the end of that calendar year, and

(b)
a term consisting of the remainder of the calendar year of the making of the work and a period of seventy-five years following the end of that calendar year,

but where, during that term, the author’s identity becomes commonly known, the term provided in section 6 applies"

- Basically, end of year of first publication + 50 years, or, if earlier, end of year of making + 75 years (because there is no author to die)


c) Works (except artistic works other than engravings) First Published Posthumously



7(1) Term of copyright in posthumous works

- "Subject to subsection (2), in the case of a literary, dramatic or musical work, or an engraving, in which copyright subsists at the date of the death of the author or, in the case of a work of joint authorship, at or immediately before the date of the death of the author who dies last, but which has not been published or, in the case of a lecture or a dramatic or musical work, been performed in public or communicated to the public by telecommunication, before that date, copyright shall subsist until publication, or performance in public or communication to the public by telecommunication, whichever may first happen, for the remainder of the calendar year of the publication or of the performance in public or communication to the public by telecommunication, as the case may be, and for a period of fifty years following the end of that calendar year"

- Basically, end of year of first publication + 50 years

- Note: Bill C-32 amendments to s.7 would phase out this rule


d) Photographs


10(1) Term of copyright in photographs
- "Where the owner referred to in subsection (2) is a corporation, the term for which copyright subsists in a photograph shall be the remainder of the year of the making of the initial negative or plate from which the photograph was derived or, if there is no negative or plate, of the initial photograph, plus a period of fifty years"

- Basically, end of year of making of the initial plate + 50 years


e) Sound Recordings and other Neighbouring Rights



23(1) Term of rights

- "Subject to this Act, the rights conferred by sections 15, 18 and 21 terminate fifty years after the end of the calendar year in which

(a)
in the case of a performer’s performance,

(i)
its first fixation in a sound recording, or

(ii)
its performance, if it is not fixed in a sound recording, occurred;

(b)
in the case of a sound recording, the first fixation occurred; or

(c)
in the case of a communication signal, it was broadcast"




- Basically, these are the terms for neighbouring rights


f) Cinematographic Works Without a Dramatic Character

11.1
Cinematographic works
- "Except for cinematographic works in which the arrangement or acting form or the combination of incidents represented give the work a dramatic character, copyright in a cinematographic work or a compilation of cinematographic works shall subsist

(a)
for the remainder of the calendar year of the first publication of the cinematographic work or of the compilation, and for a period of fifty years following the end of that calendar year"




- Basically, end of year of first publication + 50 years


g) Any Work Subject To Crown Copyright



12
Where copyright belongs to Her Majesty

- "Without prejudice to any rights or privileges of the Crown, where any work is, or has been, prepared or published by or under the direction or control of Her Majesty or any government department, the copyright in the work shall, subject to any agreement with the author, belong to Her Majesty and in that case shall continue for the remainder of the calendar year of the first publication of the work and for a period of fifty years following the end of that calendar year"

- Basically, end of year of first publication + 50 years


h) Performer's Performance

23(1) Term of Rights

- "Subject to this Act, the rights conferred by sections 15, 18 and 21 terminate fifty years after the end of the calendar year in which

(a)
in the case of a performer’s performance,

(i)
its first fixation in a sound recording, or

(ii)
its performance, if it is not fixed in a sound recording"

- Basically, 50 years after the end of the year of performance if the performance is unfixed, and 50 years after the date of first fixation if it is fixed


i) Broadcaster's Copyright in a Communication Signal

23(1) Term of rights
- "Subject to this Act, the rights conferred by sections 15, 18 and 21 terminate fifty years after the end of the calendar year in which

(c)
in the case of a communication signal, it was broadcast"




- Basically, 50 years from the end of the year in which the signal is broadcast

- Note: we only talked about s.6 and s.23(1) in class

______________________________________________________________________________________

VII. INFRINGEMENT

1) GENERALLY

- The forms of infringement are defined by the forms of rights that are included in copyright by:


- s.3(1) – copyright in a work


- s.15(1) – copyright in a performer's performance


- s.18(1) – copyright in a sound recording


- s.21(1) – copyright in a communication signal

- Basically, s.27(1) makes a person liable for infringement generally, s.27(2) makes a secondary copier liable for knowing or should have known, and s.42(1) gives criminal liability for knowing

- Under the Copyright Act, copyright is the sole right to produce or reproduce a literary, dramatic, musical or artistic work or any substantial part of it in any form whatever, and includes the sole right to do (list of rights); copyright is vested first in the author of the work, and infringement is deemed when any person without consent of the owner of the  copyright does anything that only the owner has the right to do (ss. 3(1), and (2), 13(1), and 27(1):

13(1) Ownership of copyright
- "Subject to this Act, the author of a work shall be the first owner of the copyright therein"

27(1) Infringement generally
- "It is an infringement of copyright for any person to do, without the consent of the owner of the copyright, anything that by this Act only the owner of the copyright has the right to do"


- This section is about violating the monopoly of the copyright owner


- Next section regards various things done when infringing copies

27(2) Secondary infringement

- "It is an infringement of copyright for any person to

(a)
sell or rent out,

(b)
distribute to such an extent as to affect prejudicially the owner of the copyright,

(c)
by way of trade distribute, expose or offer for sale or rental, or exhibit in public,

(d)
possess for the purpose of doing anything referred to in paragraphs (a) to (c), or

(e)
import into Canada for the purpose of doing anything referred to in paragraphs (a) to (c),

a copy of a work, sound recording or fixation of a performer’s performance or of a communication signal that the person knows or should have known infringes copyright or would infringe copyright if it had been made in Canada by the person who made it"


- Person must "know or should have known" it would infringe copyright to trigger s.27(2)

- Additionally, adds element that a person is liable if person's action "would infringe copyright if it had been made in Canada by the person who made it"

- ie: you buy a DVD in China that's legal there but would be illegal in Canada…you must not sell/rent it out, distribute it, show it in public, or possess/import it into Canada for these things


- Aim of this section is to stop people copying infringing copies

- These infringing actions have criminal sanctions in s.42, which can catch secondary infringers when they "knowingly" do this which would mean both civil and criminal liability for offenders:

42(1) Offences and punishment

- "Every person who knowingly

(a)
makes for sale or rental an infringing copy of a work or other subject-matter in which copyright subsists,

(b)
sells or rents out, or by way of trade exposes or offers for sale or rental, an infringing copy of a work or other subject-matter in which copyright subsists,

(c)
distributes infringing copies of a work or other subject-matter in which copyright subsists, either for the purpose of trade or to such an extent as to affect prejudicially the owner of the copyright,

(d)
by way of trade exhibits in public an infringing copy of a work or other subject-matter in which copyright subsists, or

(e)
imports for sale or rental into Canada any infringing copy of a work or other subject-matter in which copyright subsists

is guilty of an offence and liable

(f)
on summary conviction, to a fine not exceeding twenty-five thousand dollars or to imprisonment for a term not exceeding six months or to both, or

(g)
on conviction on indictment, to a fine not exceeding one million dollars or to imprisonment for a term not exceeding five years or to both"

- However, since criminal penalties require proof BARD that the person was knowingly infringing copyright, it's not easy to get a conviction

- There is a special rule about infringement by way of parallel importation of books where the Canadian copyright owner has not consented to the importation:

27.1(1) Importation of books

- "Subject to any regulations made under subsection (6), it is an infringement of copyright in a book for any person to import the book where

(a)
copies of the book were made with the consent of the owner of the copyright in the book in the country where the copies were made, but were imported without the consent of the owner of the copyright in the book in Canada; and

(b)
the person knows or should have known that the book would infringe copyright if it was made in Canada by the importer" (the test for infringement)

45(1) Exceptions
- "Notwithstanding anything in this Act, it is lawful for a person

(e)
to import copies, made with the consent of the owner of the copyright in the country where they were made, of any used books, except textbooks of a scientific, technical or scholarly nature for use within an educational institution in a course of instruction"

- There is a long list of mostly narrow exceptions to infringement, including:


- Ss. 29-32.2—exceptions to infringement


- Ss. 34(1)—civil remedies; 35—damages & profits; 37—Federal Court jurisdiction


- S. 34.1—presumption that copyright subsists and that the author, etc., is owner of it


- S. 35—damages and account of profits


- S. 37—concurrent jurisdiction of Federal Court


- S. 38—right to recover possession of infringing copies


- S. 38.1—statutory damages


- Ss. 39—injunction only remedy when defendant unaware of copyright; 40—no injunction once construction of building has been commenced


- S. 41—3-year limitation


- Ss. 42-43—criminal remedies when work is exploited for commercial purposes

- Too many damn sections to list here…just check course materials 1-210 to 1-212…

______________________________________________________________________________________

2) LITERARY WORKS

- Section 3 gives the general infringement rights that are the sole right of the copyright owner:

3(1) Copyright in works

- "For the purposes of this Act, “copyright”, in relation to a work, means the sole right to produce or reproduce the work or any substantial part thereof in any material form whatever, to perform the work or any substantial part thereof in public or, if the work is unpublished, to publish the work or any substantial part thereof, and includes the sole right

(a)
to produce, reproduce, perform or publish any translation of the work,



- The "translation" right

(c)
in the case of a novel or other non-dramatic work, or of an artistic work, to convert it into a dramatic work, by way of performance in public or otherwise,



- The "dramatization" right

(d)
in the case of a literary, dramatic or musical work, to make any sound recording, cinematograph film or other contrivance by means of which the work may be mechanically reproduced or performed,



- The "recording" right

(e)
in the case of any literary, dramatic, musical or artistic work, to reproduce, adapt and publicly present the work as a cinematographic work,



- The "film" right

(f)
in the case of any literary, dramatic, musical or artistic work, to communicate the work to the public by telecommunication,



- The "telecommunication" right

(h)
in the case of a computer program that can be reproduced in the ordinary course of its use, other than by a reproduction during its execution in conjunction with a machine, device or computer, to rent out the computer program, and



- The "computer program rental right" (see also ss.3(2) and s.3(3))

and to authorize any such acts"

- In the next case, in the third argument, the plaintiff tried and failed to rely on s.34.1, arguing that there was a presumption that copyright subsisted in his work:

34.1(1) Presumptions respecting copyright and ownership

- "In any proceedings for infringement of copyright in which the defendant puts in issue either the existence of the copyright or the title of the plaintiff thereto,

(a)
copyright shall be presumed, unless the contrary is proved, to subsist in the work, performer’s performance, sound recording or communication signal, as the case may be; and

(b)
the author, performer, maker or broadcaster, as the case may be, shall, unless the contrary is proved, be presumed to be the owner of the copyright"

- The next case is a classic example of a work becoming immensely popular and an individual coming out of the woodwork to claim that it was based on their original idea…

- It is also an example (like Nichols and Baigent, about The DaVinci Code) of the problems in proving infringement by somebody who both denies having copied, and clearly did not copy literally but only (at most) copied elements of the original…

Preston v. 20th Century Fox Canada Ltd. (1990 Fed. Ct. Trial. Div)…Difficult to prove infringement

F:
- Preston, a Canadian writer, took action for infringement of copyright in his literary work (a script called "Space Pets") and the Ewoks in the work…basically, they're suing George Lucas and Lucasfilm

- P alleged D's copied Return of the Jedi the TV series Ewok Adventure and in various other mediums

- Now they want a declaration of copyright infringement in his literary work "Space Pets", an injunction, general damages of a million dollars, accounting for profits and interest

- P claimed that he delivered notes to a friend, David Hurry, to produce a script, which included among its characters two small furry animal species with primitive human characteristics, Olaks and Ewoks, who live on a previously unexplored planet in space…they then sent the script to George Lucas

- However, no reply or acknowledgement was received from Lucas and the script was not returned

- Lucas was currently making The Empire Strikes Back, and claimed Lucasfilm had a policy and practice to return all unsolicited scripts or materials, other than mail that was deemed to be fan mail, and to isolate Lucas from reception of all incoming mail…claimed that there is no record of the script "Space Pets" having been received from Hurry

- Basically, D's denied copying or using any work of P or that Preston was the author of the script

- Preston didn't claim that there had been a copying of the plot or dialogue of the script in the film 

I:
- Did George Lucas copy the Ewok character or other significant features from the script "Space Pets"?


- Can copyright exist in the name "Ewok" and the description of the character as depicted in the script?


- Was Preston author of the script "Space Pets" so he could claim copyright in it as an artistic work?

J:
- No, for George, the action is dismissed…Lucasfilm didn't infringe P's copyright interest

A:
- Evidence of access by Lucas to the script "Space Pets" is not direct, but at best is circumstantial

- Therefore, Preston will have a problem showing not only whether or not Lucas actually saw the original script, but also that there was a substantial similarity between the two

- However, access may be inferred where the work complained of as copying is found to contain substantial similarity with a copyright work
- No suggestion here that D's simply reproduced by film the script "Space Pets"

- Rather, the claim is that without consent of P they incorporated a substantial part of the script in Return of the Jedi…thus the consideration of similarities between the script and the film

- Here, there's no substantial similarity between the script "Space Pets" and the film Return of the Jedi 

- Name creation process by Preston and Lucas, as well as the concept of the Ewok developed for, and ultimately playing a part in the film, arose from the team efforts of Lucas and his creative staff with little specific artistic direction in advance by Lucas

- Instead, many of the detailed similarities can be traced to the common store of folklore about primitive species with human characteristics upon which Lucas was as free to draw as were Preston and Hurry


- Drawing upon a common store of information does not in itself answer an infringement claim



- It's the expression of ideas, not the ideas themselves, that is the subject of copyright

- Can draw upon common stock of ideas…just not copy the expression in literary or dramatic form of another author
- Same problem as Nichols…proving general similarity and proving substantial copying of what's original to a screenplay are two different things 

- The test in determining whether there is a substantiality between works is ultimately whether the average lay observer, at least one for whom the work is intended, would recognize the alleged copy as having been appropriated from the copyrighted work
- Substantial similarity is not to be measured only by the quantity of matter reproduced from a copyrighted work, though that may be a significant factor

- Similarity is claimed in relation to setting or scenes involving a net trap of vines, the forest habitat and houses of the Ewoks, but those scenes in themselves are not subject to copyright or protected by it

- They are standard aspects of productions concerning primitive species or primitive humans drawn from a common pool of folklore

- While this would be sufficient to dispose of any claim that D's infringed any right of P's under s.3(1)(d), further consideration must be given to the question of whether the Ewok character, as developed in "Space Pets", is subject to copyright andt eh author's right to produce or reproduce the character is protected under ss.3(1)(d) or (e), and if so whether that character was substantially reproduced in Return of the Jedi

- While no copying in dialog or plot, the most one could say is that the name and general features were copied, which the Federal Court held couldn't amount to real copying

- While generally there cannot be copyright in a mere name, where the name identifies a well-known character, copyright may be recognized in the name and the associated character

- In this case, characteristics set out in the script do not delineate the character of the Ewok sufficiently original to Preston to warrant recognition as a character subject to copyright

- It cannot be said that the Ewok character as developed in the script is widely known by reason of the script in which the plaintiff claims copyright

- Therefore, the character of the Ewok as developed in the script "Space Pets" is not itself subject to copyright

- After this argument, analysis focuses to whether Preston was the author of the script
- Here, sure, the characters were similar, but the plot and everything else was different


- Like Nichols, proves that it's difficult to prove infringement when there is no substantial copying

R:
- In order to successful sue for copyright infringement, a plaintiff must not only prove there was copying, but that the infringer specifically copied the plaintiff's independent creation

______________________________________________________________________________________

3) DRAMATIC WORKS

- Again, see the s.3 for the "reproduction and performance rights" (general), "translation right" (a), "novelization right" (b), "recording right" (d), "film right" (e), and telecommunication right" (f)

- The next case illustrates secondary infringement, which can impose liability for the use of copies that were perfectly legal copies when and where they were made, but infringe Canadian copyright…
Roy Export Co. Establishment v. Gauthier (1973 Fed. Ct. Trial Div.)...Successful sue secondary infringer

F:
- P is the owner of the original cinematographic works entitled "Pay Day" and "The Gold Rush" written, directed and produced by Charlie Chaplin by virtue of registration in name of Roy


- Copyright subsists in Canada for the life of Chaplin plus 50 years…Roy's still living, so P alleges he has the sole and exclusive right to possess, distribute, and lease in Canada prints of the two films

- Gauthier purchased prints of such works from a US vendor and leased them to various organizations

- D had no knowledge of the subsistence of copyright in the works at the time of purchase and first distribution of the films but he continued to lease the works in Canada without consent of the author after notice of copyright from the solicitors for P

- P wants D to stop based on secondary infringement provisions…he was renting out the film and he knew or ought to have known he was renting out an infringing copy in Canada under s.27(2)(a)

- No doubt of the good faith of D…he is a film collector of old 16 mm. films (as opposed to 35 mm. films which are used in commercial theatres) and rents the films to churches, schools, hospitals, ect…

- However, following receipt of P's counsel's letter, he could no longer claim ignorance that it was contended that his use constituted an infringement of P's copyright in Canada

I:
- Was copyright infringed after Gauthier received the letter of notice?

J:
- Yes, for P, P's Canadian copyright in the two films have been infringed by the defendant.

A:
- "Pay Day" was made in 1922, a date before the coming into force of the present Copyright Act which was enacted in 1921 and came into force in 1924

- The applicability of the present Act to such work would appear to depend on circumstances such as citizenship of the author and place of first publication of the work

- In the present case, the film encompassed a dramatic work

- The copyright in that dramatic work in the form of a cinematographic work endured for a term of the life of the author and 50 years after his death

- One of the rights of the copyright owner in the dramatic work is the sole right to publicly perform the work…this right is defined in s. 3(1) of the Copyright Act
- In this case the defendant authorized the public performance of the work and infringed that right 

- P is entitled to an injunction restraining further infringement of the copyright in cinematographic works and distribution, leasing, offering to distribute or lease prints of such works

- P is also entitled to an accounting of profits in the amount of $200, and delivery up of all copies of the works owned or controlled by or in the possession of the defendant (s.38(1))


- He was infringing, was renting it out with knowledge, and this was enough for civil liability
R:
- Demonstrates that simply because an individual purchases and imports legal copies can be caught by secondary provisions under the Copyright Act because the registered owner of the Canadian copyright can pursue an infringement action under s.27(1)
- In Roy, the court granted an injunction against any further renting out of the movies, an accounting of profits to the plaintiff (even though they were minimal), and an order to recover the infringing copies

- Remedies are located in s.34 and s.35 of the Act:

34(1) Copyright
- "Where copyright has been infringed, the owner of the copyright is, subject to this Act, entitled to all remedies by way of injunction, damages, accounts, delivery up and otherwise that are or may be conferred by law for the infringement of a right"

35(1) Liability for infringement

- "Where a person infringes copyright, the person is liable to pay such damages to the owner of the copyright as the owner has suffered due to the infringement and, in addition to those damages, such part of the profits that the infringer has made from the infringement and that were not taken into account in calculating the damages as the court considers just"

- In sum, a complainant can claim damages if they can prove them (ie: market sale, loss of sales), which Roy proves might be difficult

- In addition, s.38.1 allows for statutory damages for all infringements involved in the proceedings in respect of one work or subject matter:

38.1
Statutory damages

- "Subject to this section, a copyright owner may elect, at any time before final judgment is rendered, to recover, instead of damages and profits referred to in subsection 35(1), an award of statutory damages for all infringements involved in the proceedings, with respect to any one work or other subject-matter, for which any one infringer is liable individually, or for which any two or more infringers are liable jointly and severally, in a sum of not less than $500 or more than $20,000 as the court considers just"




- This allows the court to fix an arbitrary amount between $500 and $25,000

- If a claimant will have a tough time proving damages or account of profits (or if it won't amount to anything), this can be an alternative to the regular assessment of damages

- However, in most cases a claimant really wants an injunction…where injunctions may be only remedy:

39(1) Injunction only remedy when defendant not aware of copyright
- "Subject to subsection (2), in any proceedings for infringement of copyright, the plaintiff is not entitled to any remedy other than an injunction in respect of the infringement if the defendant proves that, at the date of the infringement, the defendant was not aware and had no reasonable ground for suspecting that copyright subsisted in the work or other subject-matter in question"

39(2) Exception where copyright registered

- "Subsection (1) does not apply if, at the date of the infringement, the copyright was duly registered under this Act"

______________________________________________________________________________________

4) MUSICAL WORKS

- Same s.3(1) rights, but see the exception in s.32.2(1)(b):

32.2(1) Permitted acts

- "It is not an infringement of copyright

(b)
for any person to reproduce, in a painting, drawing, engraving, photograph or cinematographic work

(i)
an architectural work, provided the copy is not in the nature of an architectural drawing or plan, or

(ii)
a sculpture or work of artistic craftsmanship or a cast or model of a sculpture or work of artistic craftsmanship, that is permanently situated in a public place or building"

- The next case is an action for copyright infringement and passing off where the plaintiff claimed a government slogan substantially reproduced a part of her musical work…

- Note: this is a good case for analytical approach quotes

Shewan v. Canada (Attorney General) (1999 Ont. SC)…Not substantial copying of words in musical work

F:
-. Shewan was a folk singer who lived in the Yukon…in 1978 she wrote a song entitled "Yukon Magic and Mystery"…first two lines were "Yukon, will you set us free/With your Magic and your Mystery"

- The song was recorded and though it had no commercial release, it was played on CBC radio in the Yukon occasionally until 1985…Shewan also performed song live at various festivals from 1978-1980 - She stopped touring in 1983 and neither toured nor performed since that time…unfulfilled potential

 - There was no reference to the song in any of Shewan's promotional material, resumes, or newspaper articles about her career, and the song was not included in rough notes prepared for a list of songs to be included on a proposed album that was never recorded…moved to Ontario in 1984

- In 1987, the Department of Tourism of the Yukon began to use the slogan Yukon the Magic and the Mystery, which had been developed for the Yukon Pavillion during Expo 86

- Shewan, while conceding the Yukon slogan isn't a song or a performance and does not compose lyrics, or even a direct quote from her song, asserted that it would have been impossible for anyone in the Yukon to develop that slogan independently…claimed it "piggybacks" essential elements

- She claimed that the words of the slogan and the words of her song were indistinguishable, and that everyone in the Yukon would assume that she had endorsed or was somehow connected to the slogan

I:
- Is there substantial reproduction of the song in the slogan?  Was the slogan, which didn't contain music or lyrics from P's song, really copied from P?  Did P's song attain such prominence and was P so well known that any usage of the words magic and mystery would be undoubtedly linked to P?

- Could "Yukon the Magic and Mystery" be created independently?

J:
- No, for Canada, P wasn't prominent in the community and as a consequence there would not be a connection in the mind of the public between Shewan's song and P herself

A:
- s.3(1) gives the owner the sole right to produce or reproduce the work or any substantial part in any material form; s.5(1) gives copyright in every LDMA work



- Here, P's primary submission is that her musical copyright in her work (ie: song) was infringed

- After giving a plain and ordinary meaning to s.2 definition of "musical work", copyright infringement of a musical work required copying of melody or harmony (ie: creating sheet music)

- Here, the slogan was not accompanied by any melody or harmony

- Therefore, slogan wasn't within the s.2 definition of a musical work…therefore no infringement


- Copyright again does not protect the idea itself, only the expression of ideas



- P asserted she was the only person to have linked together "Magic and Mystery" with the Yukon



- Judge didn't rule out substantial copying of words wouldn't constitute copyright infringement



- However, here, the words "Magic and Mystery" are an idea, not expression in a fixed form


- "Magic and Mystery" aren't original words (think the Beatles "Magical Mystery Tour" album)
- While the song is copyrightable, the government didn't copy the lyrics, they just copied the concept that was previously articulated in her song


- P also claimed that the slogan presented a reproduction of a substantial part of her song

- However, just a few words from the song without musical accompaniment can't constitute a substantial part of the song in question

- With respect to passing off, Shewan failed to prove that she had a sufficient reputation in the community to establish a connection between her song and the slogan used by the government

- At the time the slogan was first used, her song was no longer being played on the radio

- Her heyday was around 1980…the slogan was used for Expo 86, when she was forgotten

- As such, the potential confusion in the minds of the public never exceeded the threshold of speculation, conjecture or argument

- B: A few people listening to an obscure song on Yukon North Radio doesn't make you famous
R:
- Copying a portion of a non-musical reproduction of a few words in a song does not constitute expression for the purpose of copyright infringement
______________________________________________________________________________________

5) ARTISTIC WORKS

- These include paintings, photographs, buildings, architectural designs, ect…and through pictures, drawings, posters, ect…there's a lot of ways to reproduce an artistic work

- Note that a right attaches particularly to artistic works, as well as an exception for infringement:

3(1)
Copyright in works

- "For the purposes of this Act, “copyright”, in relation to a work, means the sole right to produce or reproduce the work or any substantial part thereof in any material form whatever, to perform the work or any substantial part thereof in public or, if the work is unpublished, to publish the work or any substantial part thereof, and includes the sole right

(g)
to present at a public exhibition, for a purpose other than sale or hire, an artistic work created after June 7, 1988, other than a map, chart or plan"

32.2(1) Permitted acts
- "It is not an infringement of copyright

(b)
for any person to reproduce, in a painting, drawing, engraving, photograph or cinematographic work

(i)
an architectural work, provided the copy is not in the nature of an architectural drawing or plan, or



- Can't film the blueprints…must film the building

(ii)
a sculpture or work of artistic craftsmanship or a cast or model of a sculpture or work of artistic craftsmanship that is permanently situated in public place or building"

- This is so that a person who takes a picture of a building/sculpture doesn't get caught by the Act



- However, the exception is limited…so if you take a picture of something else, might be liable

- Moral rights are particularly important in connection with artistic works:

28.2(2) Where prejudice deemed

- "In the case of a painting, sculpture or engraving, the prejudice referred to in subsection (1) shall be deemed to have occurred as a result of any distortion, mutilation or other modification of work"


- For other works, the distortion, mutilation, or modification must be shown to be prejudicial


- However, remember that it is the author, not the copyright owner, who has the moral rights


- Therefore, a copyright owner who is not the author can't do anything they like with the work

- The next case deals with copying building plans…


- Note that taking the design was infringement even if the infringer did a lot to develop the design


- ie: Obama "Hope" poster based on the AP photograph

- Also note that the judge came up with the damage award by estimating what Kaffka would have asked as a fee for the use of his design, and adding on amounts to reflect other aspects of the wrong done to him
Kaffka v. Mountain Side Developments Ltd. (1982 BCSC)…Substantial copying of work = infringement

F:
- P, an architect, prepared general schematic plans to get municipal approval for the construction of 2 duplex residences on two adjoining lots which his father owned

- However, rather than build the duplexes, P's father sold the lots to a corporate defendant (led by Poltermann) after the plans were drawn up and, as a speculative builder, built the two duplex buildings

- The plaintiff (ie: the son) sought relief for copyright infringement in that the plans for the buildings were substantially copied by the individual defendant and an employee of the corporate defendant from his plans which constituted an architectural work of art under the Copyright Act
- It was common ground that the plaintiff's plans were not of a kind to be suitable as building plans

- However, the case for P is that his general plans were used as the basis of the more specific building plans and that both the building and the working plans breach the plaintiff's copyright

I:
- Did the buildings substantially copy from P's building designs, which were an artistic work?

J:
- Yes, for P, D liable for damages for breach of copyright for $6,500

A:
- D first makes a defence that P's general designs weren't original

- However, the plans prepared by P had sufficient originality and are entitled to be protected


- Next, D argues as a defence that it acquired the plans and a licence to use them when they purchased

- However, the father of the plaintiff who sold the property to the defendant was not the owner of the copyright in the plans and a licence could not arise from the purchase of the property

- Next, D argues that if there was any breach of copyright, it was by the draughtsman as an independent designer and not the defendant speculative building company

- However, the draughtsman was not an independent contractor but rather an employee of the defendant when the plans were copied

- Akerman, the draughtsman, was a director and worked closely with the principal of the company, Poltermann, at all stages of the project from negotiations of the sale to issuance of the permit

- Finally, P claims comparing plans revealed "incredible similarity" "that could hardly be accidental"

- The plans of P were used by the draughtsman, who prepared the plans for D, as a basis for his working plan…this similarity in the plans was not accidental
- Therefore, the plaintiff's plans were, in substance, copied
-  “Damages for breach of copyright are at large and may be dealt with broadly and as a matter of common sense, without professing to be minutely accurate”
- In some cases, it has been held that the damages should not exceed the amount which the owner of the copyright would have charged for a licence

- Here, the evidence establishes no definite amount that would have been charged.
- Taking all the uncertainties and contingencies into account so far as possible, the court estimates the amount which would have been settled upon for the use of the schematics at about $2,500 with the defendant agreeing to give public credit to the plaintiff as designer…plus exemplary damages
- P was also entitled to damages for use of the schematics, damages to reputation and exemplary damages (because of the flagrant disregard of the plaintiff's rights) fixed in the amount of $6,500

- Damages for conversion must be nominal or there would be duplication…damages are fixed at $100 under this head (note: Conversion damages have been repealed)
- Case not one for an account of profits under s. 20 of the Copyright Act, because the D made no profit



- No account of profits would be helpful for P because the real estate market was depressed
R:
- An artistic work will be infringed where there is a substantial copying of the plaintiff's work
- A current case relevant to artistic work infringement (photograph ( poster) is the Obama Poster Case

- Shepard Fairey, the Los Angeles-based artist behind the posters, used a photograph taken by an Associated Press freelancer as the inspiration for his image

- Last week, the AP accused Fairey of using the photo without permission…under threat of a lawsuit, they wanted an undisclosed payment and a portion of any profits

- The key legal issue is whether Fairey's graphic art "transformed" the original photograph
- But Monday, Fairey's attorneys — The Fair Use Project at Stanford Law School and a San Francisco law firm — beat the AP to court and filed a lawsuit for a declaration of fair dealing

- The lawsuit, filed in the U.S. District Court for the Southern District of New York, seeks a declaration stating that Fairey's artwork does not infringe any copyrights and is protected by the Fair Use Doctrine

- "Fair use" allows limited use of copyrighted material without permission, usually for parody or satire

- B: Canadian courts have been less robust in their defence of fair dealing than US courts
______________________________________________________________________________________

6) SECONDARY INFRINGEMENT

- Certain dealings with infringing copies are defined as infringement by section 27(2) of the Copyright Act:

27(2) Secondary infringement
- "It is an infringement of copyright for any person to

(a)
sell or rent out,

(b)
distribute to such an extent as to affect prejudicially the owner of the copyright,

(c)
by way of trade distribute, expose or offer for sale or rental, or exhibit in public,

(d)
possess for the purpose of doing anything referred to in paragraphs (a) to (c), or

(e)
import into Canada for the purpose of doing anything referred to in paragraphs (a) to (c),

a copy of a work, sound recording or fixation of a performer’s performance or of a communication signal that the person knows or should have known infringes copyright or would infringe copyright if it had been made in Canada by the person who made it"

- These acts are labeled as secondary infringement because liability depends upon the copy being an infringing copy, the making of which can be described as the primary infringement

- Note that secondary infringement requires intention or negligence, as the second section stipulates that the alleged secondary infringer knows or should have known about the infringing copy

- In the next case, the SCC split four ways in a case where copyright law was used unsuccessfully to attempt to block parallel imports of chocolate bars into Canada

- KCI tries to use s.27(2), where the obvious context in which this section would apply is that if one party makes infringing copies of a work in Europe without licence, a second party who imports and sells those copies in Canada is liable for infringement

- The twist in the following case is that it was the European owner of the copyright, not an unauthorized party, who made the copies in Europe

Euro-Excellence Inc. v. Kraft Canada Inc. (2007 SCC)…Shows the torture of intellectual property law

F:
- Kraft Foods Belgium (KFB) makes Côte d’Or (and Toblerone) chocolate bars in Belgium, and Kraft Canada Inc. (KCI) is the exclusive authorized Canadian distributor

- Euro-Excellence buys the chocolate bars legitimately in Europe and imports and distributes them in Canada in competition with KCI…and as a capitalist, KCI hates competition and wants this to stop

- To stop this unauthorized distribution, KFB granted an exclusive licence in its copyright in the Côte d’Or logo to KCI, and the logo is clearly an artistic work (box was a trademark, not copyrightable)

- KCI then brought an action against Euro-Excellence for copyright infringement of chocolate bar logo

- Euro-Excellence never made any copies of the logo, as it bought the bars in their original packaging  

- Thus if the bars had originated in Canada there would be no issue of copyright infringement

- However, KCI relied on s. 27(2) of the Copyright Act which relates to imported works and provides that secondary infringement is made out on two conditions: the person

a) Sell or distributes a copy of a work that

b) “would infringe copyright if it had been made in Canada by the person who made it (ie: KFB)”

- KCI argues that even though KFB held the European copyright, it had granted an exclusive Canadian licence to KCI 

- Therefore, if KFB had made the copies in Canada – which is the counter-factual “if” specified by s.27(2) – it would have violated KCI Canadian copyright, notwithstanding that because in fact KFB made the copies in Europe, it did not infringe any European copyright laws

- Federal Court awarded an injunction restraining Euro-Excellence from selling, distributing, exposing or offering for sale any copies of copyrighted logos…Federal Court of Appeal upheld the injunction

I:
- Can the secondary infringement provision apply if the owner of the copyright made the copies?

J:
- No, for Kraft (judgments split 3-1-3-2) (7 judges concur, two dissenters)

A:
- Ridiculously confusing judgment:

a) Rothstein J (Binnie and Deschamps JJ. concurring) – Can't read in legitimate economic interest into the Copyright Act
- Copyright Act does not exempt incidental works from the protection of copyright, and it is not for this Court to create such an exemption
- All artistic works, including logos, receive the protection of copyright if they meet the requisite standards of “skill and judgment”, and there is no dispute in this case that the logos in question are legitimate subjects of copyright

- Act does not support the introduction of a new equitable doctrine of “legitimate economic interest” to read down the legislation and to exclude logos on wrappers from the domain of copyright

- Under s.64(3)(b), the mere fact that a trademark has attached to goods doesn't take it out of copyright protection…allows infringement of a trademark logo, even if section exempts reproductions of a design on an article in amounts greater than 50

- Until Parliament provides otherwise, courts are bound to conclude that a logo on a chocolate bar wrapper can receive concurrent trade‑mark and copyright protection
- Can infringe copyright in a logo if it's put on a poster…just not infringed here
- Case turns on a straightforward application of s. 27(2)(e) of the Copyright Act
- For KCI to succeed, it must show Euro imported works that would have infringed copyright if they had been made in Canada by the persons who made them

- However, this hypothetical primary infringement cannot be established in this case




- If KCI is the exclusive licencee, but KFB and KFS are the exclusive owners of copyright





- In an assignment, whole property is transferred (in copyright, pieces can be assigned





- In contrast, exclusive licencee under s.2.7 is not the grant of a whole property interest

- KFB and KFS made the impugned copies of the works in Europe, and would not have infringed copyright if they had produced the Côte d’Or and Toblerone logos in Canada because they are, respectively, the owners of the Canadian copyright in those logos

- Since a copyright owner cannot be liable to its exclusive licensee for infringement, there is no hypothetical infringement, and thus no violation of s. 27(2)(e) by Euro

- B: technical distinction between an exclusive licencee and an assignee gets way too far away from the merits of the case
- Section 27(2)(e) of the Act, read in context with the definitional and liability provisions, leads to the necessary conclusion that an exclusive licensee may sue third parties for infringement, but not the owner‑licensor of the copyright

- Therefore, KCI can't sue KFB and KFS in its own name for infringement as the owners of the copyright in Canada, but could sue anybody else

- Exclusive licensee’s only remedy against the owner‑licensor lies in contract
- B: If KFB and KFS assigned copyright to KCI, the hypothetical infringement would have occurred and Euro would be liable…not sure why they didn't


b) Fish J. – Agrees with Rothstein J. but disagrees using copyright for trade control

- Agrees with Rothstein J.’s reasons, but agrees with Bastarache J's argument of not using copyright law for a trademark claim

- Without so deciding, he expressed grave doubt as to whether the law governing the protection of intellectual property rights in Canada can be transformed into an instrument of trade control not contemplated by the Copyright Act, as KCI seeks to do

c) Bastarache J. (LeBel and Charron JJ. concurring) – Read down s.27(2) to its legitimate economic interest; doesn't apply if it's "merely incidental" to sale/rental of a consumer good

- "Merely incidental" presence of the copyrighted works on wrappers of the chocolate bars does not bring the chocolate bars within the protections offered by the Act
- s.27(2) of the Act, which prohibits parallel importation into Canada of copyrighted works, cannot be used to prevent Euro from importing genuine Côte d’Or and Toblerone chocolate bars into Canada for the purpose of selling, renting, distributing or trading, on the basis that the logos are copyrighted

- Section 27(2) is meant to protect authors from the unauthorized appropriation of the gains of their authorship, but this protection does not extend to include any and all economic gains claimed by an author or copyright owner

- If the work in question is merely incidental to another consumer good, and it is that consumer good which is being sold or distributed, or dealt with by way of trade, s. 27(2) cannot be invoked
- It is only when it is the work itself which is the subject of the sale or other commercial dealing that the section applies and its protection becomes available

- The Copyright Act ought to be interpreted with an eye to the internal coherence of its own scheme and consistently with the Trademarks Act
- Trade‑mark law protects market share in commercial goods, whereas copyright protects the economic gains resulting from an exercise of skill and judgment

- The law of copyright should not be used to protect market share if that requires contorting it outside its normal sphere of operation where the economic interest at stake is only tangentially related to the copyrighted work (B: good argument)
- s.27(2) is not meant to protect manufacturers from the unauthorized importation of consumer goods on the basis of their having a copyrighted work affixed to their wrapper, this work being merely incidental to their value as consumer goods


- ie: not liable if an infringing instruction booklet is included in a stereo box

- The rights transferred to a licensee must be limited in the same way as those of the original creator of the work to the legitimate economic interests resulting from the exercise of skill and judgment



- Therefore, condition "a" of s.27(2), the "selling" or "renting", was not satisfied





- Euro not selling artistic work itself…it's selling chocolate bars with a copy of the work

- A copyrighted work is not ‘sold’ for the purposes of s.27(2) if the transfer is incidental to the sale of some other work...that is, in common sense terms, consumers are buying the chocolate bar, they are not buying the Côte d’Or logo

- The artistic work is "merely incidental" to the sale of the chocolate bar




- B: this is a better judgment than Rothstein J.'s reasoning that you can't read into the Act


d) Abella J. (McLachlin J. concurring) – Exclusive licensee can sue licensor for infringement

- On hypothetical infringement, KCI was the owner of a defined interest in copyright that had been transferred to it by the parent companies

- Terms of licensing agreement and rights granted to it as an exclusive licensee gave KCI the right to sue the owner-licensor or third parties for copyright infringement

- Therefore, copyright in the logos would have been infringed as against KCI if the logos had been reproduced by the parent companies in Canada

- On secondary infringement, the copyrighted work (ie: the logos on the wrappers) were being "sold" or "distributed" within the meaning of the Act


- Logos weren't "incidental" to the chocolate bars


- Euro, after notified of KCI's copyright interest, kept importing into Canada for sale

R:
- Conflicting decision, but an exclusive licencee can't sue the copyright owner for infringement
Note: Result of the decision can be circumvented by KFB assigning the Canadian copyright to KCI, rather than merely granting an exclusive licence, as it is clear that an assignee can sue the assignor in copyright

- Thus while Euro-Excellence won the battle, all the way to the SCC, it might lose the war

______________________________________________________________________________________

7) AUTHORIZING INFRINGEMENT
- So far, this section has dealt with infringement and all the exceptions thereto

- Infringement is anything that the copyright owner has the sole right to do (s.27(1)), which includes the rights in s.3, s.15, s.18, and s.21

- Layered on top of this is secondary infringement (s.27(2)), which includes dealing in some way with infringing copies…requires knowledge in some form, usually includes exploiting it commercially

- Rights also include authorizing infringement:


3(1)
Copyright in works
- "For purposes of this Act, “copyright”, in relation to a work, means the sole right to produce or reproduce the work or any substantial part thereof in any material form whatever, to perform the work or any substantial part thereof in public or, if the work is unpublished, to publish the work or any substantial part thereof, and includes the sole right ((a) to (i) list)…

and to authorize any such acts"

- In the next case, CCH unsuccessfully tried to argue that the Law Society authorized infringement of their copyrighted materials by providing copies…

- Instead, the SCC allowed institutions holding copyright materials to have copying devices available to users without being taken to "authorize" infringement by those users…
CCH Canadian Ltd. v. Law Society of Upper Canada (2004 SCC)…SCC balances owner and user rights

F:
- See earlier in CAN for full facts…case concerned photocopying of law reports and legal textbooks

- Law publishers maintained that the Law Society had not only infringed copyright by itself making copies of the works, but also, by maintaining self-service photocopiers in the Great Library at Osgoode Hall, authorized infringement by users of the copies

I:
- Did the Law Society authorize copyright infringement by providing self-service photocopiers?

J:
- No, for Law Society

A:
- Authorization can be inferred from acts that are less than direct and positive…it's a Q of fact
- However, a person does not authorize infringement by authorizing the mere use of equipment that could be used to infringe copyright

- Presumption that a person authorizes an activity only so far as it is in accordance with the law
- Presumption may be rebutted P shows that a certain relationship or degree of control existed between alleged authorizer and persons who committed the copyright infringement 

- Here, there was no evidence that the copiers had been used in a manner that was not consistent with copyright law for three reasons:


a) No evidence that the photocopiers were used to abuse copyright law



- Not an infringement of copyright to authorize mere use of equipment


b) Law Society's poster of notice did not express acknowledgment of illegality
- Law Society's posting of a notice warning that it will not be responsible for any copies made in infringement of copyright does not constitute an express acknowledgement that the copiers will be used in an illegal manner

- Instead, it was just a reminder that Canadian copyright law governs photocopies



c) Library had insufficient control over its patrons

- The Law Society and Great Library patrons are not in a master-servant or employer-employee relationship such that the Law Society can be said to exercise control over the patrons who might commit infringement

- Therefore, even if they had notice that the users were infringing, the mere fact that they had knowledge didn't impose a duty on the library to police the infringer

- Therefore, merely offering a photocopier doesn't assume infringement unless they are on notice that individuals are infringing
R:
- Mere use of equipment that could be used to infringe copyright does not constitute authorizing copyright infringement unless there is degree of control between the alleged authorizer and the persons who committed the copyright infringement
- There is now an express statutory exception for educational institutions with installed machines for use:

30.3(1) No infringement by educational institution, etc.

- "An educational institution or a library, archive or museum does not infringe copyright where

(a)
a copy of a work is made using a machine for the making, by reprographic reproduction, of copies of works in printed form;

(b)
the machine is installed by or with the approval of the educational institution, library, archive or museum on its premises for use by students, instructors or staff at the educational institution or by persons using the library, archive or museum; and

(c)
there is affixed in the prescribed manner and location a notice warning of infringement of copyright"

- B: All statutory exceptions in the Copyright Act are qualified by complicated provisions later in the section…here, it only applies if:

30.3(2) Application
- "Subsection (1) only applies if, in respect of a reprographic reproduction,

(a)
the educational institution, library, archive or museum has entered into an agreement with a collective society that is authorized by copyright owners to grant licences on their behalf"

- CCH overrules s.30.3(2) exception, as Law Society of Upper Canada didn't enter into a deal with Excess Copyright but are protected anyways by not authorizing

- Therefore, making a copier available need not rely on statutory exception anymore

______________________________________________________________________________________

8) FAIR DEALING EXCEPTION

- The fair dealing exceptions are virtually the only exceptions that can apply to any party
- Most other statutory exceptions only apply to special needs of educational institutions, libraries, archives, and museums (B: don't worry about those, except for:

- s.30.6 allows a user to make one backup copy of a computer software program as long as you destroy it immediately after you cease to be the owner of the copy

- s.30.7 allows for incidental inclusion
- There is little case law on fair dealing…used to be one provision, broken into 3 provisions in 1997


- There is no blanket right to deal fairly…only statutory exceptions for certain purposes

- They protect acts that would usually infringe the copyright owner, such as reproduction, communication by telecommunication, translating the work, ect…

- CCH: These shouldn't be treated as exemptions, but part of user's rights that are part of the balance between owner and user's rights

- Three sections provide fair dealing exceptions for only 3 specific purposes:

29
Research or private study

- "Fair dealing for the purpose of research or private study does not infringe copyright"


- Unlike s.29.1 and s.29.2, there are no conditions attached to this exception

29.1
Criticism or review

- "Fair dealing for the purpose of criticism or review does not infringe copyright if the following are mentioned:

(a)
the source; and

(b)
if given in the source, the name of the
(i)
author, in the case of a work,

(ii)
performer, in the case of a performer’s performance,

(iii)
maker, in the case of a sound recording, or

(iv)
broadcaster, in the case of a communication signal"

29.2
News reporting

- "Fair dealing for the purpose of news reporting does not infringe copyright if the following are mentioned:

(a)
the source; and

(b)
if given in the source, the name of the
(i)
author, in the case of a work,

(ii)
performer, in the case of a performer’s performance,

(iii)
maker, in the case of a sound recording, or

(iv)
broadcaster, in the case of a communication signal"



- Therefore, reporting without naming the source isn't subject to the exemption

- Case law determines whether the actions taken for research/private study, criticism/review, or news reporting were actually done for the purposes of "fair dealing"…

University of London Press Ltd. v. University Tutorial Press Ltd. (1916 UK Ch. D)…Not fair dealing

F:
- University hired a number of professors to put together math exams, then published these old exams

- Competitor, Tutorial Press, came along, got students to give their copies to the tutorial service, and then published copies of the exams

- Tutorial Press didn't publish copies of the exams that the university had itself published, but the competitor published copies of the exams that it got from the students

I:
- Could Tutorial Press rely on the fair dealing exception because the exams were only being used for private study?

J:
- No, for University of London

- Court was not happy that one set of exam papers had been reproduced without solutions that undermined the benefit of using them for private study

- Therefore, Court said that the D’s could not rely on the fair dealing exception

- If it is a straight republication of an existing copyrighted work, then cannot really say that it is for private study for the purpose of fair dealing
- ie: why not just use the original version if it is the same? 

- Here, the minor changes that the D’s made to some of the papers in terms of adding headings etc. was not significant

- Court held that even republishing the questions with answers attached would not be acceptable


- B: If you enter the market for the purposes of competing with the original copy, it will be very difficult to argue it is for the purpose of fair dealing (private student v. commercial publisher)

R:
- All actions done for the purpose of research of private study will not attract the fair dealing exception, especially if they are done for a commercial purpose

CCH Canadian Ltd. v. Law Society of Upper Canada (2004 SCC)…Library protected by fair dealing

F:
- Since 1954, Law Society of Upper Canada offered request-based, non-profit photocopying services to students, members, judiciary, and authorized researchers at "Great Library" in Osgoode Hall

- The Law Society provided copies of legal articles, statutes, and decisions to those who requested

- The Law Society argued that the service they offer is necessary to providing equal access the library’s collection of legal materials…many of the materials are non-circulating which makes access to the original copies difficult to those who do not work near-by.

- Three of the largest publishers of legal sources, CCH Canadian Limited, Carswell Thomson Professional Publishing and Canada Law Book Inc., sued the Law Society for copyright infringement

- Here, focus was on the Library making photocopies of copyrightable works for lawyers on request

- Great Library put restrictions on the custom photocopy service, and therefore argued that making photocopies for the lawyers were fair dealing for the purposes of research or private study

I:
- Was any possible infringement protected by the fair dealing exception when a party is not the party doing the actual research (ie: only an assistant)?  Was the lawyer's research fair dealing?

J:
- Yes, for Law Society

A:
- Under s. 29 of the Copyright Act, fair dealing for the purpose of research or private study does not infringe copyright

- Fair dealing is more than simply a defence, it is a user's right

- "Research" must be given a large and liberal interpretation in order to ensure that users' rights are not unduly constrained, and is not limited to non-commercial or private contexts

- In order to show that a dealing was fair under s. 29 of the Copyright Act, a defendant must prove

a) That the dealing was for the purpose of either research or private study, and
b) That it was fair
- Quoted Lord Denning…it is impossible to define what is "fair dealing"

- "It must be a question of degree. You must consider first the number and extent of the quotations and extracts. Are they altogether too many and too long to be fair? Then you must consider the use made of them. If they are used as a basis for comment, criticism or review, that may be a fair dealing. If they are used to convey the same information as the author, for a rival purpose, that may be unfair. Next, you must consider the proportions. To take long extracts and attach short comments may be unfair. But, short extracts and long comments may be fair. Other considerations may come to mind also. But, after all is said and done, it must be a matter of impression"
- Although these considerations will not all arise in every case of fair dealing, this list of 6 factors provides a useful analytical framework to govern determinations of fairness in future cases:
a) The purpose of the dealing (ie: research and private study?)

b) The character of the dealing (ie: students or company?)

c) The amount of the dealing (ie: a lot or a little?)

d) Alternatives to the dealing (ie: any other practical way to get relevant material?)

e) The nature of the work (ie: does it compete); and 

f) The effect of the dealing on the work (ie: commercially competing with the work?)


- B: Balance users and owners rights, and ask: is this something users should be allowed to do?



- Don’t analyze transaction by transaction…it's a Q of whether the entire system met the standard



- Don't need to prove every individual copied without infringing…ask an overall question
- For the purpose of research or private study, it may be essential to copy an entire academic article or an entire judicial decision

- However, if a work of literature is copied for the purpose of criticism, it will not likely be fair to include a full copy of the work in the critique
- If the work in question was confidential, this may tip the scales towards finding that the dealing was unfair
- Lawyers carrying on business of law for profit are conducting research within the meaning of s. 29

- Here, the Law Society's dealings with the publishers' works through its custom photocopy service were research-based and fair

- The access policy places appropriate limits on the type of copying that the Law Society will do

- If a request does not appear to be for the purpose of research, criticism, review or private study, the copy will not be made

- If a question arises as to whether the stated purpose is legitimate, the reference librarian will review the matter 

- The access policy limits the amount of work that will be copied, and the reference librarian reviews requests that exceed what might typically be considered reasonable and has the right to refuse to fulfil a request

- Although the dealings might not be fair if a specific patron of the Great Library submitted numerous requests for multiple reported judicial decisions from the same reported series over a short period of time, there is no evidence that this has occurred
- In this case the service is very valuable, especially to lawyers in rural areas

- If a copyright owner were allowed to license people to use its work and then point to a person's decision not to obtain a licence as proof that his or her dealings were not fair, this would extend the scope of the owner's monopoly over the use of his or her work in a manner that would not be consistent with the Copyright Act's balance between owner's rights and user's interests

R:
- The mere fact that research was done for a commercial purpose doesn't take it out of fair dealing as long as the entire scheme met the standard for fair dealing (see the 6 factors)
Productions Avanti Cine-Video Inc. v. Favreau (1999 Que. CA)…Parody copied a substantial part

F:
- A (Avanti) was the exclusive owner of the TV series entitled "La Petite Vie" ("the suburban life")

- The show qualified as a sitcom describing suburban existence, and "La Petite Vie" was watched by nearly 2 out of 3 French speaking Quebecers…Avanti holds title to copyright on said television series

- R (Favreau) produced and offer for sale a pornographic video entitled "La Petite Vite" (a "quickie")

- The porno reproduces the same characters, musical theme and decor as presented in "La Petite Vie"

- At trial, Avanti essentially applied for: (1) a declaration ratifying the seizure before judgement of respondents' videos, and (2) a permanent injunction restraining the respondents from producing, distributing and marketing "La Petite Vite" as well as ordering the destruction of all copies

- TJ ruled in favour of Favreau, concluding that there was no infringement of copyright because the respondents' reproduction of the characters of "La Petite Vie" did not constitute a substantial reproduction of Avanti's work

- Two problems for copyright owner: porno didn't substantially copy the TV series (idea v. expression), and TJ didn't consider parody defence despite significant reference made to jurisprudence

I:
- Was "La Petite Vite" a substantial reproduction of "La Petite Vie"?  If so, could the producers of "La Petite Vite" use the defence of fair use for the purpose of parody?

J:
- No, for Avanti

A:
- As a general rule, there is violation of the rights of an author of a protected work if a person reproduces a work in whole or reproduces a substantial part thereof as defined under s.3

- Here, CA held "La Petite Vie" was a work as defined under the Act and subject to protection
- Therefore, the central issue was what constitutes a substantial part of a dramatic work and whether or not the respondents misappropriated a substantial part of "La Petite Vie"

-The notion "substantial part of a work" essentially means that copyright subsists on one of the multiple parts of a work because said part is sufficiently original and important

- One must therefore refer to the meaning of originality in order to determine what is in fact a substantial part of a work

- To determine whether a fictive character is sufficiently original so as to constitute a substantial part of a dramatic work, one must evaluate whether said character is sufficiently developed

- In other words, the importance that the character plays in the overall presentation of the work

- For example, is the character sufficiently distinctive so as to permit the public to associate the

character with the work?

- The originality of a fictive character is a question of fact and degree, namely, whether there is enough work, labour and skill involved in the development of said character

- Here, CA ruled that "La Petite Vie" was a highly developed dramatic work which had attained unprecedented success and popularity
- The characters were original because they were highly developed personalities in as much

as their appearance, as their behaviour, language and mannerisms

- Each of the characters in "La Petite Vie" is just as well developed as the characters in Tintin, Asterix or Garfield…all characters were instantly recognizable

- Underlining this point is the fact that Avanti was solicited by corporations in order to obtain permission to use some of the personalities within "La Petite Vie" for advertising campaigns

- Each of the characters from "La Petite Vie" were perfectly recognizable in the parody porno "La Petite Vite"…therefore CA concluded that the respondents infringed "La Petite Vie"
- B: shows that ripping off characters in a dramatic work can be infringement if you follow the original closely enough
- The respondents also raised the fair use defence as provided for under section 29 of the Act and alleged that their reproduction constituted fair use because it was a parody of Avanti's work


- Intent: it's good for society that people can make fun of and satirize things

- In this regard, the Court held that "La Petite Vite" was not a parody because its purpose was not to parody "La Petite Vie", but rather, simply to exploit the popularity of the television series by appropriating its characters, costumes and decor for the respondents' porno

- The Court distinguished between parody and a blatant appropriation in another's work 

- CA held that parody normally involves the humorous imitation of the work of another, often exaggerated, for the purpose of criticism or comment

- Instead, "La Petite Vite" constituted a crass attempt to gain instant public recognition without having to create the characters, costumes or décor…ie: a blatant ripoff without any effort

- The Court concluded there was no parody, criticism or originality in "La Petite Vite"

- Rather, it merely constituted the appropriation of Avanti's work to exploit its popular success for commercial opportunism


- This case doesn’t exclude the possibility of a parody not being a substantial reproduction of a work

R:
- Simply adding pornographic activity as a story line for characters that have been appropriated from another's work does not constitute parody or fair use
______________________________________________________________________________________

9) PUBLIC POLICY EXCEPTION

- This is an argument made occasionally to say that an individual shouldn't be liable for infringement if the copy was made for a good cause or in the public interest


- In the next case, the alleged infringement dealt with this issue…

Beloff v. Pressdram Ltd. (1973 UK Ch. D.)…Magazine unsuccessfully argued public interest defence

F:
- P is a newspaper writer who got in a spat with another journalist, F

- P had written an internal memo, which F got hold of and then published in its entirety

- P’s employer assigned the copyright in the memo to P, and then P sued F alleging breach of copyright

I:
- Could D's reproduction of the memo be justified on the ground of the "fair dealing" exception or on the ground of public interest?

J:
- Yes, for D

A:
- D would have had no valid defence on the ground that publication was in the public interest

- The public interest defence only justified disclosure of matters carried out or contemplated in breach of the country's security, or in breach of law, including statutory duty, fraud or matters otherwise destructive of the country or its people, including matters medically dangerous to the public, and other misdeeds of similar gravity

- ie: to reveal a conspiracy against the state or a coverup of an epidemic, public interest might be a defence, but these facts don't come close to these extreme situations

- Public interest, as a defence in law, operates to override the rights of the individual (including copyright) which would otherwise prevail and which the law is also concerned to protect

- Such public interest, as now recognised by the law, does not extend beyond misdeeds of a serious nature and importance to the country
- Here, he publication by the defendants of the plaintiff's memorandum failed to disclose any iniquity or misdeed of that kind

- “In the course of this case, the defence of public interest has been interwoven with fair dealing. They are, however, separate defences and have rightly been separately pleaded. They are governed by separate considerations. Fair dealing is a statutory defence limited to infringement of copyright only. But public interest is a defence outside and independent of statutes, is not limited to copyright cases and is based on a general principle of common law"
- Additionally, D's would have had no defence to the claim on the ground of 'fair dealing' for the purposes of criticism or review

- The leak of the memo to D's was a 'dealing' with the work in which copyright subsisted at the time of the leak

- Publication of information known to have been leaked, and which, without the leak, could not have been published, was unjustifiable for the authorised purposes of criticism or review and constituted dealing which was not 'fair' within s 6(2)

- “Fair dealing is a question of fact and of impression, to which factors that are relevant include the extent of the quotation and its proportion to comment (which may be justifiable although the quotation is of the whole work); whether the work is unpublished; and the extent to which the work has been circularised, although not published to the public within the meaning of the Copyright Act 1956"
R:
- The public interest defence will only justify disclosure of matters that save the public from a significant dangerous threat

______________________________________________________________________________________

VIII. COLLECTIVE ADMINISTRATION OF RIGHTS
- Mechanics of copyright are enforced through collective societies, such as SOCAN

- The way that these collective societies can operate and get revenues as agents for their copyright owners is through either direct deals or through imposition of tariffs

- These two methods are codified in the Copyright Act:
70.12 Tariff or agreement
- "A collective society may, for the purpose of setting out by licence the royalties and terms and conditions relating to classes of uses,

(a)
file a proposed tariff with the Board; or
(b)
enter into agreements with users"
______________________________________________________________________________________

IX. INTERNATIONAL ASPECTS
- SOCAN dealt with territorial infringement standards…copyright subsists if you meet the territorial conditions in s.5, and you infringe if you do it connected to Canada

- Three important sections in the Copyright Act:


2
Definitions

- ""treaty country" means a Berne Convention country, UCC country or WTO Member"

- ""Rome Convention country" means a country that is a party to the International Convention for the Protection of Performers, Producers of Phonograms and Broadcasting Organisations, done at Rome on October 26, 1961"

- ""UCC country" means a country that is a party to the Universal Copyright Convention, adopted on September 6, 1952 in Geneva, Switzerland, or to that Convention as revised in Paris, France on July 24, 1971"

- ""WTO Member" means a Member of the World Trade Organization as defined in subsection 2(1) of the World Trade Organization Agreement Implementation Act"

5(1)
Conditions for subsistence of copyright

- "Subject to this Act, copyright shall subsist in Canada, for the term hereinafter mentioned, in every original literary, dramatic, musical and artistic work if any one of the following conditions is met:

(a)
in the case of any work, whether published or unpublished, including a cinematographic work, the author was, at the date of the making of the work, a citizen or subject of, or a person ordinarily resident in, a /treaty country;

(b)
in the case of a cinematographic work, whether published or unpublished, the maker, at the date of the making of the cinematographic work,

(i)
if a corporation, had its headquarters in a treaty country, or

(ii)
if a natural person, was a citizen or subject of, or a person ordinarily resident in, a treaty country; or

(c)
in the case of a published work, including a cinematographic work,

(i)
in relation to subparagraph 2.2(1)(a)(i), the first publication in such a quantity as to satisfy the reasonable demands of the public, having regard to the nature of the work, occurred in a treaty country, or

(ii)
in relation to subparagraph 2.2(1)(a)(ii) or (iii), the first publication occurred in a treaty country"

______________________________________________________________________________________

SECTION THREE – PASSING OFF

I. COMMON LAW
- While copyright is more about culture, the law of trademarks is commercial-based


- Since culture is brand-based, trademarks really matter and law allows parties to protect their brand


- Often people buy more for the brand than the ingredients in the product itself (ie: alcohol in Warnink)
- The tort of passing off involves making some false representation likely to induce a person to believe that the goods or services are those of another

- It is a relatively new tort that developed in the 19th century when brands became important


- The actionable party isn't party being deceived (ie: the customer) but the company getting ripped off


- Recognizes that a business has a commercial interest in its reputation

- In passing off, the public's impression is critical: does a substantial amount of the public associate a product with a specific trader so that it acquires a secondary meaning that indicates its source?

- If so, it takes an action out of the realm of misrepresentation and into the tort of passing off where a company misuses brand names that have come to be associated with a particular business

- Lord Diplock in Warnink on passing off:

"A misrepresentation made by a trader in the course of trade to prospective customers of his or ultimate consumers of goods or services supplied by him, which is calculated to injure the business or goodwill of another trader (in the sense that this is a reasonably foreseeable consequence) and which causes actual damage to a business or goodwill of the trader by whom the action is brought or will probably do so."

- By 1915, there were 3 elements for the tort of passing off:


a) Goodwill


- In a name, appearance, or something that the public associates with a business' product/service


b) Misrepresentation


- Defendant must misrepresent their goods or services so as to injure the plaintiff's goodwill


c) Damage


- Don't have to prove any special damages…enough to show injury to commercial interest

- Until the 1960s, passing off was limited to when the goodwill was only one person's goodwill


- However, subsequent cases included the Champagne, Sherry, and Scotch Whisky cases

- In the Champagne case, 150 wine makers wanted to prevent others from saying they were selling champagne when in fact it did not come from that region…injunction was granted because harm was being done to the goodwill hard earned by the wine makers in that area

- B: a similar champagne case failed in Canada because Canada didn't have a developed Canadian champagne region, so the public wouldn't be deceived when it purchased Canadian champagne that it came from the Champagne region of France

- In the Scotch Whisky case, could only call it that if you blend had exclusively whiskies distilled in Scotland, but the blending could be done anywhere in the world

- Those cases dealt with geographical locations, but in Warnink the HL thinks that the principle should be extended to the nature of the ingredients irrespective of its origin

- B: new WTO provisions protect geographical locations and have been imported into Trademarks Act, which overrule the common law position as far as wines and spirits are concerned:

11.14(1) Prohibited adoption of indication for wines

- "No person shall adopt in connection with a business, as a trade-mark or otherwise,

(a)
a protected geographical indication identifying a wine in respect of a wine not originating in the territory indicated by the protected geographical indication; or

(b)
a translation in any language of the geographical indication in respect of that wine"

11.18(3) Exception for generic names for wines

- "Notwithstanding sections 11.14 and 11.15 and paragraphs 12(1)(g) and (h), nothing in any of those provisions prevents the adoption, use or registration as a trade-mark or otherwise, in connection with a business, of the following indications in respect of wines:

(a)
Champagne;

(b)
Port;

(c)
Porto;

(d)
Sherry;

(e)
Chablis"

(f) to (v) repealed due to negotiations with French gov't (ie: Burgandy)



- (a) to (e) are OK to use for another 5 years, but by 2013 they will be repealed as well

- While trademark law protects a name insofar as it indicates the source of the rights/services, passing off extends to protect not only the brand but a generic name available to a specified group of traders


- There's group value/goodwill associated with the generic name, such as with "Advocaat"…

Erven Warnink BV v. J. Townend & Sons (Hull) Ltd. (1979 HL)…Liable for passing off name of alcohol

F:
- Warnink produces and distributes "Advocaat" in the UK, an egg and spirit alcoholic drink


- Townend made "Keeling's Old English Advocaat" with egg and fortified wine to avoid paying duties

- Since "Egg Flip" contained sherry rather than spirits, less duty was payable on it and it could therefore be sold at a lower price than Dutch Advocaat in the English market

- While not passing off in the classic sense, Warnink sues because they claim the general public was misled in buying disgusting Egg Flip as Dutch Advocaat, which caused damage in trade and goodwill

- CA ruled for Keeling, as they held the Champagne, Sherry, and Scotch Whisky cases were tied to a particular geographic region and the name Advocaat was not distinctive

I:
- Was Keeling liable for passing off egg flip for Advocaat?  Was there enough goodwill in the name Advocaat to have the same market significance as that of Champagne, Sherry or Scotch in that misrepresenting disgusting Egg Flip as delicious Advocaat would cause damage?

J:
- Yes, for Warnink, public would be confused

A:
- Passing off actions started as an action sui generis which lay for damage sustained or threatened in consequence of a misrepresentation of a particular kind



- Later extended from trade to "goodwill"


- "Goodwill" is "the benefit and advantage of the good name, reputation and connection of a business.  It is the attractive force which brings in custom."

- Goodwill of a manufacturer's business may be injured by someone else who sells goods which are correctly described as being made by that manufacturer but being of an inferior class or quality are misrepresented as goods of a manufacture of a superior class or quality

- Q: does the name have enough market significance to make it distinctive?


- Lord Diplock identifies five characteristics that must be present to create a valid COA for passing off:



a) A misrepresentation


b) Made by a trader in the course of trade


c) To prospective customers of his or ultimate consumers of goods or services supplied by him

d) Which is calculated to injure the business or goodwill of another trader (in the sense that this is a reasonably foreseeable consequence), and

e) Which causes actual damage to a business or goodwill of the trader by whom the action is brought or (in a quia timet action) will probably do so


- B: people haven't picked up on these 5 characteristics, so don't use them…stick with 3 elements

- Here, type of product that has gained for the name "Advocaat" is defined by reference to the nature of its ingredients irrespective of their origin

- Class of traders supply the English market with an egg and spirit drink in broad conformity with an identifiable recipe, and are easily identified

- Here, Advocaat name indicates an egg/spirit combo with a bright yellow colour, which was enough to attach goodwill to the name

- There was also misrepresentation in the product the public was receiving



- Public was being misled in purchasing Egg Flip and thinking they were getting Advocaat



- Note that the circumstances of misleading the public can change (ie: moron in a hurry standard)



- Here, there was evidence of alcohol purchaser buying Advocaat without reading the label

- Also, didn't need to prove all the public was being deceived…only a selection so that Warnink could protect their turf from erosion

R:
- Passing off can protect an entire industry in its interest to protect its market appeal for a characteristic (ie: the name of a drink) that it uses to sell a particular product or service
- Note: the more famous you are, the more rights you get under the tort of passing off

- B: "Miss Nude Universe USA" was sued by "Miss Universe USA" for passing off…failed at trial because "nude" contained such a significance that public couldn't be mistaken, but CA overturned because passing off protects not only a product but also a business' reputation, and here their reputation might be harmed if public perceived "Miss Universe" pageant as sponsoring the nude contest

- The next leading SCC case deals with goodwill in the shape and colour of a pill, and the distinction between what is generic and what is distinctive of a particular source

- The issue boiled down to whether the coloured pills were just thought of as a particular drug or whether they were thought of as a particular drug from a particular company

- In the end, the Court combined the private interest (protection of commercial enterprises from unfair competition) and the public interest (protection of the public from being confused or misled about what they're choosing to buy) elements in passing off

Ciba-Giegy Canada Ltd. v. Apotex Inc. (1992 SCC)…Customers for pharmaceuticals includes patients

F:
- Ciba made and sold a pharmaceutical known generically as Metoprolol in a tablet having a particular size, shape and colour (ie: a "get-up)

- Metoprolol is a prescription drug that can't be sold over the counter

- In Ontario, metoprolol is an interchangeable pharmaceutical product

- Apotex was a generic drug company who hold compulsory licences under the appellant's patent for metoprolol, and sold their pills in the same size, shape and colour as those of Ciba

- Ciba started a passing-off action relating to the "get-up" relied upon by the Apotex


- Didn't claim passing-off of their brand name, but in the appearance of the pill

- They claimed user of the medicine as a consumer should also be included, and that the likelihood of confusion should be not be confined to physicians, dentists and pharmacists


- Apotex claimed that the public wasn't being misled because they had no choice



- Selectors of the drug, the physicians, wasn't confused by the appearance of the pill

- TJ agreed, limiting market consideration to physicians, dentists and pharmacists…CA agreed

I:
- Should patients be included in the class for which the potential for confusion is assessed?

- Did Ciba have any "goodwill" in the size, shape, and colour (ie: the "get-up) in their pill in that it acquired a secondary meaning?

J:
- Yes, for Ciba, the "ultimate consumer" includes the patients and pill had a secondary meaning

A:
- SCC reconsiders Lord Diplock's 5 requirements for passing off

- Holds that today do not need intent to deceive, so requirement #4 above not necessarily required

- Instead, the SCC reformulated the test as follows (see elements of the tort above):

a) The existence of goodwill 

b) Deception of the public due to misrepresentation, and 


- Focus here is the effect, not the intent

c) Actual or potential damage to the plaintiff

- If 'a' and 'b' are yes, 'c' is usually automatic as loss of market control leads to damage
- And further…where passing-off is based on the get-up of a product the get-up must be shown to have an acquired distinctiveness by the establishment of a secondary meaning

- Secondary meaning: look of a product/service is associated with a particular manufacturer

- B: tricky when a manufacturer has a monopoly over production of something, loses its monopoly, then claims it has a de facto monopoly after because it's product acquired a secondary meaning in the eyes of the public over the years

- Policy: should a company be the only party allowed to use the ordinary description of the product?  No…must distinguish b/t ordinary product name and brand name (ie: Shredded Wheat)

- Q: who is considered the relevant public to decide whether there is misrepresentation that will mislead or confuse the public (in effect, not in intent)?
- In considering the marketing of prescription drugs, a plaintiff in an action for passing-off of a prescription drug must establish that the conduct complained of is likely to result in confusion of physicians, dentists, pharmacists or patients/customers in choosing whether to prescribe, dispense or request either of the plaintiff's or the defendant's product

- The final consumer of a product must be taken into account in determining whether the tort of passing-off has been committed


- Here, the ultimate consumer went beyond the medical profession and included the customer

- In the field of prescription drugs, the customers of pharmaceutical laboratories include physicians, pharmacists, dentists and patients

- This is in harmony with the public interest purpose of the tort of keeping marketing pure

- B: Don't want to treat the patient as the "witless pawn" in this game of experts, so the SCC "strikes a blow for the people" and holds that the patient does matter!

- Patients can tell doctors if they prefer a brand-name drug over a generic drug, even if there are restrictions on drug advertising in Canada that doesn't exist in the USA

R:
- Supreme Court refines Lord Diplock's five-step analysis for passing off into a three-part test, and decides that the tort involves protecting the public from confusion and misleading marketing because here the public was involved in an active choice for their prescription medicine
- In the next case, there is no registered trademark for "Fantasyland" in Canada as there's no Disneyland in Canada, so Disney started an action for passing off

- Passing off is a broader cause of action, and can protect goodwill for foreign businesses
Walt Disney Productions v. Triple Five Corp. (1994 Alta. CA)…Low standard for public confusion

F:
- West Edmonton Mall opened a theme park "Fantasyland" and marketed it as "an indoor Disneyland"


- Disney took offence and wrote a cease-and-desist letter…it was ignored, so they sued for passing off

- While all Disneyland parks were in other countries, Disney argued it had goodwill because even Albertans associated Fantasyland with Disney theme parks

I:
- Can a business not located in Canada sue for passing off if somebody in Canada is using its name?

J:
- Yes, for Disney

A:
- Court noted that the law of passing-off and the law of registered trademarks deal with overlapping factual situations, but in different ways and from different standpoints

- ie: a pure passing-off situation involves no recognition that a name, trade-mark or get-up constitute property in their own right

- Also, a plaintiff does not have to be in direct competition with the defendant to suffer injury from the use of its trade name by the defendant

- If the plaintiff's trade name has a reputation in the defendant's jurisdiction, such that the public associates it with services provided by the plaintiff, then the defendant's use of it means that the

plaintiff has lost control over the impact of its trade name in the defendant's jurisdiction

- Court not convinced that the defendants' lexicographic evidence showed that the word "Fantasyland" is simply a compound English noun devoid of any secondary (i.e. Disney-related) meaning

- On the other hand, the evidence submitted at trial by the plaintiff, which evidence pertained to the promotion of its theme park FANTASYLAND, was substantial and widespread from 1955 onward; "millions of Canadians" had been to the plaintiff's theme parks located in California and Florida, including "thousands of Albertans", which Justice Dea considered significant in showing the goodwill attached to the plaintiff's theme parks, including FANTASYLAND

- The absence of a registration for the trade-mark FANTASYLAND in Canada in the plaintiff's name was not considered material


- B: really no problem to prove that "fantasyland" had local goodwill

- Real issue: did anybody really confuse the names, and associate the West Edmonton mall's "fantasyland" with Disney's version?

- Justice Dea was of the opinion that while the public may use the word "fantasyland" to describe

things that are not connected with the plaintiff, the survey evidence showed that "when the word is used by itself without any leading context, as in the Senders report, the public everywhere (except Edmonton) associated Fantasyland with Disneyland, the theme amusement park."

- Survey evidence was relevant and admissible, not in establishing goodwill but in establishing there might be some confusion that Disney was associated with the mall's theme park

- In effect, "[b]y combining the common nouns "fantasy" and "land" into "Fantasyland" the

plaintiff did more than create a further common noun for the English language. The plaintiff created a new word for a kind of theme amusement park operated by and connected with the plaintiff. This was a different kind of amusement park [...]."


- Standard court uses is the "moron in a hurry" standard 

- Very low standard…could the ordinary person might think the mall is Disney-related?

- If the likelihood of confusion exceeded the de minimus standard, there's confusion



- Here, everybody knows the difference between West Edmonton Mall and Disneyland

- However, the relevant confusion is that some proportion of the public believes that Disney authorized its use in the mall's park, and this alone is sufficient confusion

- If anything bad would happen in the mall, they would blame Disney for it

- Misrepresentation took place when the defendants began to use the name FANTASYLAND for their own amusement park in Edmonton and thereby misappropriated the plaintiff's property and misrepresented that they had the right to use the name

- As of August 1983, the defendants knew that the plaintiff objected to their use of the word and that, regardless of this, they continued to use the name FASTASYLAND for their theme park

- In and of itself, the defendants' misrepresentation created a likelihood of confusion; FANTASYLAND was, in 1983, part of the reputation and goodwill of the plaintiff and its use by the defendants was quite likely to improperly attract a large body of trade

- Where goodwill and misrepresentation are proven, damages are presumed

- Disney lost control over their brand name, so there's damage


- Don't need to prove that West Edmonton Mall dissuaded customers from going to Disneyland


- Only need to prove that in the long-run, their brand would become less valuable

- However, Walt Disney Productions abandoned its claim for compensatory damages, thereby limiting its request to an injunction, which was granted

R:
- If a relevant proportion of the public is confused about the use of a brand name beyond a de minimus standard, it's sufficient for a passing off action even if the business is not located in the jurisdiction as there's a risk of general deterioration of a brand name that must be protected

- B: The public would not think a hotel is "fantasyland" related…only theme parks

- There aren't many cases on domain names, but the next case is one of them…

Law Society of BC v. Canada Domain Name Exchange Corp. (2004 BCSC)…Protection of domain name

F:
- This was an application by the Law Society of British Columbia for a permanent injunction prohibiting the defendant, Canada Domain Name Exchange (CDNE), from using certain domain names that were similar to those of the society (ie: lsbc.ca v. lsbc.org)

- CDNE was in the business of registering and then selling or leasing domain names mainly to lawyers

- Wasn't competing in any way the Law Society of BC…just tarnishing their name through diversion

- The Law Society claimed that CDNE was passing off and using the names in question to divert internet users searching for the Law Society to porn and BC Marijuana party websites

I:
- Should a permanent injunction be granted as a remedy for passing off?


- Can a domain name, which operates mechanically, operate in the same way as a brand name?

J:
- Yes, for Law Society, tort of passing off comprised a misrepresentation that created a public belief that the parties were associated, with resulting damage to the reputation of the complaining party

A:
- 3 elements needed for passing off:



a) Goodwill

- Law Society had substantial goodwill in the name Law Society of British Columbia, built over 130 years with the goal of protecting the public interest in the administration of justice

- That goodwill was not diminished by the existence of other law societies

- Also didn't matter that it's not commercial (ie: churches and non-profit societies)

- Therefore, any organization that depends upon public support has relevant goodwill



b) Misrepresentation

- Use of the name "lawsocietyofbc" without other words or qualifications was a misrepresentation and hijacking of people looking for the Law Society's website

- Note there was also intent, as CDNE's goal was to register domain names similar to other organizations, scare them, and force them to buy him out

- However, the misrepresentation did not have to be deliberate nor was intent necessary

- As well, proof of actual confusion was not required

- The explanation as to what "lsbc" stood for (ie: "law society and barrister's categories) was "concocted and ludicrous"

- Instead, its use to divert traffic to the other name amounted to passing off


c) Damage

- Potential damage resulting from loss of control over reputation was presumed

- Given the Law Society's stature as a professional organization of its nature, any perceived link to adult sites or political parties effectively or potentially led to loss of its goodwill

- Additionally, intent was relevant here for the calculation of damages

- CDNE's actions were potentially harmful and justified a permanent injunction

- Since the Law Society had not proved damages, general damages of $4,000 were awarded 

- Punitive damages were not appropriate but could apply in future if the injunction was not obeyed

R:
- While case doesn't discuss if this is classic "passing off", it's about protecting your goodwill from a competitor, and here, it's protecting from erosion through a domain name that diverts to something else

______________________________________________________________________________________

II. SECTION 7 OF THE TRADE-MARKS ACT
- Here is the relevant section under "Unfair Competition and Prohibited Marks":

7
Prohibitions
- "No person shall

(a)
make a false or misleading statement tending to discredit the business, wares or services of a competitor;

(b)
direct public attention to his wares, services or business in such a way as to cause or be likely to cause confusion in Canada, at the time he commenced so to direct attention to them, between his wares, services or business and the wares, services or business of another;

(c)
pass off other wares or services as and for those ordered or requested;

(d)
make use, in association with wares or services, of any description that is false in a material respect and likely to mislead the public as to

(i)
the character, quality, quantity or composition,

(ii)
the geographical origin, or

(iii)
the mode of the manufacture, production or performance

of the wares or services; or

(e)
do any other act or adopt any other business practice contrary to honest industrial or commercial usage in Canada"

- The next case, popularly known as the "Lego Case", is a SCC where the Court upheld the constitutionality of s.7(b) of the Trade-marks Act which prohibits the use of confusing marks

- It also was important because it affirmed the federal power to regulate trade-marks, unregistered as well as registered, and from the point of view of passing-off and IP generally

- It is a decision on what qualifies as an unregistered trade-mark for the purposes of TMA s. 7(b) and an identifier for the purposes of the common law of passing-off

- At the same time it’s a more broadly based decision on the need to keep trade-mark law (including passing-off) from usurping the function of patent law and providing more protection for the product itself than the patentee is entitled to

Kirkbi AG v. Ritvik Holdings Ltd. (2005 SCC)…Federal power to regulate trademarks affirmed by SCC

F:
- Kirkbi held the patents for LEGO construction sets

- When the patents expired in Canada, Ritvik, a Canadian toy manufacturer, began manufacturing and selling bricks interchangeable with LEGO

- K tried to assert a trade‑mark in the “LEGO indicia”: the upper surface of the block with eight studs distributed in a regular geometric pattern

- When the Registrar of Trade‑marks refused registration, K claimed the LEGO indicia as an unregistered mark and sought a declaration that it had been infringed by R pursuant to s. 7(b) of the Trade-marks Act and the common law doctrine of passing off

- Requested permanent injunction to prevent R from marketing infringing products and damages

- TJ found that purely functional features, such as the LEGO indicia, could not become the basis of a trade‑mark, whether registered and unregistered…majority of CA upheld the decision

- Ritvik now challenged the constitutionality of s. 7(b), arguing that the provision is ultra vires the legislative competence of Parliament under s. 91(2)

I:
- Was s.7 constitutional?

J:
- Yes, for Ritvik (although Kirkbi's passing off claim under s.7 was dismissed)

A:
- s.7(b) of the Trade‑marks Act, which creates a civil cause of action essentially codifying the common law tort of passing off, is intra vires Parliament for several reasons:



a) Minimal intrusion

- First, although the creation of civil causes of action is generally a matter of property or civil rights in the province, the intrusion of s. 7(b) into provincial jurisdiction is minimal

- Section 7(b) is remedial and is limited in its application by the provisions of the Act

- It does not expand the federal jurisdiction in relation to trade‑marks and trade‑names, but merely rounds out an otherwise incomplete trade‑mark scheme



b) Valid exercise of federal commerce power under s.91(2)

- Second, the Trade‑marks Act is a valid exercise of Parliament’s general trade and commerce power under s. 91(2) of the Constitution Act, 1867

- The Trade‑marks Act establishes a regulatory scheme for both registered and unregistered trade‑marks and is clearly concerned with trade as a whole, across and between industries in different provinces

- Since there is no question that trade‑marks apply across and between industries in different provinces, divided provincial and federal jurisdiction could lead to uneven protection

- Lack of a civil remedy integrated into the scheme of the Act and applicable to registered and unregistered marks could lead to duplicative, conflicting, inefficient enforcement procedures



c) Sufficient integration of provision into the Act

- Third, s. 7(b) is sufficiently integrated into the Trade‑marks Act

- As the encroachment into provincial power is minimal, a “functional relationship”, such as is present here, is sufficient to sustain the constitutionality of the provision

- The passing‑off action plays a clear role in the federal scheme

- In its pith and substance, s. 7(b) is directly connected to the enforcement of trade‑marks and trade‑names in Canada, and the civil remedy it creates protects the goodwill associated with trade‑marks and is directed to avoiding consumer confusion

- Without this provision there would be a gap in the legislative protection of trade‑marks


- However, Kirkbi's passing‑off claim under s. 7(b) of the Trade‑marks Act must be dismissed

- Its claim, which is based on the existence of a trade‑mark, is barred by the application of the doctrine of functionality
- Here, K claimed an unregistered trade‑mark consisting solely of the technical or functional characteristics of the LEGO bricks, formerly protected by K’s patents

- However, a purely functional design cannot be the basis of a trade‑mark and trade‑mark law should not be used to perpetuate monopoly rights enjoyed under now‑expired patents

- The doctrine of functionality establishes that a mark which goes beyond distinguishing the wares of its owner to functional structure of the wares themselves transgresses legitimate bounds of a trademark  

- The doctrine reflects the purpose of a trade‑mark, which is the protection of the distinctiveness of the product, and applies equally to registered and unregistered marks

- Registration does not change the nature of a mark; it merely grants more effective rights against third parties

- Marks, registered or not, share common legal attributes and grant exclusive rights to the use of a distinctive designation or guise

- In any event, under the modern law of passing off, three elements must be established in order to succeed in a passing‑off action based on statute law or common law: the existence of goodwill, deception of the public due to a misrepresentation and actual or potential damage to the plaintiff

- In this case, K’s claim was bound to fail because it would not have met the first condition of the action of passing off: existence of goodwill

- The alleged distinctiveness of the product consisted precisely of the process and techniques which were now common to the trade

R:
- The Court states the need to keep trade-mark law (including passing-off) from usurping the function of patent law and providing more protection for the product itself than the patentee is entitled to
______________________________________________________________________________________

SECTION FOUR – TRADE MARKS

I. MEANING OF "TRADE MARK"

1) STATUTORY DEFINITIONS
- The ultimate object is that a registered trademark gives the owner the exclusive right to use (as defined) the trademark in association with the wares or services specified in its registration

- In order to ensure order in the market, the registration process is designed to address issues about whether the trademark is going to do the job and not take away from trademarks (registered or not) that are already out there

- Some definitions of common terms in the Trademarks Act:


2
Definitions
- ""trade-mark" means

(a)
a mark that is used by a person for the purpose of distinguishing or so as to distinguish wares or services manufactured, sold, leased, hired or performed by him from those manufactured, sold, leased, hired or performed by others,

(b)
a certification mark,

(c)
a distinguishing guise, or

(d)
a proposed trade-mark;

- ""use" , in relation to a trade-mark, means any use that by section 4 is deemed to be a use in association with wares or services"

- ""wares" includes printed publications"

- ""certification mark" means a mark that is used for the purpose of distinguishing or so as to distinguish wares or services that are of a defined standard with respect to

(a)
the character or quality of the wares or services,

(b)
the working conditions under which the wares have been produced or the services performed,

(c)
the class of persons by whom the wares have been produced or the services performed, or

(d)
the area within which the wares have been produced or the services performed,

from wares or services that are not of that defined standard"

- ""distinguishing guise" means

(a)
a shaping of wares or their containers, or

(b)
a mode of wrapping or packaging wares

the appearance of which is used by a person for the purpose of distinguishing or so as to distinguish wares or services manufactured, sold, leased, hired or performed by him from those manufactured, sold, leased, hired or performed by others"

- ""proposed trade-mark" means a mark that is proposed to be used by a person for the purpose of distinguishing or so as to distinguish wares or services manufactured, sold, leased, hired or performed by him from those manufactured, sold, leased, hired or performed by others"

- A trademark must be: (flesh out with readings…you missed class for this due to snow day…no internet)


a) A trademark that is defined, that is


b) Registerable (not confusing with another registered trademark)


c) Distinctive (see definition of Trademark in the Act)


d) The applicant for registration must be the person entitled to register it (other works out there)


- This is where other users of the same, or a confusingly similar, trademark, come in

- The application – notice – opposition – registration system is the process used to see that these requirements are observed

- However, even if trademarks are registered, the validity of a trademark may be challenged under s.18


- Challenges registrability, distinctiveness, and abandonment


- You must use a trademark or else you will have been deemed to have abandoned it…see s.18

______________________________________________________________________________________

2) USE

- One idea of trademark law is that trademarks are to be "used"


- However, what "use" means in s.4 is the subject of the case law

- One of the only rights a trademark gives you is exclusive right to use it, and you must use the trademark or else you will have deemed to have abandoned it

- In addition to the definition of "use" in s.2 of the Trademarks Act, there are additional statutory definitions in the Act as being deemed use of a trade mark:

4(1)
When deemed to be used

- "A trade-mark is deemed to be used in association with wares if, at the time of the transfer of the property in or possession of the wares, in the normal course of trade, it is marked on the wares themselves or on the packages in which they are distributed or it is in any other manner so associated with the wares that notice of the association is then given to the person to whom the property or possession is transferred"


- Use of a trademark in association with wares when it is brought to the attention of the buyer


- Brought to the attention of the buyer when property is transferred


- However, mere advertising of wares is not use of the trademark (Clairol)
4(2)
Idem
- "A trade-mark is deemed to be used in association with services if it is used or displayed in the performance or advertising of those services"

- Broader than with physical items…the trademark is used in association with services if it is used in advertising

- In the next case, Clairol's competitors marketed hair colouring products under the trade marks Revlon and Colorsilk, employing advertising brochures and packages which contained colour comparison charts of defendants' and competitive products in which plaintiffs' products were identified by their registered trade marks Miss Clairol and Hair Color Bath

- Clairol claimed Revlon's use was an infringing use as well as a depreciating use so as to depreciate value of goodwill

- B: all language about "registered user system" in the next case is dead law…don't worry about it
Clairol International Corp. v. Thomas Supply & Equipment Co. Ltd. (1968 Ex. Ct. Canada)…s.22

F:
- Clairol was the registered owner of the trade mark MISS CLAIROL as it applied to the sale of hair tinting and colouring preparations…these were used in colour comparison charts by the D's

- Another P, a Canadian subsidiary of the New York-based Clairol, was the registered owner of the trade mark HAIR COLOR BATH as it applied to hair tinting and colouring preparations

- D's are P's competitors in Canada in respect of hair colouring preparations and market their wares under the trade mark REVLON

- The first D prepared and used packages and brochures relating to their wares which were then sold to the second D for resale to beauty salons and dealers such as drug stores and department stores

- These packages and brochures used D's trade marks REVLON and COLOURSILK…however, in addition, the packages and brochures included colour comparison charts in which both of P's trade marks MISS CLAIROL and HAIR COLOR BATH appeared

- The trade mark MISS CLAIROL had been extensively advertised in Canada in association with the P's products and it was admittedly a well-known mark for hair colouring prep throughout Canada

- The trade mark REVLON was also an admittedly well-known trade mark throughout Canada for a line of cosmetic products…however, there was no evidence that it was a well-known trade mark in respect of hair colouring preparations prior to when the complained offences took place 

I:
- Did Revlon infringe Clairol's trademarks and therefore infringe their right of exclusive use?

J:
- Yes, for Clairol…P's entitled to damages and an injunction restraining D's from using the trademarks MISS CLAIROL or HAIR COLOR BATH on either of their packages

- D's were not in violation of ss.. 4(1), 7, or 19 of the Trade Marks Act but were in violation of s. 22

A:
- There were several issues that Thurlow J. ruled on:

a) Was there use within s.4(1) and therefore infringement of the right of exclusive use?

- The placement of the P’s mark on D’s packages was a use by D's of P’s mark within s.4(1)

- Here, Revlon were putting Clairol's trademark on their packages, but wasn't putting it there to infringe the trademark...weren't trying to mislead the public

- Therefore, it's only infringement if you're using the other trademark as a trademark

- This comparison chart only compared colours and was clearly selling Revlon products

- s.4(1) of the Trademarks Act does not consider the reason for putting the mark there, it will be a use merely because it is there

- However, there was no use when the D put it on the brochures because they are not wares and were not viewed at the time of transfer

b) Was there a violation of s.22 by Revlon's packages?

- Deception is not the test prescribed by s. 22, rather the test is the likelihood of depreciating the value of the goodwill attaching to the trade mark, a result which would not necessarily flow from deception and which might result without deception being present

- Goodwill is the benefit and advantage of the good name, reputation, and connection of a business…basically, it is the attractive force which brings in custom

- In other words, goodwill is the one thing which distinguishes an old-established business from a new business at its first start

- To "depreciate the value" of goodwill means simply to reduce in some way the advantage of the reputation and connection

- The use by Revlon of the registered trademarks of Clairol on packages of Revlon was contrary to s. 22 of the Trade Marks Act in that such use depreciates the value of the goodwill associated with such registered trademarks


- B: whole idea of using Clairol's trademarks was to persuade customers to Revlon

- B: odd judgment…can't use competitors trademark (ie: in comparative advertising) without violating s.22 according to Thurlow J.
- A person may not use his competitor's trade mark for the purpose of appealing to his competitor's customers in an effort to weaken their habit of buying what they bought before or the likelihood that they would buy his competitor's goods or whatever binds them to his competitor's goods so as to secure the customer for himself

- This is not only calculated to depreciate and destroy his competitor's goodwill but it is using his competitor's trade mark for this purpose

c) Violation of s.7 by the packages of the D

- s.7 of the Trade Marks Act was not applicable to the use by the defendants of the colour comparison charts on packages – this is not covered in the case book

- Therefore, the defendants' representations did not falsely describe defendants' products in a material respect and so violate s. 7(d)

- B: s.7(e) subsequently declared unconstitutional…don't worry about it

- B: s.7(d) on misleading the public upheld in Kirkbi but not applicable here…nothing false
d) Violation of s.19 by the packages of the D

- s.19 of the Trade Marks Act was not applicable to the use by the defendants of the colour comparison charts on packages because although it was a use, it was not a use for the purpose of distinguishing the wares made by the D

- ie: it was not being used “in respect of those wares” [made by the D] as required by the closing words of s.19

- D was not using the marks to distinguish the origin of the goods, but to provide a comparison of different hair colours

R:
- Thurlow J. holds that section 22 was violated by Revlon using Clairol's trademark on an advertising package so as to try and persuade Clairol customers to switch to using Revlon's products, thus damaging the competitor's goodwill; however, using on the brochures was OK

- B: Australian case (1994 CA) where Banana recording company put out a past recording of a Rolling Stone concert, and packaging made it clear it was an unauthorized recording…RS managers claim that it was an unauthorized use of the Rolling Stones registered trademark…Federal CA split 2-1…Dissent held that putting "Rolling Stone" on packaging acted as a magnet for purchaser and thus was infringing…Majority held that they weren't using Rolling Stone to indicate the source of the trademark, but rather the clarification "unauthorized recording" made it clear it wasn't authorized by the Rolling Stones

- Therefore, the mere fact of putting the name on the package is not sufficient as long as you make it clear it is not coming from the owner of the trademark…just clarifying what you are selling (s.4(1))


- It only infringes if it depreciates the value of the goodwill of the trademark owner (s.22)

______________________________________________________________________________________

3) TO DISTINGUISH WARES OR SERVICES
- Q: what does it mean in the Act to "distinguish wares or services"?

- The next case turned on the same issue as Kirkbi was decided upon: the relationship between patent protection and trademark protection…

- It is an example of where the validity of the trademark and the validity of the registration is challenged years after it was in place
Canadian Shredded Wheat Co. v. Kellogg Co. (1938 PC)…Descriptive name not distinctive unregistrable

F:
- Canadian Shredded Wheat ("CSW"), for over 30 years, manufactured and sold "shredded wheat", and, until 1914, when the patent expired, were the sole vendors of the article in Canada

- The apparatus for the manufacture of the product was also protected by patent, which expired in 1919, when the appellants' monopoly ceased

- In 1928, Kelloggs registered in 1928 the words "shredded wheat" as their trademark to be applied to the sale of biscuits and crackers, and in 1929 the same words were registered as their trade mark to be applied to the sale of cereal foods

- However, in 1934, Kellogg started to sell biscuits of shredded wheat in Canada made by substantially the same process…biscuit was of the same shape as, but smaller, and the carton in which the biscuits were contained was quite different

- CSW claimed an injunction to restrain Kellogg from infringing their registered trademark "shredded wheat," and, alternatively, an injunction to restrain respondents from, by a use of the same words or any words only colourably differing therefrom, passing off their biscuits as CSW's biscuits

- Kelloggs, however, claimed the trademark was not valid because the mark wasn't distinguishable

I:
- Was the trademark valid?

J:
- No, for Kelloggs

A:
- CSW were in no way using the words "shredded wheat" as indicative of the origin of the goods contained in their carton, but only as descriptive of those goods

- The words, which were both the name of, and descriptive of, the invented product, had not acquired the secondary meaning of being distinctive of goods manufactured exclusively by CSW

- B: it's an exact description of the product…it's how it looks…in order for it to be distinctive, it would have to convey to the public not just how it looks but who made it


- Here, the mark hadn't been used to distinguish the wares from their competitors


- CSR tried to prove that the public knew that "shredded wheat" was associated with them
- However, it was clear from the use made of them by the company in their cartons and advertisements that "shredded wheat" was not associated with them

- ie: words "original shredded wheat" in ads implied there could be "non-original shredded wheat"

- Mark was descriptive only and never acquired a secondary meaning with the public, as what CSR didn't do anything to give the name "shredded wheat" a secondary meaning

- PC suggested that while CSR had the patent, they should've given "shredded wheat" some unusual name, and keep calling it that when the patent expired

- Instead, can't just use a descriptive/generic name while holding a patent, wait for it to expire, and try to protect the generic name…ie: "miracle wheat" might have built up goodwill for that brand

- Therefore, since CSR couldn't prove the trademark had acquired the distinctive quality of a brand over time, requisite secondary meaning of exclusive distinctiveness had not been established

- The registration of the appellant company's trade mark "shredded wheat" was invalid because it wasn't distictive, and therefore action for infringement failed

- Once it was established, as here, that the words "shredded wheat" were both the name of a product and descriptive of it, an action for passing off through the use of those words failed as well
- If the public doesn't think of "shredded wheat" as distinctive of CSR's product, it has no goodwill in the name as indicating CSR's product, and therefore there's no action for passing off

- Note: the circumstances of this case are exceptional in trademark and passing off cases

- The company seeking exclusive rights had originally manufactured under patents granted in respect of the article itself and in respect of the machinery used in its manufacture

- They had therefore enjoyed a monopoly which had expired, and this fact would necessarily limit their right after the expiry of their patent to register a trade mark which would virtually extend their monopoly

- B: the issue of generic names is usually made at the time of registration, as one of the registrability rules is the name can't be descriptive…unusual case because "shredded wheat" got past the registrar
R:
- Distinctiveness is usually where validity of the trademark turns, and where a trademark is capable of being simply a distinctive name, it is not a valid trademark
- The next case was an appeal from a decision of the Federal Court dismissing Tommy Hilfiger's claim for infringement of their registered Crest Design trade-marks, which were used in association with clothing for men and boys…

Tommy Hilfiger Licensing Inc. v. International Clothiers Inc. (2004 FCA)…Overall effect over intent

F:
- In November 1994, International Clothiers ("IC") , a clothing retailer operating clothing stores, purchased cheap knock-off Tommy shirts featuring Hilfiger's Crest Design from a supplier in Pakistan

- The shirts were sold through IC's stores between February or March and September 1995 even though IC wasn't licensed to sell the appellants' wares or wares associated with TH's Crest Design

- TH started legal actions in the USA in September 1995, and in the Federal Court of Canada in 1998

- After the Canadian legal proceedings started, IC purchased from a supplier in California boys' shorts sets featuring a crest similar to that of Hilfiger's Crest Design

- These shorts sets were sold by IC through its stores before mid-1998

- TJ concluded that Hilfiger had not used its crest design as a trade-mark so as to distinguish its wares from those of others, and that IC did not intend to use the crest design as a trademark

- Intent could not be inferred on the basis only of the purchases

- Consequently, TJ concluded that Hilfiger's trade-marks had not been infringed

- However, TJ went on to determine, on assumption that he was in error, that the use of Hilfiger's crest design as a trade-mark would likely cause confusion, and thus IC was liable for passing off

- Tommy now challenges TJ's dismissal of their claim for trademark infringement

- IC claims that the label on the back of the shirt is an IC label, not Tommy's, and the Tommy Crest is simply decorative…no suggestion it's being used as a trademark because it's clear it's an IC shirt

I:
- What is the meaning of the words "used ... for the purpose of distinguishing or so as to distinguish" found in the definition of the word "trade-mark" in section 2 of the Trademarks Act? To what extent is intent relevant when distinguishing wares or services?

J:
- For Tommy Hilfiger, IC liable both for passing off and for infringing use of the trademark

A:
- CA held that the TJ erred in concluding that IC had not used its crest design mark as a trade-mark

- He erred in adopting an interpretation of the Trademarks Act which required proof that the user had intended to use his mark for the purpose of distinguishing his wares from those of others 

- Learned authors have opined that the words used in s.2 to define "trade-mark" do not lead to the conclusion that a showing of intent is necessary to a finding that a mark has been used as a trade-mark 

- The user's intention and public recognition are relevant considerations, and one or the other may be sufficient to demonstrate that the mark has been used as a trade-mark
- The fact that the mark may have been affixed to the wares for the purpose of ornamentation is not a bar to a finding that the mark was used as a trade-mark

- Here, IC's crest design served purpose of indicating the origin of Tommy Hilfiger and, therefore, was used as a trademark

- IC's Crest Design trade-marks had acquired distinctiveness and consequently served to indicate that Tommy Hilfiger were the source or origin of the articles of clothing with which the marks were associated

- Two factors why the crest design generated confusion in the minds of the public:

a) IC's crest design was very similar to that of Tommy's

b) The design was placed in the same position on the breasts of shirts where the Crest Design trade-marks were placed

- These factors led the TJ to conclude that IC's marks were confusing in that the consumer would consider that the source of IC's wares was Tommy's and hence, the respondent's crest "served the purpose of indicating origin"

- Whether IC intended to use its mark for the purpose of indicating origin was irrelevant since, in fact, the design served that purpose
- B: policy of the Act is that infringement actions aren't just a product of intent, but also of effect

- Like passing off…if some section of the public assumes that the IC shirts are actually Tommy Hilfiger shirts, IC is using Tommy's trademark improperly and are liable for infringement

- Trademark Act protects your right to use your registered trademark only to products you want so that your mark doesn't get diluted/eroded by other companies using the mark on inferior products
- In view of the TJ's conclusion that IC's use of its crest design as a trademark would likely cause confusion, Tommy succeeded in demonstrating that their exclusive use of the Crest Design trade-marks was infringed

R:
- Infringement of trademarks is defined by whether the mark is used to indicate the source of the goods, and analysis is concentrated on the effect of the use, not the intent
- B: the $15 Louis Vuitton handbag is still infringement, as while everybody knows it not a real bag, it's clear it's being used for the purpose of indicating origin


- If this use wasn't protected, Louis Vuitton would lose all control over its brand


- Not passing off here, as must show confusion in minds of the public

- However, use of a trademark not defined by confusion…it's defined by use of the trademark to indicate the source of the goods, such as with knockoff goods
______________________________________________________________________________________

II. REGISTRATION OF TRADEMARKS

1) CONDITIONS FOR REGISTRATION – GENERAL
- Policy: to set up a harmonious set of trademarks that provides to valid trademark owners a monopoly on their trademark throughout Canada

- This gives valid trademark owners a right of exclusive use throughout Canada in association with the wares or services specified in its registration
- This also gives owners the right to have a monopoly over a mark in association with specific kinds of wares and services, and maintain its distinctiveness by policing unauthorized use in Canada

- It also gives reciprocal rights in other countries to get the mark registered internationally

- To obtain this purpose, certain marks are prohibited (s.9) and must maintain distinctive, both at the time of registration and afterwards
- The rights conferred by registration are defined by s.19 of the Act:

19
Rights conferred by registration

- "Subject to sections 21, 32 and 67, the registration of a trade-mark in respect of any wares or services, unless shown to be invalid, gives to the owner of the trade-mark the exclusive right to the use throughout Canada of the trade-mark in respect of those wares or services"

- In general, a trademark must be:


a) A trademark as defined, that is


b) Registrable, and


c) Distinctive, and 


d) The applicant for registration must be the person entitled to register it

- To register a trademark (other than a certification mark or a distinguishing guise), a number of conditions must be satisfied, including the main registration section in s.12:


a) The mark must be a trademark as defined in s.1

- This means, among other things, that it must actually be used (not necessarily in Canada) to distinguish the applicant's wares and services from the wares and services of others

- Alternatively, if the application is for a proposed trademark, it must be proposed so to be used

- Details of the actual use and the proposed use must be given in the application (see s.30(b) and (e)), including the specific wares or services in association with which the mark has been or is proposed to be used


b) The mark must be registrable within the meaning of s.12(1)



- Basically, it must not fall into one of the classes of unregistrable marks listed in s.12(1):

12(1) When trade-mark registrable
- "Subject to section 13, a trade-mark is registrable if it is not

(a)
a word that is primarily merely the name or the surname of an individual who is living or has died within the preceding thirty years;



- See cases for the "primarily merely" test

(b)
whether depicted, written or sounded, either clearly descriptive or deceptively misdescriptive in the English or French language of the character or quality of the wares or services in association with which it is used or proposed to be used or of the conditions of or the persons employed in their production or of their place of origin;

(c)
the name in any language of any of the wares or services in connection with which it is used or proposed to be used;

(d)
confusing with a registered trade-mark;

(e)
a mark of which the adoption is prohibited by section 9 or 10;

- Note: s.9 is a list of prohibited marks, including the “scandalous, obscene or immoral” one in para. 9(1)(j). Then s. 12 refers to s. 9, as well as other provisions, in listing what is not registrable. The provision that allows you to register even a descriptive name, if it has acquired distinctiveness (i.e. the kind of “secondary meaning” that SHREDDED WHEAT did not have) at the time of filing the application, is s. 12(2).
(f)
a denomination the adoption of which is prohibited by section 10.1;

(g)
in whole or in part a protected geographical indication, where the trade-mark is to be registered in association with a wine not originating in a territory indicated by the geographical indication;

(h)
in whole or in part a protected geographical indication, where the trade-mark is to be registered in association with a spirit not originating in a territory indicated by the geographical indication; and

(i)
subject to subsection 3(3) and paragraph 3(4)(a) of the Olympic and Paralympic Marks Act, a mark adoption of which is prohibited by subsection 3(1) of that Act"

12(2) Exception for trademarks used by the applicant so as to have become distinctive
- "A trade-mark that is not registrable by reason of paragraph (1)(a) or (b) is registrable if it has been so used in Canada by the applicant or his predecessor in title as to have become distinctive at the date of filing an application for its registration"


c) The applicant must be the person entitled to registration as provided by s.16
16(1) Registration of marks used or made known in Canada
- "Any applicant who has filed an application in accordance with section 30 for registration of a trade-mark that is registrable and that he or his predecessor in title has used in Canada or made known in Canada in association with wares or services is entitled, subject to section 38, to secure its registration in respect of those wares or services, unless at the date on which he or his predecessor in title first so used it or made it known it was confusing with

(a)
a trade-mark that had been previously used in Canada or made known in Canada by any other person;

(b)
a trade-mark in respect of which an application for registration had been previously filed in Canada by any other person; or

(c)
a trade-name that had been previously used in Canada by any other person"


d) Even if registration takes place, it may be invalid under s.18
18(1) When registration invalid

- "The registration of a trade-mark is invalid if

(a)
the trade-mark was not registrable at the date of registration,

(b)
the trade-mark is not distinctive at the time proceedings bringing the validity of the registration into question are commenced, or

(c)
the trade-mark has been abandoned,

and subject to section 17, it is invalid if the applicant for registration was not the person entitled to secure the registration"

______________________________________________________________________________________

2) PROCEDURE FOR REGISTRATION

- B: Key point here is the application process

- The major steps involved in registration are:


a) Choosing the trademark


b) Conducting a search of the register of trade marks



- See s.26 (register of trade marks) and s.28 (indexes to the register)


c) Filing an application


- See contents set out in s.30 (just sets out all things that must be filed with the Registrar)


d) Examination of the application by the Registrar of Trademarks


e) Register may refuse



37(1) When applications to be refused

- "The Registrar shall refuse an application for the registration of a trade-mark if he is satisfied that

(a)
the application does not conform to the requirements of section 30,

(b)
the trade-mark is not registrable, or




- See cases…ie: mark is "primarily merely" a surname

(c)
the applicant is not the person entitled to registration of the trade-mark because it is confusing with another trade-mark for the registration of which an application is pending,
- ie: another application for same or confusingly similar mark is still pending, so getting application to the Registar is beneficial
and where the Registrar is not so satisfied, he shall cause the application to be advertised in the manner prescribed"


f) Registrar advertises the application


- Goes onto the Canada Gazette or the internet


g) Opponents can challenge trademark
17(1) Effect of registration in relation to previous use, etc.
- "No application for registration of a trade-mark that has been advertised in accordance with section 37 shall be refused and no registration of a trade-mark shall be expunged or amended or held invalid on the ground of any previous use or making known of a confusing trade-mark or trade-name by a person other than the applicant for that registration or his predecessor in title, except at the instance of that other person or his successor in title, and the burden lies on that other person or his successor to establish that he had not abandoned the confusing trade-mark or trade-name at the date of advertisement of the applicant’s application"

- They may raise defects in documentation, problems with registration, or whether the individual is entitled to register the mark

- ie: protection for unregistered trademark if a company has been using a name


h) Board hears case, and can appeal to Federal Court


i) Onus on applicant to show it meets registration requirements



- Opponents can simply raise registrability issues, and then applicant must discharge onus


j) Receive certificate of trademark


- Must use it within 3 years
- See s.17(1), as opponent is restricted to persons who have a confusingly similar mark due to conflict with a particular mark

- However, anybody can challenge the distinctiveness of the mark because there's no capacity in the mark to distinguish it from the wares/services of others

- These arguments, while different issues (see Conzorzio), are sometimes confused

- Also note that registrability (confusingly similar) is determined at the time of registration

- However, marks that are properly registered may face distinctiveness challenges post-registration if it acquires qualities that make it lose its distinctiveness

______________________________________________________________________________________

3) TRADE MARKS THAT ARE NOT REGISTRABLE (OTHER THAN BECAUSE OF CONFUSION WITH A REGISTERED TRADE MARK)
A) INTRODUCTION
- Both the "primarily merely" and "deceptively misdescriptive" prohibitions are subject to the exception in s.12(2), where if a party can prove that a mark has acquired distinctiveness (ie: a secondary meaning) in the public's mind, it can be registrable

- Therefore, a mark that isn't registrable at first instance can later become registrable because it has acquired distinctiveness through use in the marketplace

- However, this does not apply to a mark that is simply the name of the wares or services (section D)

- Additionally, under s.38, Registrar must limit registration to wares and geographic area to which it has been registered

- Therefore, makers won't get their wares registered over an area that is broader than the area of which it has acquired distinctiveness

______________________________________________________________________________________

B) PRIMARILY MERELY NAME OR SURNAME

- The policy of the "primarily merely" rule is to prevent the pre-emption of personal names
- See this section of the Trademarks Act:

12(1) When trade-mark registrable
- "Subject to section 13, a trade-mark is registrable if it is not

(a)
a word that is primarily merely the name or the surname of an individual who is living or has died within the preceding thirty years;

- This prohibition applies, irrespective of whether the name or surname the applicant wants to register as a trade mark is the applicant's own

- B: 30 years has no historical significance…just while there's a living memory of somebody

12(2) Mark already distinctive when application is filed
- "A trade-mark that is not registrable by reason of paragraph (1)(a) or (b) is registrable if it has been so used in Canada by the applicant or his predecessor in title as to have become distinctive at the date of filing an application for its registration"

- In other words, if the applicant can show that the name or surname has in fact been used as a trade mark and as a result has become distinctive of the applicant's wares or services at the date of filing the applicant, the mark is registrable

- If this section applies, the Register must restrict the registration to the wares or services in association with which the trade mark is shown to have been used so as to become distinctive

- B: examples include Tommy Hilfiger, Yves St. Laurent, Ralph Lauren, ect…

- B: for new names, they have to be on the market for a while to get distinctive, so can't pre-emptively register names, so differs from other marks where a proposed mark can be registered that hasn't captured the mind of the public yet

- B: can register names that would otherwise be unregistrable if it's included in a design…however, have to disclaim the name and only use it in the design itself

- Note: The Exchequer Court of Canada was the predecessor to the Federal Court of Canada

- In the next case, the Registrar of Trade Marks refused an application for registration of the mark "FIOR" as a proposed trade mark for use on wares described as direct reduction iron ore…

Standard Oil Co. v. Registrar of Trade-Marks (1968 Ex. Ct. of Canada)…Acronym as surname registered

F:
- While FIOR is a made-up name (think "Exxon"), it was an acronym for direct reduction iron ore

- However, the Registrar refused registration on the ground that since the word has no dictionary meaning but appears in directories in Toronto and Montreal as a surname, it is considered to be "primarily merely" a surname and unregistrable by virtue of s. 12(1)(a) of the Trade-Marks Act
- Standard Oil argues that FIOR is not "a word" where it appears at the beginning of s.12(1)(a), or alternatively the fact that FIOR appears in the directories of certain Canadian cities as a surname is not a proper evidentiary basis for concluding that it is the surname of an individual

- In other words, Standard Oil argues that FIOR is not "primarily merely" a surname

I:
- Should the word be registered as a trademark?  Is FIOR "primarily merely" the name or surname of an individual?

J:
- Yes, for Standard Oil, "FIOR" gets registered and isn't "primarily merely" the name of a person

A:
- On the first argument, it was open for Registrar to conclude that since FIOR appeared in directories in Canada, the balance of probability is that there are individuals in Canada whose surname is FIOR

- On the second argument, on the evidence, FIOR is a word that is the surname of an individual who is living in Canada…question is "whether FIOR is 'primarily merely' such a word

- The "primarily merely" test of registrability under s. 12(1)(a) of the Trade Marks Act is:

- "What, in the opinion of the Registrar or the Court as the case may be, would be the response of the general public of Canada to the word sought to be registered"

- Here, a person in Canada of ordinary intelligence and education in English or French would be just as likely, if not more likely, to think of the word FIOR as a brand or mark of some business as to respond to it by thinking of some family of people

- FIOR is probably not primarily a word that is a surname of an individual but is certainly not primarily merely such a word…ie: it does not satisfy the “primarily merely” standard in s.12(1)(a)

- Policy: court can't believe that s.12(1)(a) was intended virtually to eliminate the creation of new words for purposes of proposed trade marks

R:
 - The test for registrability under s.12(1)(a) is what, in the opinion of the Registrar of Trademarks or the Court, as the case may be, would be the response of the general public of Canada to the word
- In the next case, another surname was under debate for registrability…

Gerard Horn Invts. Ltd. v. Registrar of Trade-Marks (1983 Fed. Ct. TD)…Can register fictitious names

F:
- Applicant applied to register the words "Marco Pecci" as a trade mark in association with ladies wearing apparel…made up to share in acclaim accorded to foreign designers and have market appeal


- Registrar rejected it under s.12(1)(a), claiming the mark was primarily merely the name of individual


- s.12(1)(a) impedes registration of a fictitious name as trade mark that coincides with a name borne by someone now living or borne by someone who has died within the last 30 names


- Gerard Horn admits that "Marco Pecci" is a name…however, argued that they made it up for business

I:
- Is the "Marco Pecci", which is clearly a name, registrable as a trademark?

J:
- Yes, for Gerard Horn

A:
- 2 steps in a s.12(1)(a) "primarily merely" test analysis:

a) Determine whether the word or words sought to be registered in the name is the name or surname of a living individual, or an individual who has recently died

b) When this condition precedent is satisfied, and only then, consider the question whether the trademark applied for is "primarily merely" a name or surname rather than something else

- Here, without any indication whatsoever that evidence others had the name "Marco Pecci", the examiner went to step 'b' and applied the "primarily merely" test



- After the fact, there was evidence of at least two living persons in Canada with Pecci surname



- However, the trademark sought to be registered is not Pecci, it's MARCO PECCI

- Therefore, while the name Marco Pecci is "primarily merely" a surname, it cannot be the name of an individual if there is no evidence of such a person
R:
- It is not enough that a fictitious name may resemble the name that could be borne by an actual person or might be though by the public to be names or surnames; that thought only becomes material when it is established by evidence that there is a living person of the name or surname
- B: difficult case where there is a fictitious name and some people have it...while it's "primarily merely" a surname, would have to argue there's no evidence with living persons of that name


- ie: "Ronald McDonald" not registered, as referenced in Gerard Horn
- Policy: don't want individuals taking names of famous persons and attaching it to wares (unless dead over 30 years) or individuals monopolizing their own names

______________________________________________________________________________________

C) CLEARLY DESCRIPTIVE OR DECEPTIVELY MISDESCRIPTIVE
- This is a bigger issue than the "primarily merely" issue, because while that issue can only pop up at the time of registration, distinctiveness issues can arise either at time of registration or post-registration
- Policy: shouldn't allow individuals to register as trademarks words and getting a monopoly over regular words, and the Act should police the authenticity of what is advertised and prevent deception of public

- See the Trademarks Act:

12(1) When trade-mark registrable

- "Subject to section 13, a trade-mark is registrable if it is not

(b)
whether depicted, written or sounded, either clearly descriptive or deceptively misdescriptive in the English or French language of the character or quality of the wares or services in association with which it is used or proposed to be used or of the conditions of or the persons employed in their production or of their place of origin"

- As market assumed to operate only in English and French, problems don't arise with other languages like Italian, Spanish, Chinese, Japanese, ect…

- "Clearly descriptive" = obviously descriptive term

- "Deceptively misdescriptive" = prohibit terms public might take seriously

12(2) Exception
- "A trade-mark that is not registrable by reason of paragraph (1)(a) or (b) is registrable if it has been so used in Canada by the applicant or his predecessor in title as to have become distinctive at the date of filing an application for its registration"

- General rule is that a descriptive term can't be distinctive unless it has acquired a secondary meaning (ie: "Shredded Wheat" brand)

- However, under s.12(2), this general rule can be overcome if an individual can prove that the term has become descriptive of their wares

- s.12(1) doesn't allow an individual to register as a trademark the word "lantern" when manufacturing "lanterns", as it's "clearly descriptive"

- It also protects consumers from misleading brands from trademarks that are "deceptively misdescriptive"…ie: "true gold" trademark for fake gold products is prohibited

- However, "wonderful pet food" is acceptable because general public wouldn't take it seriously

Drackett Co. of Canada v. American Home Products Corp. (1968 Ex. Ct. of Canada)…Ad slogan not OK

F:
- American Home Products filed an application for proposed mark ONCE-A-WEEK in association with floor cleaners

- The appellant/opponent, Drackett, opposed the application on the ground that the mark is clearly descriptive of the quality or character of the wares and that it was non-distinctive

- Claimed public would confuse "ONCE-A-WEEK" with slogan for their Drano floor cleaner

- Brackett was able to register their advertising slogan in Canada (allowed in USA), but prohibited in Canada unless it was put on the package being used in association with their wares or services

- The Registrar of Trade Marks rejected opposition and registered the mark…Drackett now appeals

I:
- Should the mark be registered?  Is the mark "ONCE-A-WEEK" purely descriptive?

J:
- No, for Brackett…the mark is descriptive of the quality of the wares because it indicates to the consumer that "ONCE-A-WEEK" is so good that it will keep floors clean for an entire week

A:
- As a matter of first impression, the mark ONCE-A-WEEK is clearly descriptive of the character or quality of the wares on which it is proposed to be used, namely, a floor cleaner

- A person faced with a floor cleaner described as ONCE-A-WEEK would assume that the product need only be used weekly and would endure for that period of time

- Therefore, this is an attribute or property that has a direct reference to the durable and excellent quality of the product

- The proposed mark clearly implies that the product with which the mark is associated is to be used weekly and this is a direct reference to its character

- The Court should not substitute its opinion for that of the Registrar

- The Registrar must, however, in exercising his discretion act judicially

- However, here, the Registrar acted on a wrong principle in rejecting the opposition

- No person properly addressing himself to the question to be decided could come to any conclusion with reference to the expression ONCE-A-WEEK used in association with a floor cleaner except that it is clearly descriptive within the meaning of s. 12(1)(b) of the Trade Marks Act

- Note: When the Court considers that a tribunal property addressing itself to the issue could not have reached the result it reached, it will conclude that the tribunal, whether administrative, quasi-judicial, or judicial, must have acted on a wrong principle and therefore non-judicially

R:
- A word can be purely descriptive and thus not registrable if it simply implies that the product with which the mark is associated is to be used in a particular way and thus makes a direct reference to its character

S. C. Johnson & Son Ltd. v. Marketing International Ltd. (1980 SCC)…Common terms not registrable

F:
- The plaintiffs, S. C. Johnson & Son, in an action for trade mark infringement, relied upon a registration for the mark OFF! as applied to a personal insect repellent

- The mark had been extensively used in Canada from 1957; it was the leading brand of insect repellent

- In the advertising of the plaintiff a direct or an oblique reference to bugs appeared

- The defendant used the trade mark BUGG OFF as applied to a pre-treated insect repellent cloth

I:
- Was the mark not registrable because it wasn't desciptive?

J:
- Yes, OFF not registrable

A:
- There was no appreciable difference between “BUGZOFF” and “BUGG OFF”, and insecticides and insect repellents are not in different categories of wares…since the trade marks are confusing, the plaintiffs are entitled to succeed 

- OFF! is a mark adapted to distinguish

- A well-known word in the English vocabulary may constitute a valid trade mark

- The wares are sold through identical outlets

- The wares are identical

- The ideas suggested by the marks are identical. 

- The word "off" standing alone is a word without meaning…derives its meaning from its context

R:
- If a term conveys to the public a purely descriptive meaning, or uses a common word that is too close to the product, it is not registrable

- Note: after this case, the company used a design with "OFF" around it, which was registered…over time, as the public became aware of "OFF", they were able to successfully register the term "OFF" under s.2 as it had acquired sufficient distinctiveness over time and was used in association with certain wares

- In the next case, Parma producers (like "Advocaat" producers) were trying to protect a geographical location for their proscuitto cheese by claiming Canadian cheese was "deceptively misdescriptive"…

Consorzio Del Prosciutto Di Parma v. Maple Leaf Meats Inc. (2001 Fed. Ct. TD)…Parma sufficient

F:
- Application by Conzorzio to expunge Maple Leaf's trade-mark "Parma" from register of trade-marks

- The "Parma" trade-mark was registered in 1971 for use in association with various meat products

- Maple Leaf, the respondent, continued to use the packaging used by the previous owner, which featured red, white and green colours and words taken from the Italian language

- Conzorzio, an association of prosciutto producers located in Parma, Italy was founded in 1963 and established a mark for members to display in association with their prosciutto which consisted of the word "Parma" within a crown design

- Since 1970, Italy has had laws which adopted the Consorzio's production, quality control and marking rules, and since 1978 the Consorzio has been responsible under Italian law for regulating the production of prosciutto di parma and the use of the prosciutto di parma marks…however, Consorzio didn't start to conduct business in Canada until 1997

- By then, they claimed market awareness had changed and the distinctiveness had been lost

I:
- Was the mark was deceptively misdescriptive at the time it was registered in 1971?

- At the date that these proceedings started in 2000, was there was any measurable association amongst members of the Canadian public between the word "Parma" and both a region in Italy and meat products, thus rendering the trade-mark invalid for lack of distinctiveness?

J:
- No, for Maple Leaf, application dismissed

A:
- On first issue, test for whether "Parma" trade-mark was deceptively misdescriptive in 1971 was: 

- "Whether the general public in Canada would be misled into the belief that the product with which the trade-mark was associated had its origin in the place of a geographic name in the trademark"

- Here, a consumer of ordinary intelligence and education in 1971 would not have assumed that prosciutto bearing the "Parma" mark originated from Parma, Italy, and was produced according to the standards regulated by the Consorzio

- Given this finding, the Court disregarded the argument that "Parma" should be expunged because geographical names are considered "common property" and that "Parma" is probably a word that other traders would choose to use in association with the sale of meat products

- Since Consorzio couldn't prove deception among the general public, their first claim failed

- B: a lot of Canadians would've known that Parma was in Italy in 1971…but whatever…

- Policy: although protecting the consumer from deception as to the source and/or quality of wares is one of the aims of the legislation, so too is protecting trade-mark owners from unfair competition

- This policy is part of the larger goal of ensuring stability in the marketplace, allowing the owners of registered trade-marks to invest in building up goodwill surrounding their valid and registered trade-marks

- This is particularly important in a case such as this where the respondent and its predecessors in title have been using the trade-mark for over 26 years

- On the second issue, the test for distinctiveness in 2000 was:

- "Whether or not the ordinary consumer in the market for that type of product would likely be deceived as to the source of the product"

- Here, Maple Leaf's trade-mark carried a presumption of validity, and the onus was on Conzorzio to show that the mark was not distinctive (eventually failed to discharge its onus)

- Distinctiveness must be measured in the Canadian marketplace alone
- Survey evidence regarding the distinctiveness of a trade-mark should usually measure the recognition of that mark by the general consumer and not by specialized consultants

- Much of the applicant's evidence came from people with a special knowledge of the Italian food industry in Canada and in Italy

- However, such evidence was not representative of the knowledge held by the typical Canadian consumer of average intelligence and education

- Also, Conzorzio's studies were done to demonstrate that the "Parma" trade-mark was deceptively misdescriptive…therefore, such evidence had no bearing on the issue of distinctiveness

- Since no evidence that Maple Leaf's Parma brand had lost its distinctiveness in the minds of the Canadian public, Conzorzio failed to discharge its onus

- Additionally, the repeated assignment of the mark did not lessen Maple Leaf's rights
- The trade-mark was acquired by Maple Leaf and various predecessors in title through a valid process of succession which traces the ownership of the trade-mark back to its original owner

- Conzorzio failed to demonstrate that the trade-mark was ever separated from its goodwill as a result of any of these acquisitions and thereby failed to show that the trade-mark lost its distinctiveness through this succession of ownership

- Finally, Conzorzio also tried to argue that the respondent's "faux-Italian" packaging, which was used in association with the "Parma" trade-mark, eroded the distinctiveness of the mark

- The "get-up" associated with a trade-mark is irrelevant where an applicant seeks expungement

- The use of packaging (ie: the "faux-Italian" get-up) is relevant only with respect to the question of deceptive misdescriptiveness, not to the question of distinctiveness of the trade-mark

R:
- Deceptively misdescriptive and distinctiveenss are two different issues, the former of which can only be raised at the time of registration and the latter can be raised at any time

______________________________________________________________________________________

D) NAMES OF WARES OR SERVICES

- See the Trademarks Act:

12(1) When trade-mark registrable

- "Subject to section 13, a trade-mark is registrable if it is not

(c)
the name in any language of any of the wares or services in connection with which it is used or proposed to be used"



- ie: can't register trademark tag from trademark products, such as "restaurant"

- Note that this is not subject to the exception in s.12(2)…distinctiveness from use over time doesn't apply

______________________________________________________________________________________

E) PROHIBITED MARKS AND OFFICIAL MARKS

- See the Trademarks Act:


9(1)
Prohibited Marks
- "No person shall adopt in connection with a business, as a trade-mark or otherwise, any mark consisting of, or so nearly resembling as to be likely to be mistaken for"...
- See long list of prohibited marks in s.9(1), most of which have to do with government

- ie: Royal Arms Crest, scandalous or obscene materials, any matter that falsely suggests a connection with any living individual

- Most common usage is paragraph 'n'…see below


10
Further prohibitions
- "Where any mark has by ordinary and bona fide commercial usage become recognized in Canada as designating the kind, quality, quantity, destination, value, place of origin or date of production of any wares or services, no person shall adopt it as a trade-mark in association with such wares or services or others of same general class or use it in a way likely to mislead, nor shall any person so adopt or so use any mark so nearly resembling that mark as to be likely to be mistaken therefore"

10.1
Further prohibitions

- "Where a denomination must, under the Plant Breeders' Rights Act, be used to designate a plant variety, no person shall adopt it as a trade-mark in association with plant variety or another plant variety of the same species or use it in a way likely to mislead, nor shall any person so adopt or so use any mark so nearly resembling that denomination as to be likely to be mistaken therefore"

12(1) When trade-mark registrable

- "Subject to section 13, a trade-mark is registrable if it is not

(g)
in whole or in part a protected geographical indication, where the trade-mark is to be registered in association with a wine not originating in a territory indicated by the geographical indication;

(h)
in whole or in part a protected geographical indication, where the trade-mark is to be registered in association with a spirit not originating in a territory indicated by the geographical indication"

2
Definitions

- ""geographical indication" means, in respect of a wine or spirit, an indication that

(a)
identifies the wine or spirit as originating in the territory of a WTO Member, or a region or locality of that territory, where a quality, reputation or other characteristic of the wine or spirit is essentially attributable to its geographical origin, and

(b)
except in the case of an indication identifying a wine or spirit originating in Canada, is protected by the laws applicable to that WTO Member"

- The next case involves a dispute over s.9(1)(n)(iii) of the Trademarks Act:

9(1)
Prohibited marks
- "No person shall adopt in connection with a business, as a trade-mark or otherwise, any mark consisting of, or so nearly resembling as to be likely to be mistaken for,

(n)
any badge, crest, emblem or mark
(i)
adopted or used by any of Her Majesty’s Forces as defined in the National Defence Act,



- ie: military symbols or names

(ii)
of any university, or 



- See Royal Roads University…ie: UBC logo
(iii)
adopted and used by any public authority, in Canada as an official mark for wares or services"



- This is the big one…gov't can adopt a mark by simply announcing it



- Therefore, official marks of public authorities subject to almost no restrictions

11
Further prohibitions
- "No person shall use in connection with a business, as a trade-mark or otherwise, any mark adopted contrary to section 9 or 10 of this Act or section 13 or 14 of the Unfair Competition Act, chapter 274 of the Revised Statutes of Canada, 1952"

- See whole of section 9…stupid internet is down again:

- Government or "public authority" must request the Registrar to give public notice of the adoption and use of the crest, mark, emblem, or badge

- B: nothing about challenges…only need a request from the government or "public authority", and then the Registrar has no discretion whatsoever other than to register the "mark" as an "official mark"

- Consequence of becoming an "official mark" means that "no person shall adopt in connection with a business, as a trade-mark, or otherwise, any mark consisting of, or so nearly resembling as to be likely to be mistaken for" the "official mark"

- B: this means if you are using a mark, and after the gov't registers it as an "official mark", that's OK, as s.9(1) only prohibits prospective adoption, not retrospective cancellation of marks already adopted

- The next case illustrates how the courts go about sorting out the "official marks" provision and what bodies constitute a "public authority" and enjoy the privileges of pre-emption…
Ontario Assn. of Architects v. Assn. of Architectural Technologists of Ontario (2002 Fed. CA)…s.9(1)(n)

F:
- D, the Association of Technologists, a not-for-profit corporation, had requested the Registrar of Trademarks to give public notice of its adoption and use of the words "ARCHITECTURAL TECHNICIAN, ARCHITECTE-TECHNICIEN, ARCHITECTURAL TECHNOLOGIST, and ARCHITECTE-TECHNOLOGUE as 4 official marks under s.9(1)(n)(iii) of the Trademarks Act
- The registrar gave public notice of the official marks by publishing them in the Trade-marks Journal 

- Afterwards, A, the Ontario Association of Architects, applied to the FCTD to reverse the decision of the registrar to give public notice of D's official marks…they didn't want to precluded from using those terms publicly, so they challenged the decision

- A had no statutory right of appeal in the Act (no challenger provision), but as the public notice curtailed the rights of the applicant's members to use the official marks, the applicant was interested in the decision and had standing to bring the application as judicial review under administrative law

- TJ dismissed the original application…Ontario Association now appeals

I:
- Were OAA correct that AATO were not entitled to pre-empt the words as official marks?

- Is the Association of Technologists a “public authority” that can adopt marks for wares and services under s.9(1)(n)(iii) of the Trademarks Act?

J:
- No, for OAA…AATO are not a "public authority" because they are not controlled by the government even though they operated for the public's benefit

A:
- The test for determining whether an entity is a public authority for the purpose of s. 9(1)(n)(iii) boiled down to a two-part test:

a) Government Control
- In determining gov't control, the Court will require some ongoing government supervision of the activities of the entity

b) Public Benefit
- In determining public benefit, a duty to the public is relevant to whether the entity operates for the benefit of the public


- Application of the test:



a) Government Control – for OAA

- The only form of government control on which D could rely was that exercisable through the legislature to change the respondent's statutory objects, powers and duties

- TJ erred in concluding that the respondent's statutory origin was sufficient government control to make it a public authority

- The test for government control requires some ongoing government supervision of the activities of the entity such as those often included in Ontario legislation creating self-regulatory professions…ie: architecture and the various regulated health disciplines

- Since the agency was not accountable to government for anything it did, it was not a "public authority for the purpose of s.9(1)(n)(iii)


b) Public Benefit – for AATO

- The D regulates part of the practice of a profession, those who are members of the respondent and use the statutory designations permitted by the AATO Act

- It was therefore reasonable for the trial judge to conclude that the respondent's regulatory activities benefit the public

c) Had the D “adopted and used” the marks?

- In view of the conclusion that the trial judge erred in concluding that the D was a public authority, it was not necessary to consider whether the respondent had adopted and used the designation as official marks for services

R:
- The privileges of an official mark should be enjoyed only by bodies under some degree of public control and operated in some way for public benefit
- B: the next case is goofy, as it's a battle between two bona fide public authorities…
Royal Roads University v. Canada (2003 Fed. Ct.)…Official marks are prospective, not retrospective

F:
- In the spring of 1999, Royal Roads University used the phrase "You can get there from here" in its advertising campaign for educational services

- The University applied for an official mark for their ad slogan…can't register an advertising slogan under the regular Trademarks Act sections, but can be registered as an "official mark" as s.9(1)(n)(iii) has no restrictions on use

- However, Canada Investment and Savings was a Crown agency that marketed Canada Savings Bonds to public used the same phrase in its advertising campaign between October 2001 and July 2002
- On May 29, 2002 the Registrar of Trade-marks gave notice of its adoption and use by the University

- The University commenced this action for summary judgment after the defendant Crown declined to stop using the phrase…University sought an injunction against the Crown's use

- No question that Royal Roads were entitled to get the official mark...but only operates prospectively

I:
- Was the Crown prohibited from using the mark in its advertising campaign?


- Was marketing campaign for each year's series of Canada Savings Bonds be considered a new use?

J:
- Yes, for Canada Investment, business was a continuing business and could continue to use the mark as long as they saw fit

A:
- s. 9(1)(n)(ii) of the Trademarks Act precludes adoption by another, after publication of notice of an official mark, in this case, of the Plaintiff university "in connection with a business, as a trade mark or otherwise" of an official mark

- Here, the Defendant's adoption and use of the mark prior to its publication as an official mark of the Plaintiff was not a violation of ss. 9(1)(n)(ii) and that publication did not result in, and did not cause, any change in the Defendant's business with which it continued to use the mark for its advertising in 2002-2003

- B: in a normal trademark, you are protected against use that is confusing with yours, but can't protect a mark used with a different use; however, with an official mark, there is a blanket prohibition for all services whether they are confusing or not

- Policy: same slogan used in two totally different contexts won't confuse anybody, and two public authorities operating for the public's benefit should be able to use them
R:
- A mark is adopted in relation to a particular kind of business when it has a new use, but the official marks privilege is only prospective, not retrospective, and therefore doesn't prevent parties from continued use of a mark previously adopted
- Note: the Olympic and Parolympics Act expands on the "official marks" section with 3 schedules and different levels of protection for each:


a) Marks of the Canadian Olympics Association
- 38 marks listed, such as "Canadian Olympic Committee", "Faster Higher Stronger", 5-ring symbol, "International Olympic Committee", ect…

- These are "permanently official marks" using the wording of s.9(1)(n)


b) Marks of the Vancouver Olympic Games


- ie: "Games City", "Sea-to-Sky Games", "Whistler 2010", ect…


- These are temporary marks that expire at the end of 2010


c) Olympic marks used in association with a business
- These prohibit not use of the mark, but misleading the public into believing that a business has some endorsement of/connection with the Olympics

- This is to protect those who say "The official ___ supplier of the Olympic games" from other business who have paid nothing yet refer to the Olympics

- Evidence of improper association with Olympics includes combining marks in section 1 and 2

- Trying to cut off the "free rider" potential of the act…quasi "passing-off" section

- This demonstrates the perceived shortcomings of the law of trademarks on blanket prohibitions from official marks when it comes to media events that are good for business
______________________________________________________________________________________

F) DISCLAIMER OF RIGHTS TO EXCLUSIVE USE OF PORTION OF TRADEMARK

- Disclaimers can be an important device to get around certain rules surrounding registrability


- By putting a clearly descriptive word into part of a design and disclaiming word, it can be registered

- See the Trademarks Act:

35
Disclaimer
- "The Registrar may require an applicant for registration of a trade-mark to disclaim the right to the exclusive use apart from the trade-mark of such portion of the trade-mark as is not independently registrable, but the disclaimer does not prejudice or affect the applicant’s rights then existing or thereafter arising in the disclaimed matter, nor does the disclaimer prejudice or affect the applicant’s right to registration on a subsequent application if the disclaimed matter has then become distinctive of the applicant’s wares or services"

41(1) Amendments to register
- "The Registrar may, on application by the registered owner of a trade-mark made in the prescribed manner, make any of the following amendments to the register:

(e)
enter a disclaimer that does not in any way extend the rights given by the existing registration of the trade-mark"

- In the next case, Lake Cement tries to get around registrability rules that one or more words ar not distinctive or are descriptive by issuing a disclaimer under s.35…

- The Court decides that if the words are deceptively misdescriptive, you can't cure that by disclaiming the exclusive use of them

- However, the registrability of a mark is viewed as a whole, so design elements can make an otherwise non-distinctive mark distinctive

Lake Ontario Cement Ltd. v. Registrar of Trademarks (1976 Fed. Ct. TD)…Disclaimer for clearly descr.

F:
- The applicant, Lake Cement, sought to register a composite mark in which the letter P and the word "Premier" appeared in a parallelogram format as applied to the sale of sand and gravel, ready mixed concrete and concrete blocks and bricks ordinarily used in the construction of buildings and homes 

- However, the word "Premier" was disclaimed in the application

- The examiner of trademarks rejected the application on the ground that the mark "Premier" was either clearly descriptive (higest quality) or deceptively misdescriptive (if it isn't of the highest quality)

I:
- Should the Registrar have issued the trademark to Lake Cement for the word "Premier"?

J:
- Yes, for Lake Ontario Cement…they registered the parallelogram logo along with disclaiming the use of the word "Premier" under s.35 of the Trademarks Act
A:
- The Trademarks Act doesn't contain a provision denying registration to letters and initials

- Court notes that numerous registrations have been made of trademarks consisting only of initials

- Therefore, a trade mark must be considered as a whole

- Even when parts of a mark taken separately may not be capable of registration, the mark, when taken as a whole, may be distinctive and registrable

- Similarly, a disclaimer allows a registration to contain matter which standing alone is non-distinctive 

- The mark is registrable if, after the disclaimer, there remains a distinctive feature or a pictorial representation which would make the mark as a whole distinctive from other marks, and provided that the unregistrable letters or words were so unregistrable because clearly descriptive or non-distinctive

- A disclaimer ought not be used in relation to a deceptively misdescriptive matter so as to render the mark as a whole registrable when the unregistrable matter is the dominant feature of the composite mark

- The disclaimer is not on the mark and all the consumer will see is the deception

- Here, the word "Premier" is unregistrable because it is clearly descriptive

- However, the word "Premier" is not deceptively misdescriptive, so disclaimer was OK
- It may be misdescriptive if the wares are not actually that good, but no deceptively so

- The TM “Pure Wool” would be deceptive if applied to cotton goods, but “premier” is just a laudatory term and cannot have the effect of defeating a otherwise distinctive mark

- Therefore, "Premier" having been disclaimed, the trade mark as a whole becomes registrable

- Since the logo as a whole was registrable, the word could be registered if it was disclaimed

- B: a lot of trademarks are designs, and designs can register a lot of words that are not registrable because they are clearly descriptive by incorporating the word into the design
R:
- A disclaimer can't be used to cure a misdescriptive word that is dishonest about a product, but it can be used to cure a word that is clearly descriptive
- Q: Can the Hell's Angels secure registration of a trademark, given the prohibition of immoral marks?


- A: The Hell's Angels registered their trademarks decades ago for use in association with jackets, t-shirts, posters, magazines, bumper stickers, ect…
______________________________________________________________________________________

4) CONFUSION
- A trademark gives the owner the right of exclusive use of the trademark under s.19

- The scope of "exclusive use" means another can't use the mark in association with their wares or services, as well as restricting other users from using a mark that is confusing with your mark (s.20)

- Note the requirement of not being able to register a mark that is confusing under s.16

- Therefore, confusion is the "guts" of the Trademarks Act
- The general approach to confusion is laid down in s.6 of the Act

- There are no presumptions or special status for "famous marks", but rather evaluating the basis for confusion on the 5 factors in s.6(5) or any other the court believes is relevant
- See the Trademarks Act:

6(1)
When mark or name confusing
- "For the purposes of this Act, a trade-mark or trade-name is confusing with another trade-mark or trade-name if the use of the first mentioned trade-mark or trade-name would cause confusion with the last mentioned trade-mark or trade-name in the manner and circumstances described in this section"


- Therefore, mark is confusing if it causes confusion…"causing confusion" defined in s.6(2)

6(2)
Idem
- "The use of a trade-mark causes confusion with another trade-mark if the use of both trade-marks in the same area would be likely to lead to the inference that the wares or services associated with those trade-marks are manufactured, sold, leased, hired or performed by the same person, whether or not the wares or services are of the same general class"

- Therefore, if you hypothetically use the same mark in the same geographic area, it is likely to lead to the inference that the wares or services come from the same source

- Ties into the idea of the trademark: identifying one supplier as the source of wares/services

- Test is confusion in the marketplace…who is responsible for the public's confusion?

6(5)
What to be considered
- "In determining whether trade-marks or trade-names are confusing, the court or the Registrar, as the case may be, shall have regard to all the surrounding circumstances including
(a)
the inherent distinctiveness of the trade-marks or trade-names and the extent to which they have become known;



- Not acquired distinctivenss…must be "inherent" and extent that they're known

(b)
the length of time the trade-marks or trade-names have been in use;



- Compare both marks in length of time (same as 'a' for distinctiveness)

(c)
the nature of the wares, services or business;

(d)
the nature of the trade; and


- ie: wholesale, retail, international, ect…

(e)
the degree of resemblance between the trade-marks or trade-names in appearance or sound or in the ideas suggested by them"

- These "confusion" factors are non-exhausive

- When testing whether two marks are confusing with each other, look at all the surrounding circumstances including 'a' to 'e' (which are taken from the common law)

- Mattel: In a context‑specific assessment, different circumstances receive different weights

15(1) Registration of confusing marks
- "Notwithstanding section 12 or 14, confusing trade-marks are registrable if the applicant is the owner of all such trade-marks, which shall be known as associated trade-marks"

- In other words, the ultimate Q is whether the public (an appreciable segment of) is likely to confuse that goods bearing mark "A" and mark "B" derive from the same source


- When comparing mark "A" and mark "B", look at the 5 factors from s.6(5) of the Act

- Note: right of exclusive use is nation-wide, which is different from passing-off in that confusion can be real as well as potential (no actual injury to the plaintiff's goodwill needs to be proved)
- The next case is a leading SCC case on the infringement of famous trade-mark names

- The Court found that Mattel Inc. could not enforce the use of their trade-marked name "BARBIE" against a restaurant named "Barbie's" because they were in totally different channels of trade, sold different wares and services, and simply because "BARBIE" was famous did not mean that the general public would confuse the restaurant for the doll

- In other words, there is no special status for "famous" marks, except insofar as the facts support the conclusion that the public (or a significant part of them) will infer that the use of the mark, in some new context, indicates the involvement of the "famous" mark owner
Mattel Inc. v. 3894207 Canada Inc. (2006 SCC)…Barbie not associated with dolls didn't confuse public

F:
- Mattel opposed R's application to register its “Barbie’s” trade‑mark and a related design in association with “restaurant services, take‑out services, catering and banquet services” on the basis that some marks are so famous that “marks such as . . . BARBIE may not now be used in Canada on most consumer wares and services without the average consumer being led to infer the existence of a trade connection with the owners of these famous brands”

- The Trade‑marks Opposition Board of the Canadian Intellectual Property Office (“Board”) accepted the respondent’s argument that its use of the “Barbie” name (since 1992) for its small chain of Montreal area restaurants would not likely create confusion in the marketplace with the appellant’s BARBIE trade‑mark and allowed the registration

- The Board found BARBIE’s fame to be tied to dolls and doll accessories and that the respondent’s applied‑for mark, used in connection with very different products and services, was not likely to be confusing with any of the appellant’s BARBIE marks

- Both the Federal Court and the Federal Court of Appeal upheld the Board’s decision

- They also rejected the appellant’s application to introduce fresh evidence in the form of a survey proffered to show the likelihood of confusion between the marks

I:
- Would the restaurant's services under the Barbie name be confused with the Barbie brand?

J:
- No, for small town restaurant…big bully Mattel loses every step of the way

A:
- The power of attraction of trade‑marks and other “famous brand names” is now recognized as among the most valuable of business assets

- However, whatever their commercial evolution, the legal purpose of trade‑marks continues to be, under s.2,  their use by the owner “to distinguish wares or services manufactured, sold, leased, hired or performed by him from those manufactured, sold, leased, hired or performed by others”

- A mark is a guarantee of origin and inferentially, an assurance to the consumer that the quality will be what he or she has come to expect

- Nothing prevents the appellant from using its BARBIE trade‑mark to boost (if it can) sales of everything from bicycles to food products, but the question is whether Mattel can call in aid trade‑mark law to prevent other people from using a name as common as Barbie in relation to services (such as restaurants) remote to that extent from the products that gave rise to BARBIE’s fame
- Under s. 6(2) of the Trade‑marks Act, confusion arises if it is likely that the hypothetical purchaser — the casual consumer somewhat in a hurry — will be led to the mistaken inference that “the wares or services associated with those trade‑marks are manufactured, sold, leased, hired or performed by the same person, whether or not the wares or services are of the same general class”


- Mattel argued that the "same general class" protected Barbie in all classes of wares/services

- The general class of wares and services, while relevant, is not controlling

- All the surrounding circumstances must be considered, including factors set out in s. 6(5)

- A difference in wares or services does not “trump” all other factors, nor does the fame of a trade‑mark

- If, in the end, the result of the use of the new mark would be to introduce confusion into the marketplace, it should not be permitted “whether or not the wares or services are of the same general class”

- B: if you're going to prove confusion by survey evidence, "it is relevant if even a limited percentage of the population surveyed is confused, but evidence that a lot of people might or could possibly make the mistaken inference is not"
- Parliament’s agreement that some trade‑marks are so well known that their use in connection with any wares or services would generate confusion does not mean that BARBIE has such transcendence 

- In the instant case, having regard to all the surrounding circumstances and the evidence before the Board, its decision that there was no likelihood of confusion between the two marks in the marketplace was reasonable

- The onus remained throughout on the respondent to establish the absence of likelihood, but the Board was only required to deal with potential sources of confusion that, in the Board’s view, have about them an air of reality
- B: marks co-existed in same market for a considerable period of time, and opponent wasn't able to bring forth any evidence of actual confusion, which board was able to draw an inference from

- When the relevant factors of the pragmatic and functional approach are properly considered, the standard of review applicable to the Board’s decision is reasonableness

- The expertise of the Board and the “weighing up” nature of the mandate imposed by s. 6 of the Trade‑marks Act lead to that conclusion despite the grant of a full right of appeal

- Under the Trademarks Act, there's no objection to registering a mark where there is no actual confusion but still has a coattails effect

- While it's probable that "Barbie's" restaurant is capitalizing on the fame of the Barbie name, as long as nobody is confused that they are actually connected, it's OK


- Therefore, intent/mens rea is not significant; showing actual confusion is what's important

- The respondent’s applied‑for trade‑mark, which does not lie only in the word “Barbie” but in the totality of the effect, including the script in which it is written and the surrounding design, has become somewhat known within the area where both parties’ marks are used


- The standard of confusion is the "moron in a hurry" or "casual consumer somewhat in a hurry"



- Therefore, it's not the stupid consumer, but must assume that they don't pay much attention


- Court then goes on to apply the 5 (6?) factors in s.6(5) of the Act:



a) Inherent distinctiveness of each mark
- BARBIE has acquired a strong secondary meaning associated with the appellant’s doll products and, on that account, has achieved considerable distinctiveness
- However, the Board did not accept that the BARBIE mark is “famous” for or distinctive of anything other than dolls and dolls’ accessories



b) Length of time the mark had been in use

- BARBIE mark had been used much longer, has deep roots and has been highly publicized over a large geographic area


c) Nature of the wares – most significant here



- Wares were totally different appealing to totally different sections of the market

- If the BARBIE mark is not famous for anything but dolls and doll accessories and there is no evidence that BARBIE’s licensees are in the relevant markets using the BARBIE mark for “restaurant services, take‑out services, catering and banquet services”, it is difficult to see the basis on which a casual consumer somewhat in a hurry is likely to draw a mistaken inference


d) Nature of the trade



- Reference to trade is whether it's wholesale, retail, ect…not the actual wares or services




- Regardless, here, doll buying is a different trade than eating at a restaurant

- Doll business and restaurant business appeal to different tastes of largely different clienteles
- Quite apart from the great difference between the appellant’s wares and the respondent’s services, they occupy different channels of trade and the increased potential for confusion that might arise through intermingling in a single channel of trade is not present


e) Resemblance between the trademarks



- Some resemblance, but not a significant factor


f) Additional surrounding circumstances
- Nothing else relevant except for the fact that Mattel couldn't produce any evidence of actual confusion despite the fact that both marks had been in use in the same geographic area for a prolonged period of time


- After analyzing the factors, Binnie J. comes to the same conclusion as the board/courts below

- Confusion is always a question of fact: whether the less famous mark will be confused in the minds of the public with the famous mark

- B: demonstrates that famous marks get no special protection under trademark law

R:
- Parties may register a mark to capitalize on the fame of another trademark, but if there is no actual confusion in the minds of the "casual consumer somewhat in a hurry" on the facts, there's no confusion
- Note: a company like "Virgin", which has a wide variety of products (ie: music, airplanes, restaurants, ect…), may acquire potential universal protection so that individuals may not be able to use the word "Virgin" for anybody, but decided on the facts of the market presence of the brand

- The next case is a further illustration of the multi-factor approach to judging confusion, where it showed that confusion is unlikely if the common element of the marks itself is non-distinctive
Molson Cos. v. John Labatt Ltd. (1994 Fed. CA)…Could not show confusion because merely descriptive

F:
- Molson, the appellant, used the name "Molson Golden" to describe a brand of its beer

- Labatt, respondent, applied to register the name "Winchester Gold" in respect of a brand of its beer

- Molson of course opposed the registration on the ground that it was confusing or likely to be confused with "Molson Golden"

I:
- Was the name confusing?

J:
- No, for Labatt

A:
- The two trademarks "Molson Golden" and "Winchester Gold" were sufficiently distinctive of each other as to avoid confusion

- However, the words "gold" and "golden" on which the appellant based its opposition were merely descriptive of categories of beers to which a given brand belongs

- The use of gold per se on one beer by Winchester wouldn't trigger thoughts of Molson in the minds of the public…simply described the colour of the beer


- On each mark, the dominant element was the brand, not gold



- Therefore, the hypothetical consumer couldn't make an incorrect inference on the source

R:
- If a common element that merely describes two different brands constitutes the common element, there will be no actual confusion in the minds of the hypothetical consumer
- While the next case is on the line, the judge thought the public would not assume that every "Mc" name for something drinkable or eatable is linked to McDonald's
McDonald's Corp. v. Coffee Hut Stores Ltd. (1994 Fed. Ct. TD)…No blanket protection for family marks

F:
- Coffee Hut, the respondent, applied to register the trade mark McBEANS for use in association with the wares "coffee and tea"

- The Registrar rejected the application and agreed with McDonald's, but McDonald's brought an appeal over the points where the Registrar rejected the appellant's opposition otherwise…there is also obviously a cross-appeal by the respondent Coffee Hut

I:
- Was the applicant for the trade mark the same party as the respondent?

- Was the trademark McBEANS unregisterable because it was primarily a surname?

- Was the appellant was the owner of a family of trademarks so as to warrant increasing the ambit of protection available to it against newcomers such as the applicant?

J:
- For Coffee Hut, trademark McBEANS registered (to Blom's surprise)

A:
- On the first issue, the problem of Coffee Hut's name was resolved by the court's exercising the discretion given to the Registrar under s.45(1) of the Act and entering an amendment to the register to reflect the correct name of the applicant


- On the second issue, the trademark McBEANS could be perceived as a coined word as opposed to a surname, so it shouldn't form the basis of a rejection

- The main issue surrounded confusion and the family of marks…principles of confusion:

a) A decision of the Registrar as to whether two trade marks are confusing is to be given great weight and not lightly set aside

b) Applicant for a trademark has a continuing onus to establish registrability of the trademark and to satisfy that there is no reasonable probability of confusion with any previously registered mark

c) Criteria to be considered in assessing the issue of confusion is set out in s.6(5) of the Act

- Here, the registrar erred in holding that there was no similarity in wares, services and trades while holding that there was a potential overlap in the trades

- Suggestion that McDonald's might decide to sell beans in the future, be they jelly or coffee beans, is insufficient to support a finding of confusion

- Additionally, coffee represented only 4% of total sales and didn't establish that the mark is associated specifically with coffee

- Only lawyers (hot coffee case) would associate coffee with McDonalds

- With confusion, it is the view of the consumer which is important in law and it necessarily follows that the correct consumer must be surveyed
- Here, there was no evidence of actual confusion from consumers or purchasers who used McBEANS, so Q of "when you see McBEANS, do you think McDONALDS" wasn't asked

- However, there was evidence from McBEANS' store managers who deposed that they had not heard of any instances of actual confusion

- Therefore, the registrar erred in finding that the trademark McBEANS was confusing with the trademark McDONALD'S for use in association with the wares coffee and tea and the services of the operation of a business dealing with the sale of these items
- Finally, McDonald's tried to prove that McBEANS was confusing with its family of trade marks

- However, in the end, McDonald's has exclusivity in the area of fast food restaurant rights but has nothing inherently distinctive once you get outside fast food restaurants
- ie: here, McBEANS' business is closer to Mac's convenience stores than to McDonald's fast food restaurant business

- ie: McDonald's markets to children; McEANS is gourmet coffee at the high end of the trade

- B: underlying current in the case is a reluctance to give a brand too much protection, otherwise anybody doing anything in association with food couldn't start their name with a "Mc"

- Therefore, even if "Mc" indicated a family of trademarks, it wasn't such that nobody else could use it in association with a brand that sold food

- On the totality of the facts, McBEANS wouldn't be confused with McDONALDS
R:
- When proving actual confusion in the minds of the consumer, it is important that the correct consumer must be surveyed
- Note that confusion is an issue that goes to registrability

- One of the s.12 registrability requirements is that the "mark not be confusing with another registered mark", and is judged at the time of application to register


- However, the next concept ("distinctiveness"), which is also measured in the minds of the public, can change over time (ie: merely descriptive names can gain distinctiveness over time)
______________________________________________________________________________________

5) DISTINCTIVENESS
- Distinctiveness is essential to both the initial and the continuing validity of the registration of a trademark

- Q: is the brand or mark uniquely associated with a particular product?  If it doesn't distinguish one product from another product because both use similar marks, the mark can become invalid under s.18 of the Act

- The issue of distinctiveness may be raised by an opponent to an application to register (s.38(2)(d))


- It may be raised as a defence in an action for infringement

- It may also be a ground for an application to the Federal Court under s.57(1), to have a registered trademark struck off the register

- Note: see Canadian Shredded Wheat case as well

- The next case demonstrates the use of trademark law in relation to the use of the Marlboro brand


- Overriding Q is what brand the public associates with particular goods in the Canadian market only

- Since Imperial Tobacco was the only provider of Marlboro in Canada, and had been continuously for 50 years, the mark was sufficiently distinctive of Imperial Tobacco because there was nobody else that it could be associated with

- Note: would be a different situation if Imperial Tobacco tried to register today, as public would associate Marlboro with Philip Morris even if they weren't sold in Canada

- Confusion v. distinctive:


- Confusion is a specific term regarding the test of registrability and infringement between two marks



- Therefore, it's a test of conflict between trademarks



- It's about cause; on the other hand, distinctiveness is about effect


- Distinctiveness is a broader term, regarding whether the mark can perform any function at all regarding whether the mark can distinguish the mark from the wares/services of others

- Can lack distinctiveness for several reasons, but you lose distinctiveness/never have it if it can't identify to the public your wares/services from the wares/services of others

- One way to lose distinctiveness is if the use of a confusing mark goes unchecked (ie: Suzanne's)

- Therefore, actual confusion that takes place in marketplace will cause a loss of distinctiveness

- However, in most cases, we talk about potential distinctiveness

- Another way to lose distinctiveness is that a mark becomes so successful that the public uses it as a general term (ie: Shredded Wheat)

- The ratio for this case is that a mark can still actually distinguish your wares or services in the Canadian market even if masses of people think of it mainly in connection with another business, so long as that other business does not sell it wares in Canada

- If your wares are the only ones on the Canadian market bearing that mark, the mark by definition distinguishes your wares from those of others because, thanks to your maintaining your right of exclusive use, the mark isn't used on anybody else's wares
Phillip Morris Inc. v. Imperial Tobacco Ltd. (1987 Fed. CA)…Canadian rights to famous American mark

F:
- Phillip Morris, the plaintiff, sought to expunge a registration of Imperial Tobacco Limited (D) for the trade mark MARLBORO for use in association with cigarettes

- D's registration had been made December 27, 1932 under the Trade Mark and Design Act
- Imperial got hold of the Marlboro brand from the 1932 registrar, and sold small quantities of Marlboros over time to hold off Philip Morris

- Philip Morris finally got fed up and tried to strike Marlboro off the registrar, and under s. 57 of the Trade Marks Act tried to expunge the respondent's registration on the ground that:

a) Mark wasn't distinctive of the respondent on June 26, 1981, when proceedings commenced

b) Mark was not registrable when registration was effected under the Trade Mark and Design Act, 

c) The respondent had abandoned the mark, and 

d) The respondent was not the person entitled to registration

- P is the owner of the mark MARLBORO for cigarettes in 160 countries, and had advertised in publications that circulated in Canada

- P has inordinately more sales of its Marlboro cigarettes than the D has of its brand

I:
- Does the registration of the mark by D stand?

J:
- Yes, for Imperial Tobacco

A:
- The issues before the TJ:

a) Registrability in 1932

- P’s predecessor assigned the mark in and for Canada to the predecessor of the D

- There was such a long delay (and acquiescence by Philip Morris in the meantime) that any doubt must now be resolved in favour of the registered owner of the mark

- In this case, the delay has been 49 years, so there was a strong bias towards keeping the register stable

- There was also evidence that strongly suggests a recognition by the P of the validity of the D's initial registration


b) Abandonment as of 1981 

- Mere non-use of a trade mark is not sufficient to create abandonment…non-use must be accompanied by an intention to abandon

- Mere token use to maintain a registration is not use in the normal course of trade – but that was not the case here

- The evidence demonstrates that Imperial Tobacco did not intend to abandon the trade mark MARLBORO, but actively tried to keep the brand alive

c) Distinctiveness in 1981 (only promising argument for Philip Morris)
- Philip Morris argued that in the Canadian market, Marlboro brand was no longer distinctive

- P relied upon a survey which showed that 76% of Canadian smokers who associated the mark MARLBORO with a source, identified that source as the appellant, whereas only 9% identified that source as the respondent

- Distinctiveness has to be considered in relation to other wares offered on the same market, that is within Canada

- The only legal sales made by the appellant in Canada were the duty-free sales

- However, Imperial Tobacco argued in defence they were the innocent victim of spillover advertising of American Marlboro advertising; holding otherwise would put Canadian trademark holders at the mercy of big American companies…argument worked

- To hold otherwise would be to subject Canadian registrants to a force majeure over which they had no effective control

R:
- Distinctiveness in the Canadian market is not lost so far as goods on the market are actually concerned when advertising from another country creates a spillover effect
- Note: in Wilkinson Sword (Canada) Ltd. v. Juda, one variety of "Wilkinson Sword" razor blades sold in Canada was made, processed, and packaged in the United Kingdom, and lost distinctiveness in Canada

- In the next case, the "Suzanne's" case, the court held that distinctiveness is lost if even one business uses a confusing mark in the same geographical area as you use your mark, so that your maker no longer "actually distinguishes" (see the definition of "distinctive" in s.2) your wares or services from those of other business

Auld Phillips Ltd. v. Suzanne's Inc. (2005 Fed. CA)…A single infringer may be sole cause of loss

F:
- Auld wanted to expunge Suzanne's trademark "Suzanne's" from the trademark register pursuant to s.57(1) of the Trademarks Act
I:
- Did the mark lose its distinctiveness in Alberta?

J:
- Yes

A:
- The question of whether a trademark has lost its distinctiveness is one of fact



- It is possible that a single infringer can be the cause of the loss of distinctiveness, although rare


- Here, there was evidence to support the conclusion that as the appellant's trademark had lost its distinctiveness, and the fact that respondent was the sole cause of the loss was of no assistance to the appellant

R:
- A company must protect their brand to ensure that it is not used without their authorization, and that foreign brands don't get sold that put the distinctiveness of a brand at risk
______________________________________________________________________________________

III. DISTINGUISHING GUISE

- See s.2 of the Act for a definition:

2
Definitions

- ""distinguishing guise" means

(a)
a shaping of wares or their containers, or

(b)
a mode of wrapping or packaging wares
the appearance of which is used by a person for the purpose of distinguishing or so as to distinguish wares or services manufactured, sold, leased, hired or performed by him from those manufactured, sold, leased, hired or performed by others"


- It's "distinctive" in distinguishing a product from someone else's

- "trade-mark" means

(a)
a mark that is used by a person for the purpose of distinguishing or so as to distinguish wares or services manufactured, sold, leased, hired or performed by him from those manufactured, sold, leased, hired or performed by others,

(b)
a certification mark, (see section below)

(c)
a distinguishing guise, or

(d)
a proposed trade-mark" 
- The two criteria for registrability of a distinguishing guise are in s.13(a) and (b) of the Act:

13(1) When distinguishing guises registrable
- "A distinguishing guise is registrable only if

(a)
it has been so used in Canada by the applicant or his predecessor in title as to have become distinctive at the date of filing an application for its registration; and

- In other words, the distinguishing guise must have become distinctive through use in Canada

(b)
the exclusive use by the applicant of the distinguishing guise in association with the wares or services with which it has been used is not likely unreasonably to limit the development of any art or industry"

- In other words, exclusive use of a distinguishing guise must not likely unreasonably to limit development of any art or industry

- Concern is that since a distinguishing guise can be associated with the product itself (or it's packaging), may lock up something of value the public should have access to

- The concept of a distinguishing guise was commented on in Kirkbi, where the SCC referred to the distinguishing guise provisions in the Act (even though it was a passing off case)

- The Court noted that getting a distinguishing guise on the register does not give a right to functional features of the distinguishing guise

- This post-registration requirement from Kirkbi is seen in s.13(2) of the Act:

13(2) Effect of registration
- "No registration of a distinguishing guise interferes with the use of any utilitarian feature embodied in the distinguishing guise"

- This was used in Kirkbi to support the argument that purely utilitarian features aren't the subject of exclusive use or monopoly in trademark protection or in passing off

- In the next case, the shape of the Schlage key bow flunked both tests in s.13(1)…

Dominion Lock Co. v. Schlage Lock Co. (1961 Reg. TM)…Outline of a key not registrable as a DG

F:
- Schlage lock company, the applicant, sought to register the configuration of a key as a distinguishing guise for original keys for door locks, as they had a shape/outline characterizing their keys


- Dominion, the manufacturers of key blanks, opposed the application on the grounds that it offends s.13(1)(a) because it doesn't distinguish Schlage keys, and s.13(1)(b) because it would "unreasonably limit the development of, and established practice in, the key manufacturing and replacement industry"

I:
- Is the mark registerable?

J:
- No, for Dominion

A:
- It was ruled by the Trade Marks Office that the trade mark was a "distinguishing guise" as defined in s. 2(g) of the (1961) Act, and that evidence should be filed to comply with s. 13(1)(a) of the Act

- However, the mark wasn't registrable because it wasn't distinctive when application was filed 

- Also, the exclusive use of the mark by the applicant in association with original keys for door locks is likely to limit the development of an industry in Canada

- Dominion established that it is a common procedure that key blanks are frequently made with outline shape such that they match the outline shape of original keys of different manufacturers of keys and locks, and that locksmiths use such outline shapes to select blanks, or perhaps more precisely speaking, to narrow down the selection of blanks

R:
- Distinguishing guises must have become distinctive through use in Canada and must not unreasonably limit development of any art or industry in order to be registered
______________________________________________________________________________________

IV. CERTIFICATION MARKS

- A certification mark, like a distinguishing guise, is a subcategory of trademark, and is defined in s.2:


2
Definitions

- "certification mark" means a mark that is used for the purpose of distinguishing or so as to distinguish wares or services that are of a defined standard with respect to
(a)
the character or quality of the wares or services,

(b)
the working conditions under which the wares have been produced or the services performed, (ie: a "union-made" label)

(c)
the class of persons by whom the wares have been produced or the services performed, or (again, a "union-made" label)

(d)
the area within which the wares have been produced or the services performed,

from wares or services that are not of that defined standard"

- Registrability rules for certification marks are located in s.23:

23(1) Registration of certification marks

- "A certification mark may be adopted and registered only by a person who is not engaged in the manufacture, sale, leasing or hiring of wares or the performance of services such as those in association with which the certification mark is used"

- In other words, the registrant of a certification mark can't be the party using it…must be a neutral third party such as the Canadian Standards Association

23(2) Licence
- "The owner of a certification mark may license others to use the mark in association with wares or services that meet the defined standard, and the use of the mark accordingly shall be deemed to be use thereof by the owner"


- Therefore, once registered, you can licence the mark out to others

23(3) Unauthorized use
- "The owner of a registered certification mark may prevent its use by unlicensed persons or in association with any wares or services in respect of which the mark is registered but to which the licence does not extend."

- Includes policing power, as the owner can prevent others from using the mark, giving an incentive to registering certification marks

- Q: how do you prevent the owner of a registration mark from misusing it?

- A: if the mark does not perform the function identified in the definition of "certification mark" in s.2, ie: doesn't distinguish wares/services of a certain character or quality (as defined) from wares/services that don't have that quality, the registration will be invalid under s.18 for lack of distinctiveness

- Therefore, it's in the owner's interest to ensure that it does in fact distinguish as it is supposed to do
______________________________________________________________________________________

V. LICENSING AND TRANSFER
1) LICENSING
- Licensing has everything to do with "distinctiveness"

- There used to be a scheme of "registered users", where those that got on the register as registered users had the same effect under the Act as use by the owner

- ie: doesn't lose distinctiveness because it's deemed use by the owner, even though it's by licencee

- This old act was cumbersome, as it required registration of the licencee every time, so the government replaced it with s.50 of the Act, which deems the effect of use by the licensee to be the same as that of use by the owner, provided that under the terms of the licence agreement the owner retains direct or indirect control over the character or quality of the wares/services:

50(1) Licence to use trade-mark

- "For the purposes of this Act, if an entity is licensed by or with the authority of the owner of a trade-mark to use the trade-mark in a country and the owner has, under the licence, direct or indirect control of the character or quality of the wares or services, then the use, advertisement or display of the trade-mark in that country as or in a trade-mark, trade-name or otherwise by that entity has, and is deemed always to have had, the same effect as such a use, advertisement or display of the trade-mark in that country by the owner"


- Owner must have "direct or indirect control of the character or quality of the wares/services"

- If the licence gives owner direct/indirect control, then use by the licencee is deemed to have the same effect as use by the owner

50(2) Idem
- "For the purposes of this Act, to the extent that public notice is given of the fact that the use of a trade-mark is a licensed use and of the identity of the owner, it shall be presumed, unless the contrary is proven, that the use is licensed by the owner of the trade-mark and the character or quality of the wares or services is under the control of the owner"



- In other words, you get the benefit of presumption on condition that public notice is given

- If it weren't for s.50, there would potentially be the same trademark being used from two different owners


- ie: owner and licencee using the same mark on two different products


- Therefore, the mark would no longer distinguish the wares and services of either

- This is why s.50 deems the effect of the licence's use to be the same as that of the owner's use, which means that distinctiveness is not lost when used by the licencee
- Note: good to have explicit evidence of a licence agreement, and court will need a lot of evidence to find an implicit agreement for "indirect control" (ie: subsidiary working under parent company would need evidence to establish parent company exercising control)
- The next case, while under the old "registered user" system which was the equivalent of s.50 under the current Act, is illustrative of licencing under the Act

- It also points out that if a trademark is transferred, it's up to the transferor and transferee to ensure that distinctiveness, too, is transferred from the transferor's wares/services to the transferees

S.C. Johnson & Son Ltd. v. Marketing International Ltd. (1979 SCC)…Distinctiveness not lost for OFF!

F:
- In 1957, appellant S.C. Johnson and Son, Inc. (“Johnson U.S.”) was registered as the owner of the trade mark “OFF!”—which it was already using in the United States—for a personal insect repellent 

- At the same time, the other appellant S.C. Johnson and Son, Limited (“Johnson Canada”), a wholly owned subsidiary of the former, was registered as the “registered user” of this trade mark

- In 1975, respondent Marketing International Ltd. began marketing a repellent in Canada under the trademark “BUGG OFF”, and this led both appellants to bring an infringement action in Federal Court

- By a counterclaim, respondent asked that the trade mark “OFF!” be expunged, alleging that it was not validly registered

- The Trial Division allowed the principal action in part and dismissed the counterclaim…claimed use by the registered user led to a loss of distinctiveness

- The Federal Court of Appeal, on the other hand, concluded that the trade mark “OFF!” was invalid, as it considered this mark was not distinct within the meaning of s. 18(1)(b) of the Trade Marks Act, solely on the ground that it is not used to identify goods of the owner of the mark, but rather the user

- It also held that in Canada, OFF! was identified not with Johnson USA's wares (the "owner") but with Johnson Canada

- It accordingly reversed the trial decision and ordered the trade mark “OFF!” to be expunged from the Register of Trade Marks…hence the appeal to the SCC

I:
- Was the mark not distinctive of the wares of the owner S.C. Johnson & Son USA?

J:
- No, for Marketing, appeal dismissed

A:
- SCC holds that use by the licencee was in effect use by the owner

- They also draw attention to the fact that if you have a transfer or assignment of a trademark, there is nothing in the Act which exempts a party from the distinctiveness requirement

- ie: if you sell/assign a mark, and for a period of time both your goods and the new owner's goods are in the market, this can potentially cause a loss of distinctiveness

- Onus on owner who is transferring/letting mark used to ensure that distinctiveness is preserved

- To ensure this, should own according to s.50 and then licence accordingly

R:
- Licencing is all about distinctiveness, and it can be lost in certain circumstances
______________________________________________________________________________________

2) TRANSFER

- See s.48 of the Act, where the transferability of a registered or unregistered trademark is established by the Act itself in s.1:

48(1) Trade-mark transferable
- "A trade-mark, whether registered or unregistered, is transferable, and deemed always to have been transferable, either in connection with or separately from the goodwill of business and in respect of either all or some of the wares or services in association with which it has been used" 


- This gives free transferability with no formalities required

48(3) Registration of transfer
- "The Registrar shall register the transfer of any registered trade-mark on being furnished with evidence satisfactory to him of the transfer and the information that would be required by paragraph 30(g) in an application by the transferee to register the trade-mark"


- Distinctiveness would be the only possible issue here

______________________________________________________________________________________

VI. INFRINGEMENT

- Using a trademark is narrowly defined in the Act as sticking the mark on the package or using it in association with services if it's displayed with the services:

4(1)
When deemed to be used

- "A trade-mark is deemed to be used in association with wares if, at the time of the transfer of the property in or possession of the wares, in the normal course of trade, it is marked on the wares themselves or on the packages in which they are distributed or it is in any other manner so associated with the wares that notice of the association is then given to the person to whom the property or possession is transferred"

- Without the broad s.20 that protects against things not strictly defined as use, there would be no protection against using marks in things like advertising 

- Section 19 of the Act gives the owner a national right throughout Canada:

19
Rights conferred by registration

- "Subject to sections 21, 32 and 67, the registration of a trade-mark in respect of any wares or services, unless shown to be invalid, gives to the owner of the trade-mark the exclusive right to the use throughout Canada of the trade-mark in respect of those wares or services"

- The definition of infringement of a registered trademark is governed by s.20 of the Act:

20
Infringement
- "The right of the owner of a registered trade-mark to its exclusive use shall be deemed to be infringed by a person not entitled to its use under this Act who sells, distributes or advertises wares or services in association with a confusing trade-mark or trade-name, but no registration of a trade-mark prevents a person from making

(a)
any bona fide use of his personal name as a trade-name, or 

        

(b)
any bona fide use, other than as a trade-mark

(i)
of the geographical name of his place of business, or 

(ii)
of any accurate description of the character or quality of his wares or services, 

in such a manner as is not likely to have the effect of depreciating the value of the goodwill attaching to the trade-mark"

- Therefore, there is deemed infringement if you sell/distribute/advertise wares or services in association with a confusing trademark or confusing tradename

- Note that s.20 also protects trade-names, which is basically a business name:


2
Definitions
- ""trade-name" means the name under which any business is carried on, whether or not it is the name of a corporation, a partnership or an individual"


- Therefore, you can stop anybody using a business name that confusing with your trademark

- While there's nothing stopping somebody from registering a trademark and using it as a tradename, you can't register a tradename in and of itself

- However, the Act makes an exception for bona fide use of a personal name as a tradename, so long as the use is not likely to have the "effect of depreciating the value of the goodwill attaching to the trademark"

- Thus doesn't allow a trademark to crowd out what an individual might naturally cause their business, unless it's being done in a way to cheapen the mark

- To attack the validity of a mark, section 16 of the Act states:

16(1) Registration of marks used or made known in Canada

- "Any applicant who has filed an application in accordance with section 30 for registration of a trade-mark that is registrable and that he or his predecessor in title has used in Canada or made known in Canada in association with wares or services is entitled, subject to section 38, to secure its registration in respect of those wares or services, unless at the date on which he or his predecessor in title first so used it or made it known it was confusing with
(a)
a trade-mark (ie: unregistered) that had been previously used in Canada or made known in Canada by any other person;

- ie: if an individual tries to register a mark on the basis that they've used it, and somebody else somewhere in Canada was using a mark that was confusing with it before the individual's use, it's unregistrable

 (b)
a trade-mark in respect of which an application for registration had been previously filed in Canada by any other person; or

(c)
a trade-name that had been previously used in Canada by any other person"

- However, in practical terms, registration under these circumstances happens all the time because they don't check the Canada Gaazette everyday…so see s.17

17(1) Effect of registration in relation to previous use, etc.
- "No application for registration of a trade-mark that has been advertised in accordance with section 37 shall be refused and no registration of a trade-mark shall be expunged or amended or held invalid on the ground of any previous use or making known of a confusing trade-mark or trade-name by a person other than the applicant for that registration or his predecessor in title, except at the instance of that other person or his successor in title, and the burden lies on that other person or his successor to establish that he had not abandoned the confusing trade-mark or trade-name at the date of advertisement of the applicant’s application"

- Thus can't come and challenge a trademark and invoke a third party's priority…must be the actual previous user that can contest the registration under s.1

17(2) When registration incontestable

- "In proceedings commenced after the expiration of five years from the date of registration of a trade-mark or from July 1, 1954, whichever is the later, no registration shall be expunged or amended or held invalid on the ground of the previous use or making known referred to in subsection (1), unless it is established that the person who adopted the registered trade-mark in Canada did so with knowledge of that previous use or making known"

- Here, if person 'A' uses a mark starting in 2002, and person 'B' uses a mark starting in 2004, and then person 'B' registers the trademark in 2005, person 'A' could have opposed the registration because person 'B' is not the correct person to register under s.16 until 2010

- Note the exception, where if you can prove that person 'B' knew person 'A's mark existed

- Thus the protection for unregistered trademarks is quite strong
- The way in which an alleged infringer can attack the validity of the registration of the trademark is on any of the grounds listed in s.18(1) of the Act:

18(1) When registration invalid
- "The registration of a trade-mark is invalid if

(a)
the trade-mark was not registrable at the date of registration, 

(b)
the trade-mark is not distinctive at the time proceedings bringing the validity of the registration into question are commenced, or 

(c)
the trade-mark has been abandoned, 

and subject to section 17, it is invalid if the applicant for registration was not the person entitled to secure the registration"

______________________________________________________________________________________

VII. DEPRECIATING VALUE OF THE GOODWILL ATTACHING TO THE TRADEMARK

- See s.22 of the Act:

22(1) Depreciation of goodwill

- "No person shall use a trade-mark registered by another person in a manner that is likely to have the effect of depreciating the value of the goodwill attaching thereto"

22(2) Action in respect thereof

- "In any action in respect of a use of a trade-mark contrary to subsection (1), the court may decline to order the recovery of damages or profits and may permit the defendant to continue to sell wares marked with the trade-mark that were in his possession or under his control at the time notice was given to him that the owner of the registered trade-mark complained of the use of the trade-mark"

- The next case involves a dispute between a champaign company "Clicquot" and a chain of women's wear shops "Cliquot" where Veuve:

a) Attacked registration under s.18 (not registrable at time of registration) because it was confusing and b) Claimed the Cliquot mark depreciated the value of the goodwill attached to the Clicquot mark contrary to s.22
Veuve Clicquot Ponsardin v. Boutiques Cliquot Ltee (2006 SCC)…No use, no link, and no depreciation

F:
- Among those with champagne tastes, brand of Veuve Clicquot Ponsardin is considered among very best, and has been building its fine reputation with drinking classes since before French Revolution

- The VEUVE CLICQUOT trade‑mark has also appeared on a range of promotional items, not offered for sale in Canada, including fashion wares for women and men

- It is undoubtedly a famous trade‑mark that deserves wide protection not only from free‑riders but from those who, without any intention of free‑riding, nevertheless use in their own business distinguishing marks that create confusion or depreciate the value of the goodwill attaching to those of the appellant

- Here, the appellant seeks to stop the respondents’ group of six women’s wear shops in Quebec and eastern Ontario from using the trade‑name Cliquot and the respondents’ own registered trade‑marks Cliquot and Cliquot “Un monde à part”, and to have these trade‑marks expunged from the Register  

- The appellant claims that consumers will likely be confused to the point of thinking that the women’s clothing and the champagne originate with the same source, thereby infringing the appellant’s registered trade‑marks contrary to s. 20 of the Trade‑marks Act because they were confusing

- It further claims that even if the respondents’ use is not confusing, that use nevertheless depreciates the value of the goodwill attaching to its mark, contrary to s. 22 of the Act

- The Federal Court concluded that the appellant was not entitled to expungement

- Taking all the surrounding circumstances into account, the trial judge found there was little, if any, risk of confusion as to source

- She also found that the use by the respondents of their registered trade‑marks did not reduce the value of the goodwill attaching to the appellant’s VEUVE CLICQUOT mark

- The Federal Court of Appeal upheld the decision

I:
- Do the women's clothing stores with the Cliquot name depreciate the value of the goodwill attaching to the trademark Veuve Cliquot that attaches to French Champaign?

J:
- No, for the Boutiques

A:
- The question whether there exists a likelihood of confusion is largely one of fact

- Since this is an infringement claim rather than an opposition proceeding, the onus was on the appellant to prove such likelihood on a balance of probabilities

- Under s. 6(2) of the Trade‑marks Act, confusion occurs “if the use of both trade‑marks in the same area would be likely to lead to the inference that the wares or services associated with those trade‑marks are manufactured, sold, leased, hired or performed by the same person, whether or not the wares or services are of the same general class.”

- In every case, the factors to be considered when making a determination as to whether a trade‑mark is confusing to the somewhat‑hurried consumer in “all the surrounding circumstances” include, but are not limited to, those enumerated in s. 6(5) of the Act

- The fame of the mark is not, as such, an enumerated circumstance (although it is implicit in three of the enumerated factors, namely inherent distinctiveness, the extent to which a mark has become known, and the length of time that it has been used)

- Here, the trial judge’s finding that VEUVE CLICQUOT is a “famous” mark is of importance in considering “all the surrounding circumstances” because fame presupposes that the mark transcends at least to some extent the wares with which it is normally associated

- However, the fact of being famous or well known does not by itself provide absolute protection for a trade‑mark

- It is one factor which must be assessed together with all the others

- Here, having regard to all the surrounding circumstances and the evidence before the trial judge, there is no basis to interfere with her conclusion that there was no likelihood of confusion between the two marks in the relevant markets

- B: Critical factors were nature of the wares and the channel of trade (ss. (3) and (4)), even though ss. (1), (2), and (5) favoured Veuve under the s.6(5) test

- The VEUVE CLICQUOT trade‑mark, registered in 1899, is distinctive

- The respondents’ women’s wear boutiques are also known in the area in which both trade‑marks are used, and their marks, which were introduced in 1995, are not famous

- However, the difference between the appellant’s luxury champagne and the respondents’ mid‑priced women’s wear is significant…totally different nature of wares

-  While some trade‑marks transcend the wares, services and businesses with which they were originally associated, no witness in this case suggested that the VEUVE CLICQUOT mark would be associated by ordinary consumers with mid‑priced women’s clothing
- Respondents’ and appellant's goods also move in different channels of trade and distribution
- B: even though Veuve Clicquot was a very famous brand, and Cliquot admitted to capitalizing on the name, Veuve Clicquot was attached to a very narrow channel of trade that wouldn't confuse

- While it was unnecessary to lead evidence of actual confusion, it is nevertheless relevant to note that no such evidence was adduced

- The appellant’s expert witness did little to suggest a likelihood of confusion; at most, she speculated about possibilities

- B: since both marks had co-exited in Montreal for over 10 years, you think there would be some evidence of confusion available

- Having considered all the surrounding circumstances the trial judge held that ordinary consumers would be unlikely to make any mental link between the marks and the respective wares and services of the parties saying that in her view “. . . it is not likely that a consumer would think the plaintiff was affiliated with the defendants or that the plaintiff had granted a third party a licence to allow it to use the distinctive part of its mark in association with a women’s clothing store”

- The appellant thus failed to discharge its onus of proving a likelihood of confusion

- However, even if a mark is registered, you can make a s.22 depreciation claim



- Inserted into Act to protect against two registered marks where one mark discredited the other

- Here, with respect to the s. 22 depreciation claim, the appellant says that the fame of the VEUVE CLICQUOT mark for upmarket luxury goods is such that associating the name CLICQUOT (albeit misspelled as Cliquot) with a mid‑range women’s clothing store robs the appellant’s mark of some of its lustre, blurring its powerful association with top quality luxury goods, and thereby dilutes the distinctive qualities that attract high‑end business

- If the champagne mark becomes associated in the public mind with a group of mid‑price women’s clothing shops, the “brand equity” the appellant has been building in France since the 18th century, and in this country since the 19th century, would be devalued and whittled away  

- Again, the onus of proof to establish the likelihood of such depreciation rested on the appellant

- Despite the undoubted fame of its mark, the likelihood of depreciation was for the appellant to prove, not for the respondents to disprove, or for the court to presume

- Section 22 of the Trade-marks Act has received surprisingly little judicial attention in the more than half century since its enactment

- It seems that where marks are used in a confusing manner the preferred remedy is under s. 20 

- Equally, where there is no confusion, claimants may have felt it difficult to establish the likelihood of depreciation of goodwill

- However, the two statutory causes of action are conceptually quite different, as under s. 22 the claimant must establish 4 things:
a) Use of the plaintiff's trademark

- Prove that registered trade‑mark was used by defendant in connection with wares or services

b) Goodwill
- Prove that its mark is sufficiently well known to have significant goodwill attached to it

c) Perceived connection by public
- That its mark was used in a manner likely to have an effect on that goodwill (linkage); and

d) Depreciation
- That the likely effect would be to depreciate the value of its goodwill (damage)

- Nothing in s. 22 requires a demonstration that use of both marks in the same geographic area would likely lead to confusion

- The appellant need only show that the respondents have made use of marks sufficiently similar to VEUVE CLICQUOT to evoke in a relevant universe of consumers a mental association of the two marks that is likely to depreciate the value of the goodwill attaching to the appellant’s mark

- Without such a link, connection or mental association in the consumer’s mind between the respondents’ display and the VEUVE CLICQUOT mark, there can be no depreciation of the latter

- Here, the trial judge was correct to reject the s. 22 claim, as the appellant did not establish that the respondents had made use of marks sufficiently similar to VEUVE CLICQUOT to evoke in a relevant universe of consumers a mental association of the two marks that is likely to depreciate the value of the goodwill attaching to the appellant’s mark because:

a) Respondents never used the appellant’s registered trade‑mark as such
- Although the use of a misspelled Cliquot would suffice if the casual observer would associate the mark used by the respondents with the mark of the appellant, the trial judge found that a consumer who saw the word Cliquot used in the respondents’ stores would not make any link or connection to the appellant’s mark

- The appellant’s s. 22 claim thus fails at the first hurdle

b) No link and therefore no impact on the goodwill attached to VEUVE CLICQUOT

- While there is clearly considerable goodwill attaching to the VEUVE CLICQUOT mark that extends beyond wine and champagne, if the casual consumer does not associate the marks displayed in the respondents’ store with the mark of the venerable champagne maker, there can be no impact on the goodwill attached to VEUVE CLICQUOT

- While A's mark is famous, but a court cannot assume the issue of linkage or mental association in A's favour or reverse the onus onto the respondents to disprove such linkage 

- “Likelihood” is a matter of evidence, not speculation, and the appellant’s expert witness did not provide much assistance on this point
- Different than quoted cases…ie: Barbie v. Barbie's Playhouse (porn internet site)
- Accordingly, the appellant failed to establish the third element of the s. 22 test as well

c) No evidence of “depreciation”

- While court didn't need to go here, they did anyways and found no depreciation
- While the parties agreed to an order under Rule 153 of the Federal Court Rules relieving them of any need to call evidence as to damages flowing from any infringement alleged in this case (i.e. the s. 20 claim), the essence of liability under s. 22 is precisely the likelihood “of depreciating the value of the goodwill attaching” to the claimant’s trade‑marks

- The extent of any actual depreciation might be left to a reference, but likelihood of depreciation is one of the elements of the cause of action

- The reference was designed to deal with the subsequent quantification of  s. 20 loss or entitlement, not the necessary conditions precedent to s. 22 liability

R:
- The scope of s.22, while very narrow, has some use where use of another's registered trademark has a link to the mark and depreciates the value of the goodwill attached to the mark in the minds of the public
______________________________________________________________________________________

VIII. REMEDIES

- The general remedies provision in respect of any "act [that] has been done contrary to this Act is:

53.2
Power of court to grant relief

- "Where a court is satisfied, on application of any interested person, that any act has been done contrary to this Act, the court may make any order that it considers appropriate in the circumstances, including an order providing for relief by way of injunction and the recovery of damages or profits and for the destruction, exportation or other disposition of any offending wares, packages, labels and advertising material and of any dies used in connection therewith"

______________________________________________________________________________________

IX. INTERNATIONAL
- There isn't much law on international aspects

- However, like in copyright and patents, there is an international agreement which deals with trademarks and is reflected in the Trademarks Act

- It gives a foreign owner with a trademark registered abroad a presumptive right to have the trademark registered in Canada

- See section 14 of the Act, which acts as an exception to the general registrability rules of s.12:

14(1) Registration of marks registered abroad
- "Notwithstanding section 12, a trade-mark that the applicant or the applicant’s predecessor in title has caused to be duly registered in or for the country of origin of the applicant is registrable if, in Canada,

(a)
it is not confusing with a registered trade-mark;


- Same as Canada's registration rules…registry takes priority over int'l registration

(b)
it is not without distinctive character, having regard to all the circumstances of the case including the length of time during which it has been used in any country;

- Note: nothing about "primarily merely" a surname, or "deceptively misdescriptive", only that it must be "not without distinctive character"

- B: this is the main difference with internationally registered marks compared to domestic marks under s.12…must pass this "not without distinctive character" test

(c)
it is not contrary to morality or public order or of such a nature as to deceive public;

(d)
it is not a trade-mark of which the adoption is prohibited by section 9 or 10"

- The following is the only case dealing with s.14(1)(b) of the Act, which was anppeal by Boston Pizza International regarding dismissal of its application for expungement of the Boston Chicken trademark

Boston Pizza International Inc. v. Boston Chicken Inc. (2003 Fed. CA)…Wasn't distinct thru Canada use

F:
- Boston Chicken registered the mark three years before the trial but had used it only once in Canada 

- TJ held that Chicken's mark was not inherently distinctive, such that there was no likelihood/possibility of confusion with Boston Pizza International's mark

- International argued that, even though it wasn't confusing, Chicken's mark had no distinctive character in Canada, and thus the TJ was bound to expunge its registration

- Boston Chicken argued that distinctiveness could be established without use in Canada

I:
- Is Boston Chicken's mark "not without distinctive character" in Canada?

J:
- No, for Boston Pizza International...Chicken's logo and design were expunged from the register

A:
- The Boston Chicken mark was not inherently distinctive, nor had it acquired distinctiveness in Canada by virtue of use on the Canadian market

- Also, Chicken's use of the mark in Canada was scant

- However, the court below made the non-distinctiveness finding regarding the words Boston Chicken alone, and not regarding Chicken's logo or design

- B: odd decision as too restrictive a reading of the Act, as it seems like use outside Canada could be used to decide whether the mark had acquired distinctiveness
R:
- For a foreign registered mark to be "not without distinctive character" in Canada, a mark must have acquired distinctiveness through use on the Canadian market
______________________________________________________________________________________

SECTION FIVE – PATENTS

I. INTRODUCTION TO PATENT LAW
- The subject matter of a patent is an invention, and thus the key to the entire question of patentability is the concept of "invention", which is defined in s.2:


2
Definitions

- "“invention” means any new and useful art, process, machine, manufacture or composition of matter, or any new and useful improvement in any art, process, machine, manufacture or composition of matter"


- Thus you can patent something new and useful, or any new and useful improvement

- However, the definition of "invention" is massively supplemented by jurisprudence

- B: requirements for patentability from the s.2 defintion:

a) Novelty


- Must be "any new…process, machine, manufacture, or composition of matter"


b) Non-obviousness



- Similar to novelty, which is about whether the object has already been invented

- While non-obviousness deals with things almost invented, but there's a step missing before it's really invented


c) Utility



- Very arguable, but the invention must be useful in some way

- The "art, process, machine, manufacture, or composition of matter" covers almost anything


- ie: a new way of using an old substance is an "art" or "process" and thus is an invention


- Apart from living matter (exception for uni-celluar organisms), almost any matter can be patented

- The general concept of the patent system, which evolved out of Royal Monopolies in the Tudor Age, is that it is good for the economy and society in general if individuals could get a temporary invention over things they invent because it would encourage ingenuity


- Thus patents stop others from ripping off inventions for a limited time period

- Shorter than copyrights (life of author +50 years) or trademarks (often perpetual)…20 years only

- In addition to the small time protection, the offset of the patent process is complete disclosure of the materials of the patent (ie: wouldn't patent secret to making Coca-Cola)

- Thus patent law operates under a bargain theory:


a) Protection – 20 years from the date of invention


b) Disclosure – 18 months after application, the information is released to the general public

______________________________________________________________________________________

II. PROCEDURE FOR OBTAINING A PATENT
- Unlike copyright, which isn't geared to registration, and unlike trademarks, where there are some rights attached to unregisetered trademarks, patent rights are solely attached to registration


- Without registration, no rights attach to the patent

- Additionally, similar to trademarks, the registration of a patent does not guarantee validity, and can be attacked by challengers whereby they argue the patent didn't meet the requirements

- In patent registration, the key is drafting, where technical processes must be expressed in readable form


- Patent gives a monopoly, and the monopoly is defined by what is on the application (ie: the claim)

- Note that having a patent is no guarantee that it is legally valid
- Any "interested person" may apply to have any or all of the claims in your patent declared invalid or void, on the ground that they did not satisfy the requirements of the Patent Act with respect to:

a) Patentability of subject matter

b) Novelty (ie: nobody having disclosed it to the public before, s.28.2(1))

c) Obviousness (ie: involving no inventive step from what was already available to the public)

d) Other grounds (s.60(1)

- All 4 requirements remain vulnerabilities post-registration, and infringement cases typically arise
- General procedure:


a) Make application


- Key elements of any patent application are:




i) Specification…consists of:

a) Disclosure – description of what invention is and how it's made (s.27(3))

b) Claims – legal definition of the invention (s.27(4))

- If a party wants to pursue an action for infringement, must show that the infringer violated the patent claim

- Drafter must be able to show that everything in the claim meets the requirements of a valid patent




ii) Utility
- Must be able to meet any challenge on the ground that the invention lacks utility (ie: the machine, composition of matter, process, ect…must be shown to possess characteristics that, at least potentially, are useful)



iii) Cost/benefit
- Decide whether the eventual benefits from a monopoly of the invention are worth the expense of patenting it


b) Decide where to file

- In many cases, inventors elect to file first in the United States, as it's the biggest potential market and the US Patent Office is well-equipped and responsive

- Provided an application is filed in Canada within 12 months of the first filing in a foreign country with which Canada has a patent treaty (including the USA), the applicant can obtain a "claim date" for the Canadian patent application that is the date of the first foreign application being filed (s.28.1(2))

- This eliminates the risk that somebody else will file an application in Canada between the time you file in Canada between the time you file in the US and you file in Canada

- The date of the US filing will be the "claim date" for the application, giving it priority over any subsequent application filed in Canada (unless, of course, it has an earlier "claim date")

c) Process of examination


- This can take years…patent office examines the validity of the patent application

- The Patent Office researches if the application meets the requirements of "invention", novelty (especially), non-obviousness, and utility, and failing any of the 4 parts kills the application

- Note: "filing date" is date of first filing in Canada, while "claim date" is date of first filing internationally (may or may not be in Canada)



- Under s.10, the application becomes public 18 months after filing

d) Knowledge during examination
- s.28.2(1)(a): if the individual filing, or somebody who got knowledge through the filer, has disclosed the invention to the public, the individual must file within one year of the date when that happened (rare, since you can't file an incomplete invention, so there's no protection for disclosing an invention almost complete and other applying for protection for the complete invention)

- s.28.2(1)(b): they may survey technical or scientific literature to see if the subject matter of your patent was already available to the public

- s.28.3: decide whether the invention as genuinely the product of an inventive step, or if it was just "obvious"


e) Patent issued
- If everything goes according to plan, the patent is granted under s.42

- "Monopoly" includes the "exclusive right, privilege, and liberty of making, constructing, and using the invention and vending it to others to be used" under s.42
- Thus this is not just a monopoly to the right to make the thing; it's also the sole right to use

- See Monsanto, where Schmeiser was found to be using the gene in the modified canola by storing it, thus violating Monsanto's patent even though the seed accidentally flew onto land

- The patent holder then has a monopoly of the invention for 20 years from the date of filing the application under s.44

- The monopoly is enforceable against anybody who infringes your "exclusive right, privilege and liberty of making, constructing and using the invention and vending it to others to be used" (s.42)

- Note that patent protection has an international aspect

- The patent must be "new" globally, not just in the Canadian market (unlike in trademarks)

- However, practically speaking, to protect your patent globally, you should get a patent in each of the major markets that the patent operates in

- Regulation of this is conducted by international treaties, which state that getting a patent in one treaty country gives the holder 12 months to apply for a patent in other treaty countries, and priority of the patent will be retroactive and backdated to the filing of the application in the first instance

- In the Act, the applicant can obtain a "claim date" for the Canadian patent application (defined in s.2) and that this is the date of the first foreign application being filed (s.28.1(2))

- The underlying principle of the registration process is that patent protection is not first to invent, but first to file
- While this means that a patent holder can't be undercut by subsequent inventors, it does create a race to put in the first patent application

- Under s.28(1)(c), the first application gets priority, even if the first application invented second

______________________________________________________________________________________

III. PATENTABILITY
- The requirements of a valid patent are as follows:


a) "Invention"


- The subject matter of the invention must be capable of being an invention



- Equivalent of being a "work" in copyright law


- Only the "inventor" is allowed to get a patent (s.27(1)), so a "discovery" is not the same thing as an invention (ie: discovering medicinal properties in plants in developing countries…can't patent because it's simply something that occurs in nature)



- The next 3 requirements are inherent in the concept of "invention", and have their own tests


b) Novelty


- In other words, it must not be disclosed anywhere



- See s.28.2


c) Non-obviousness
- Distinction between novelty and obviousness is that "novelty" means the invention already exists or is known; "obviousness" is that nobody has come up with the invention, but is such a simple step from what already exists that no inventive step was involved

- See s.28.3

- Q: would a person "skilled in the arts or sciences" but without any ingenuity think that the invention was obvious given the information currently available publicly?


d) Utility


- Invention must be useful for some purpose



- Comes from s.2 definition of "invention", which claims it must be "new or useful" in some way

- However, this is a very broad test, so if an invention has potential to be useful in further experimentation or medical use, the mere fact the invention has potential may be enough

- While patents may be challenged in future infringement actions, whenever the validity of the patent is attacked the inquiry goes back to the "filing date" or the "claim date"


- Unlike trademark law, where distinctiveness can be lost over time if it is not used in the market


- In patent, the monopoly lasts for 20 years from the date of application and that's final

______________________________________________________________________________________

1) SUBJECT MATTER OF THE INVENTION

A) GENERAL CRITERIA

- Q: what is patentable?  What qualifies as an invention as defined in s.2 of the act?


- A: very broad
- Again, the key to the entire question of patentability is the concept of "invention" in s.2 (a new and useful art, process, machine, manufacture, composition of matter, or improvement thereto), but the following cases give a lot of substance to the definition

- Also note the section on improvements:

32
Improvements
- "Any person who has invented any improvement on any patented invention may obtain a patent for the improvement, but he does not thereby obtain the right of making, vending or using the original invention, nor does the patent for the original invention confer the right of making, vending or using the patented improvement"


- This allows for patenting better, more efficient ways of processes


- However, if the product itself is subject of a patent, it can't be reproduced by any means

- Note: order of cases in patent section of the course is in the order of importance

- The next case demonstrates that the concept of "invention" is very broad, including (to use the language of s.2) an "art" or "process" as well as actual machines or compositions of matter…

- Therefore, in Shell Oil, even though the active ingredient in each composition claimed was either not patentable (because it was too old) or no patent was sought for it, and even though the composition as such was obvious, there was novelty in the use to which the composition, according to the patent claims, was to be put

- Therefore, the invention was the use (very broad interpretation of s.2)
Shell Oil Co. v. Canada (Commissioner of Patents) (1982 SCC)…Patent for new use of old compounds

F:
- Shell Oil applied for a patent on certain chemical compositions comprising chemical compounds mixed with an adjuvant (they wanted to patent the process, not the compound or composition itself)

- The “invention” was the discovery of the usefulness of the compounds, old and new, as plant growth regulators and this is what it wants to protect by a patent on its chemical compositions

- Use of these compositions in regulating plant growth produced something new when properly diluted, thus providing "a valuable means of increasing crop productivity while at the same time reducing the labour and expense necessary to produce the crop"

- B: "compounds" and "compositions" are different; here, Shell didn't apply for protection of the compounds, but rather the compositions/mixture of the compounds with an adjuvant/diluter
- The Examiner rejected appellant’s application and the Commissioner of Patents and the Federal Court of Appeal upheld his decision

- Rejected on the basis of Farbwerke Hoechst, which held that there was no inventive ingenuity involved in the mixture of a pharmaceutical compound with an adjuvant/carrier

- Since everybody in science knew you could mix chemical compounds with an adjuvant, there was no invention involved in the new composition
I:
- Is a new use for an old compound patentable?  Is this new use part of the invention?  Can Shell Oil opt for a patent on the compositions instead of on the new compounds?  Does a claim on the compositions violate s. 36 of the Patent Act?

J:
- No, for Shell Oil, patent granted…a new use is patentable, so use of these compounds properly diluted for the purpose of regulating plant growth granted a monopoly for 20 years

A:
- Shell's idea of applying old compounds to a new use—one capable of practical application and of undisputed commercial value—was an invention within the meaning of s. 2 of the Patent Act

- The old Farbwerke cases – where you cannot claim a patent on compositions containing compounds which are themselves the subject of a claim or in respect of which a patent has already issued – were different

- Nothing in the Act, including s. 36, precluded a claim for these compositions which are the practical embodiment of the new knowledge

- Any claim for the compositions containing new compounds was also patentable

- The patenting of the compounds only would not give appellant protection for its idea of using compounds having a particular chemical structure as plant growth regulators

- The mixture of the compounds with the appropriate adjuvants was necessary in order to embody the idea in practical form

- Therefore, there was an inventive step involved in mixing the compounds with the appropriate carriers for their application to plants

- SCC left it open as to whether Shell could have patented both the product and the composition that uses the product

- Further, these composition claims were not subject to the restrictions of s. 41 (products intended for food or medicine) and no separate claim was being made for the compounds


- See Tennessee Eastman for more on s.41 (which has now been repealed)
R:
- A new use for an unknown purpose is patentable for the purpose only, even if the use involves the mixture of old compounds that were themselves the subject of patents already issued
- Note: Shell Oil  was applied in Calgon Corp. v. North Bay (2005 Fed. CA)


- Issue was the validity of Calgon's patent on using low level ultraviolet light irradiation of water to prevent the replication of cryptosporidium oocysts


- North Bay, which was using low-level UV to treat its drinking water, said the patent was invalid because the "invention" was only a discovery


- UV irradiation at low levels was already a known means to kill bacteria and viruses in water, so using UV irradiation at low levels to treat water supplies was quite common


- Calgon had simply discovered that low-level irradiation had an added benefit in that it prevented cryptosporidium from flourishing


- Fed CA upheld the patent, where the Court held that existing use that had an added benefit


- B: extreme example of the Shell Oil principle, where a new use for an old use is patentable…however, it is bizarre because not even the use was new, just the newly discovered advantage of the use


- B: odd result, as now water purification plants currently using low-level UV to treat drinking water may now be infringing Calgon's patent

- Note: careful between claims for new products and new processes
______________________________________________________________________________________

B) MERE SCIENTIFIC PRINCIPLE OR ABSTRACT THEOREM

- Note the prohibition on granting a patent for any "mere scientific principle or abstract theorem":

27(8) What may not be patented

- "No patent shall be granted for any mere scientific principle or abstract theorem"

- Section 27(8) comes into play in two ways:


a) Ideas that have never been put into effect


- Also applies to ideas that are too abstract and unrelated to any specific application



- Thus Einstein could not have patented his theory of relativity


b) Solely intellectual operational programs

- Rule only applies to systems or programs that may be entirely practical but involve nothing but a series of intellectual operations or computations, whether performed by a human mind or a device like a computer

- Next three sections all touch on this dichotomy between ideas and inventions

- Section 27(8) expresses fundamental idea that the law of patents does not protect creative ideas as such
- It protects only the embodiment of those ideas in some form of manufacture, composition of matter, process, ect…in an invention

- B: can't patent a scientific theory, but rather only a particular application of a scientific theory

- This reflects a distinction analogous to the one in copyright law between "idea" and "expression"

______________________________________________________________________________________

C) PROFESSIONAL SKILLS OR METHODS; SCHEMES OR PLANS
- The next case demonstrates that mere professional skills, or ways of doing things that have no physical element, are not inventions no matter how ingenious…
Lawson v. Commissioner of Patents (1970 Ex. Ct. of Can.)…Professional skills or methods not patentable

F:
- A building lot was in the shape of a champagne glass, and Lawson (arguing to have his patent approved) argued that this design changed the character of the land and therefore should be patented

- However, the Patent commissioner advised that:

a) The means of subdivision design of the lot wasn't patentable

b) The subdivision design was merely a plan for laying out land and lacked inventive ingenuity

c) To be patentable, the design must be more than a scheme or plan

- Lawson argued that the design becomes a commercial unit with additional utility after it gets divided


- ie: much more choice in building layouts for houses, ect…

- However, the Commissioner still said there was:

a) Lack of subject matter – must be effect or transformation resulting in something taking on a different state

b) Lack of unobviousness – impossible to say because there was no physical embodiment of idea

c) Lack of novelty – does not involve new idea or solution to a problem or need

I:
- Was the commissioner correct?

J:
- Yes, for the Commissioner…patent EPIC FAIL

A:
- Court considered the claimed advantages as follows: 

a) Allow greater density of houses ( doubtful

b) Allow staggered buildings ( not new

c) Greater choice of building plans ( some merit

d) Greater freedom of orientation to enjoy the site ( some merit

e) Reduce cost of installing services ( doubtful

- Whether there was a lack of subject-matter depended upon the proper interpretation to be given to the words “art” and “manufacture” as they appear in Section 2(d) of the Patent Act

- Not all useful arts and manufacturers are included in s.2(d)

- Invention is an essential attribute of patentability, s.2(d) must be read accordingly

- “An art or operation is an act or series of acts performed by some physical agent upon some physical object and producing in such object some change either of character or of condition. It is abstract in that, it is capable of contemplation of the mind. It is concrete in that it consists in the application of physical agents to physical objects and is then apparent to the senses in connection with some tangible object or instrument”

- “It is now accepted that if the invention is the means and not the end, the inventor is entitled to a patent on the means”

- However, here, the method of division a manufacture was also not patentable because there was no change in the character or condition of material objects

- The skill of the real estate subdivider analogous to a lawyer inventing a new method of cross-examination…it's mere professional skill or method

- Land isn't change in any way, so can't patent as an invention simply the way lines are drawn on a subdivision plan…this is just an abstract principle

- Therefore, you can get a monopoly on a way of operating on something physical  (see Shell Oil, where outcome is some physical alteration) but can't get a monopoly on a way of operating that has no physical embodiment (as here in Lawson)

- B: can't say something is novel or non-obvious if there's no physical result, as well as policy ideas of allowing valuable ideas about doing something being monopolized
- Note: Overlap of the Copyright Act, the Industrial Design Act, and the Patent Act is possible

- The design may be covered under copyright, but isn't not patentable subject matter

- Here, mere schemes or plans were not patentable subject matter

R:
- Professional skills are not the subject matter of a patent, and since the division of land is a surveyor or solicitor skill, the method of subdividing is not an art and not a patentable process

______________________________________________________________________________________

D) MEDICAL TREATMENT

- Note the Patent Act defintion:

79(2) Invention pertaining to a medicine

- "For the purposes of subsection (1) and sections 80 to 101, an invention pertains to a medicine if the invention is intended or capable of being used for medicine or for the preparation or production of medicine"

- The next case deals with the former s.41 of the Patent Act, which stated that a party could not patent a substance intended to be a food or medicine, but instead only patent the process for manufacture of the food of medicine (it was repealed in 1992)…

Tennessee Eastman Co. v. Commissioner of Patents (1972 SCC)…Ban on patent of medical treatment

F:
- Commissioner of Patents refused to grant a patent to Tennessee for a surgical method for joining or bonding surfaces of incisions/wounds in living animal tissue by applying certain compounds

- The discovery that these compounds had an unexpected property of bonding human tissue was new, useful and unobvious, but the compounds itself were old, well known, and used for other applications

- The Commissioner decided that the method did not constitute patentable subject matter under s. 2(d) of the Patent Act in that it is neither an art, or a process within the meaning of the section

- The decision of the Commissioner was affirmed by the Exchequer Court

I:
- Can a new use for surgical purposes of a known substance be claimed as an invention and patentable?

J:
- No, appeal dismissed…s.41 of the Patent Act governs the application

A:
- The scope of the word “process” in s. 2(d) is somewhat circumscribed by the provision of s. 28(3) excluding a “mere scientific principle or abstract theorem.”

- The claims are limited to a method (ie: the process), which in this case is nothing else than a new use for a known substance

- While applicants claim not that they invented the glue, but that they invented the glue for surgical use, the court rejects the argument

- Section 41 of the Act was enacted for the purpose of restricting the scope of patents “relating to substances prepared or produced by chemical processes and intended for food or medicine”

- This necessarily implies that, with respect to such substances, the therapeutic use cannot be claimed by a process claim apart from the substance itself

- Thus a party can't bypass the prohibition of patenting the substance by patenting the use of the substance, so the claim must fail

- The only way you can patent a medical substance thingy is to patent the process for producing it

- While a party can patent processes for, say, tenderising meat or applying herbicide, can't patent for medical procedures because of s.41

- B: if allowed to patent the medical use of the substance, you indirectly patent the medical substance which is not patentable under s.41…can't allow

R:
- While s.41 is now repealed (you can now patent drugs), parties still cannot patent a method of medical treatment as distinct from the substance with which you perform the medical treatment for the same policy reasons regarding availability of medical treatments for everybody
- Note: while s.41 has been repealed, and the reasoning in Tennessee Eastman is no longer applicable, the case still stands for the proposition that methods of medical treatment are non-patentable

- However, recent case law since the 1992 repeal on the status of the ban on patenting methods of medical treatment indicate that the issue may be open to question (ie: case law from Australia)

- Disputes over the patentability of medical treatment methods reflect the general tension that runs throughout patent law between:


a) Pro-patent – will encourage research, development, and ingenuity


b) Anti-patent – will drive up costs of future progress by monopolizing good ideas for 20 years
______________________________________________________________________________________

E) INFORMATION TECHNOLOGY

- Q: can a party patent software?

- The following case holds that a computer program can't be an invention because it is simply a set of algorithms (series of simple steps followed to perform a task) that is a faster but identical intellectual process as that performed by humans
Schlumberger Canada Ltd. v. Commissioner of Patents (1981 Fed. CA)…Software not patentable

F:
- A geologist applied for a patent because he devised a method whereby measurements of soil characteristics from boreholes are recorded on magnetic tapes, transmitted to a computer programmed according to the mathematical formulae set out in the specifications, and converted into charts, graphs or tables in readable form

- ie: obtained data was processed by a computer and displayed in graphical, human-readable form

- P claimed that the usefulness of the invention is not the computer program, but the complex process of transforming the data, which is affected by the computer


- ie: easier and more efficient to find oil and gas, therefore cost-savings and useful

I:
- Is a process of a computer transferring scientific data into graphical, readable form an invention forming patentable subject matter?

J:
- No, patent denied...P was claiming a monopoly on a computer program which is not an invention

A:
- Invention as defined by the Patent Act does not exclude computer programs, but using computer programs to manipulate data is not new

- If the calculations were performed not by computers, but by men, then the subject matter would be mathematical formulae which are not patentable

- Even though the method of calculation by a human (an abstract theorem) would take 150 years, the fact that a computer can do it faster is the same thing

- It is still an idea that is not patentable, and not under s.2 of the Act
- Therefore, the fact that you will use a computer to apply a formulae, does not make an otherwise un-patentable formulae patentable

- Here, a two part test was applied:

a) Determine what has been discovered

b) Apply patent criteria

- After characterising the alleged invention, consider whether the new discovery was merely an operation or process which could be performed mentally

- However, if in creating the useful end result, one does more than merely determine information from calculations, then may be patentable

- Here, Schlumberger contests that calculations are not mental operations but purely mechanical ones that constitute the various steps in the process disclosed by the invention

- If this was correct, it would follow that the mere fact that the use of computers is prescribed to perform the calculations prescribed in the specifications, would have the effect of transforming into patentable subject-matter what would, otherwise, be clearly not patentable

R:
- The fact that a computer is or should be used to implement a discovery does not change the nature of the discovery and does not make an otherwise unpatentable formulae patentable
- However, the next case demonstrates an exception to the general rule if that software is not patentable


- If the software is connected with a novel means of using hardware, then it can qualify as an invetion
Re Application for Patent of International Business Machines Corp. (1984 PAB & Comm'r)…Hardware
F:
- Subject-matter of this application relates to the storage, indexing and retrieval of text data for text processing machines such as printers


- IBM wanted a method for storing memory on a hard drive


- Initial response by Patent Commissioner was this was simply a computer program and not patentable


- IBM claims that their method calls for the physical placement of information in a specific manner and so achieves a physical improvement with respect to the security of data and the speed of access

I:
- Was the disclosed method more than simply calculations or a mere scientific principle or abstract theorem and therefore patentable?

J:
- Yes, patent granted

A:
- Patent Board is satisfied that the disclosed method is directed to more than the various calculations to be made and more than a mere scientific or abstract theorem

- It wasn't just the program itself; it was the physical operations associated with the program that were patentable

- Here, IBM was patenting the storage device; patenting the new way of registering/storing data on the storage device, which gave it enough physical embodiment to be 


- Board is also of the opinion that the disclosure of the application complies with the requirements of s.2 of the Patent Act and therefore they do not support the rejection of the claims for being directed to non-statutory subject matter

R:
- While parties may patent hardware or methods of using hardware, such as new ways of storing data on a storage device that alters the way the computer program functions, computer software that simply uses the hardware to make calculations are not patentable
- Note: In the USA, you can patent a new way of using algorithms on a particular piece of hardware

- ie: using program 'x' on hardware 'y' because it doesn't monopolize program 'x' entirely

- However, in Canada, the use of an algorithm is not patentable unless there is some effect by program 'x' on the way that hardware 'y' functions

- B: this is odd…may be changed in the future, but no recent case law on this…mainly companies use copyright protection rather than patent law to protect their computer programs
______________________________________________________________________________________

F) LIVING MATTER
- Before Harvard College, the SCC made a decision in Pioneer Hi-Bred where a company wanted to patent a hybrid plant that produced a particular soybean

- The company produced the soybean not by genetic manipulation but by cross-breeding plants in a way that was not possible in nature

- SCC held that the crossbred soybean variety did not meet the disclosure requirements of the Patent Act, as there was no guarantee the process would produce the plant (trial and error needed)

- Shortly after this decision, Parliament passed the Plant Breeders' Rights Act, which gives plants specifically tailored and less onerous requirements in return for a narrower monopoly right than is available under the Patent Act
- Pioneer Hi-Bred demonstrates the difficulty in trying to patent living matter, as it's difficult to define the invention in a way that anybody following the invention could reproduce it (it's "living" matter)

- While in Pioneer the SCC dodged the issue of patenting living matter by focusing on the disclosure issue (B: a "chicken" decision), the following case tackled the issue head-on…

Harvard College v. Canada (Commissioner of Patents) ("Harvard Mouse Case") (2002 SCC)…Long!

F:
- Harvard researchers developed a process by which it could breed genetically altered mice that would possess a cancer-promoting gene

- In the process, the cancer promoting gene ("oncogene") is injected into fertilized mouse eggs as close as possible to the one-cell stage

- When the mouse grows up, it has kids with the same gene that are used for research

- The school then applied for a patent for the genetically altered mice they called the "oncomouse" as well as a patent for the process by which they created the oncomice (ie: the founder mice and the offspring whose cells are affected by the oncogene)

- The Commissioner of Patents rejected their application to patent the mice on grounds that higher life forms were not inventions under section 2 of the Canadian Patent Act
- In s.2 of the Patent Act, an "invention" is defined as "any new and useful improvement, in an art, process, machine, manufacture or composition of matter"

- However, they allowed the process claims, as it's a way of doing something that will produce the same result every time


- Federal Court agreed; Federal Court of Appeal reversed, holding that the Act allows for patenting a "composition of matter" and that this includes living things since Parliament didn't exclude it

I:
- Is the oncomouse, a genetically modified rodent with heightened genetic susceptibility to cancer, an "invention" under s.2?  Are the words "manufacture" and "composition of matter", in the context of the Patent Act, sufficiently broad to include higher life forms and the process leading up to them?

J:
- No, for Canada in a 5-4 judgment (with strong dissent from Binnie J.)

A:
- There are two judgments:



a) Bastarache J. – Majority – Higher life forms not patentable under meaning of "invention"
- B: very delicate judgment by majority based on statutory interpretation, but undertones are completely based on morality on whether it's "right" to patent living things, including humans
- Since the sole question in this appeal is whether the words "manufacture" and "composition of matter", within the context of the Patent Act, are sufficiently broad to include higher life forms, it is irrelevant whether this Court believes that higher life forms such as the oncomouse ought to be patentable

- Bastararche bases conclusion on statutory interpretation, as the words of the Patent Act "are to be read in their entire context and in their grammatical and ordinary sense harmoniously with the scheme of the Act, the object of the Act, and the intention of Parliament"

- Parliament did not define "invention" as "anything new and useful made by man"

- The choice of an exhaustive definition signals a clear intention to exclude certain subject matter as being outside the confines of the Act
- Here, "manufacture" denotes a non-living mechanistic product or industrial process, not a higher life form, so doesn't fit here

- Also, "composition of matter" does not include a higher life form such as the oncomouse because when read along with other words, it implies something non-living

- It may relate to chemical compositions, but a self-reproducing being that transcends the composition of matter it holds can't be patentable

- Therefore, just as "machine" and "manufacture" do not imply a living creature, the words "composition of matter" are best read as not including higher life forms

- While a fertilized egg injected with an oncogene may be a mixture of various ingredients, the body of a mouse does not consist of ingredients or substances that have been combined or mixed together by a person

- Moreover, "matter" captures only one aspect of a higher life form, generally regarded as possessing qualities and characteristics that transcend the particular genetic material of which it is composed

- Therefore, this argument would say that the initially injected egg is an invention, but then changes and is no longer an invention

- Higher life forms cannot be conceptualized as mere "compositions of matter" within the context or scheme of the Patent Act
- Since patenting higher life forms would involve a radical departure from the traditional patent regime, and since the patentability of such life forms is a highly contentious matter that raises a number of extremely complex issues, clear and unequivocal legislation is required for higher life forms to be patentable
- The fact that reproduction doesn't guarantee exactly the same mouse is troubling

- Also concerned with infringement, as individuals would infringe when mice have sex

- Patenting of higher life forms raises unique concerns not addressed by the scheme of the Act…indication that Parliament never intended the definition of "invention" to extend to this type of subject matter

- Require Parliament to engage in public debate, a balancing of competing social interests, and intricate legislative drafting

- B: Majority believes it's clear that Parliament didn't have living things in mind during drafting, and reading it in would be "legislating from the bench" when it's addressing issues that Parliament would rather debate

- Although the Patent Act is designed to advance research and development and encourage broader economic activity, a product of human ingenuity must fall within the terms of the Act in order for it to be patentable

- Subsequent legislation, Plant Breeders' Rights Act is of significance to the interpretation of the Patent Act and the issue of its applicability to higher life forms

- In response to Pioneer Hi-Bred, Parliament passes special legislation that gives special consideration to plants in exchange for less protection than under the Patent Act
- In majority's view, this is recognition of Parliament viewing problems with patenting plants, and it knew of the problems of patenting animals at the same time

- Therefore, if a special legislative scheme was needed to protect plant varieties, a subset of higher life forms, a similar scheme may also be necessary to deal with the patenting of higher life forms in general (such as genetically-modified mice here)

- The distinction between lower and higher life forms, though not explicit in the Patent Act, is nonetheless defensible on the basis of the common sense differences between the two


- ie: lower life unicellular organisms = yeast (chemicals that are living)

- It is now accepted in Canada that lower life forms are patentable but this does not necessarily lead to the conclusion that higher life forms are patentable

- It is easier to conceptualize a lower life form as a "composition of matter" or "manufacture" than it is to conceptualize a higher life form in these terms

- B: Majority can't draw a logical distinction between patenting a mouse and not patenting human cells, which would open up a whole host of moral issues that Parliament should address

- Patentable micro-organisms are formed in such large numbers that any measurable quantity will possess uniform properties and characteristics

- The same can't be said for plants and animal, which can't be perfectly reproduceable

- Therefore, it is far easier to analogize a micro-organism to a chemical compound or another inanimate object than it is to analogize an animal to an inanimate object



b) Dissent – Binnie J. – Can't read in limitations into definition of an "invention" in the Act

- Key question is whether it is an invention under the act – this shouldn't be a policy debate

- The extraordinary scientific achievement of altering every single cell in the body of an animal which does not in this altered form exist in nature, by human modification of the genetic material of which it is composed, is an inventive "composition of matter" within s. 2

- The fertilized, genetically altered oncomouse egg is an invention under the Patent Act, and there is no basis in the statutory text to conclude that the resulting oncomouse, that grows from the patented egg, is not itself patentable because it is not an invention

- The context and scheme of the Patent Act reinforce the expansive sense of the words "composition of matter" to render the oncomouse patentable

- While Parliament did not contemplate the oncomouse in 1869 when it enacted the definition of "invention", it did not contemplate moon rockets, antibiotics, telephones, e-mail or hand-held computers either

- B: Act says you can patent basically anything, majority reads in restrictions that aren't there, and a higher/lower life form distinction doesn't make any sense

- The intent that can properly be attributed to Parliament, based on the language it used and the context of patent legislation generally, is that it considered it to be in the public interest to encourage new and useful inventions without knowing what such inventions would turn out to be and to that end inventors who disclosed their work should be rewarded for their ingenuity 

- The oncomouse is also patented in jurisdictions that cover USA Austria, Belgium, Denmark, Finland, France, Germany, Greece, Ireland, Italy, Luxembourg, The Netherlands, Portugal, Spain, Sweden and the United Kingdom

- Therefore, the Commissioner's approach to this case sounds a highly discordant note

- The massive private sector investment in biotechnological research is exactly the sort of research and innovation that the Patent Act was intended to promote

- Healthcare is the major beneficiary of biotechnology

- At the same time, vast amounts of money must be found to finance biomedical research

- The Patent Act embodies the public policy that those who directly benefit from an invention should be asked, through the patent system, to pay for it, at least in part

- While as a matter of law there can be no patent on a human being, the Patent Act does not distinguish, in its definition of "invention", between "lower" and "higher" life forms 

- None of the proposed dividing lines between "lower" and "higher" life forms arise from the text of the Patent Act
- Whether to carve out a subject-matter exception for "higher life forms", and how "higher life form" is to be defined, is a policy matter for Parliament

- As to the contention that growth from a single fertilized cell to the complete mouse has nothing to do with the inventors and everything to do with the "laws of nature", it must be said that the "laws of nature" are an essential part of working of many and probably most patented invention

- Pharmaceutical drugs utilize the normal bodily processes and functions of animals and humans and are not on that account regarded as less patentable

- Additionally, even if the animal doesn't perfectly reproduce every time, dissent doesn't care, as the invention is the gene and the gene will be present in each reproduced mouse

- Adoption of the Plant Breeders' Rights Act in 1990 does not mean that the subject matter of patents excludes plants and, by extension, other "higher" life forms such as seeds and animals

- It cannot be said that the two Acts are inconsistent

- Animals continue to be used in laboratories for scientific research whether patented or not

- With respect to the commodification of human life, the patentability of humans is precluded by law and the broadest claim here specifically excepts humans from the scope of transgenic mammals

- While the drawing of the line is on patenting human beings and everybody agrees on this, any creature other than a human should be patentable as long as it is the product of some human manipulation and thus an "invention" under s.2 of the Act

- Therefore, neither the Commissioner of Patents nor the courts have the authority to declare a moratorium on "higher" life patents until Parliament chooses to act

R:
- In contrast to most other jurisdictions, the majority holds that living organisims are not patentable under the Patent Act because it does not fit the definition of an "invention" under s.2 and would lead the way to patenting other higher-life forms, such as humans

- Note: in Harvard College, both majority and dissent as obiter dicta see no problems in patenting a micro-biological cell such as yeast or bacteria (ie: one cell organisms)

- Didn't say you can't patent the gene, as you can patent something found in nature if you find a new use for it

- Can also patent something in nature that you find and then do something to

- Therefore, an individual modified cell appears to be patentable, but you can't patent living organisms

- Q: if you patent the cell, does this lead to the conclusion that any creature/organism holding the patented cell is infringing patent protection?  See the next case…
Monsanto Canada Inc. v. Schmeiser (2004 SCC)…Valid patent over a cell or gene, not higher life forms

F:
- Monsanto is the licensee and owner, respectively, of a patent that discloses the invention of chimeric genes that confer tolerance to glyphosate herbicides such as Roundup and cells containing those genes 

- Canola containing the patented genes and cells is marketed under the trade name "Roundup Ready Canola" and has "Canola police" monitoring the country

- Farmer Schmeiser grows canola commercially in Saskatchewan


- S never purchased "Roundup Ready" canola nor obtained a licence to plant it

- He also had knowledge of this resistance because he tested it

- After killing the non-modified Canola, he collected the resistant Canola, actively planted the resistant seed, and grew a whole bunch of Roundup Ready Canola

- Since Monsanto didn't licence the genetically modified Canola to Schmeiser, they were afraid that they would lose their monopoly over their crop

- After Canola police tested Schmeiser's 1998 canola crop revealed that 95-98% was Roundup Ready Canola, big evil Monsanto brought an action against Schmeiser for patent infringement


- Note: not under the Plant Breeders' Rights Act, but action under the Patent Act
- Monsanto made a bunch of patent claims, including a chimeric gene, an expression vector, a plant transformation vector, various species of plant cells, and a method of regenerating the resistant plant
- TJ found the patent to be valid and allowed the action, concluding that the appellants knew or ought to have known that they saved and planted seed containing the patented gene and cell and that they sold the resulting crop also containing the patented gene and cell

- The Federal Court of Appeal affirmed the decision but made no finding on patent validity

I:
- Are the plants and seeds that Monsanto claims a patent over unpatentable "higher life forms"?

J:
- No, for Monsanto…patent is valid

A:
- Schmeiser argues that the subject matter claimed in the patent (ie: a gene or a method of rengerating a glyphosate-resistant plan) is unpatentable



- SCC disagrees, because they claim Monsanto only patented the cell, not the plant

- While acknowledging that Monsanto claims protection only over a gene and a cell, Schmeiser contends that the result of extending such protection is to restrict use of a plant and a seed

- Basically, he says SCC should follow Harvard Mouse were plants and seeds were found to be unpatentable "higher life forms"


- However, SCC claims there's a difference between patenting a gene/cell and patenting a mammal


- Therefore, not inconsistent with Harvard Mouse
- Also, in obiter, both majority and dissent in Harvard Mouse noted that a fertilized, genetically altered oncomouse egg would be patentable subject matter, regardless of its ultimate anticipated development into a mouse

- Therefore, Schmeiser failed to discharge its onus that the patent is invalid

- Whether or not patent protection for the gene and the cell extends to activities involving the plant is not relevant to the patent’s validity

R:
- While animals and plants are not patentable, it is possible to patent a genetically modified cell whose purpose it is to form part of an animal or a plant
- See later section on "infringement" for a bigger and more difficult issue of whether Schmeiser actually infringed Monsanto's valid patent/invention

______________________________________________________________________________________

2) NOVELTY
A) GENERAL

- You can patent anything that has a relation to the physical world


- It can be a new thing or a new use, but the line stops when you try to patent a concept or an idea


- ie: professional skills are not inventions

- Additionally, patents must be novel (s.28.2), not obvious (s.28.3), and useful (s.2)
- As the word "new" in the definition of "invention" in s.2 implies, it is of the essence of the invention that it should mark an advance over existing knowledge
- Note that anticipation by an invention that is the subject of a previous Canadian patent or patent application is dealt with specifically in:

28.2(1) Subject-matter of claim must not be previously disclosed
- "The subject-matter defined by a claim in an application for a patent in Canada (the "pending application") must not have been disclosed

(a)
more than one year before the filing date by the applicant, or by a person who obtained knowledge, directly or indirectly, from the applicant, in such a manner that the subject-matter became available to the public in Canada or elsewhere;

- Therefore, if an inventor discloses/publishes an invention, there is a 1-year grace period where you can still apply for a patent

- ie: if Canada amended the Patent Act to allows higher life forms to be patentable, Harvard wouldn't be able to patent the mouse because time had run out
(b)
before the claim date by a person not mentioned in paragraph (a) in such a manner that the subject-matter became available to the public in Canada or elsewhere;



- This covers situations where somebody else discloses the invention…same as 'a'

(c)
in an application for a patent that is filed in Canada by a person other than the applicant, and has a filing date that is before the claim date; or

(d)
in an application (the "co-pending application") for a patent that is filed in Canada by a person other than the applicant and has a filing date that is on or after the claim date if…"

- Note that novelty is closely related to non-obviousness

- The distinction between them is that lack of novelty means the invention itself was already out there

- Obviousness refers to situations where the invention was not out there as such, but involved no "inventive step" in relation to what was already known

- Also note that novelty is assessed in relation to what has already been published, not what has already been invented

- Canada, like most countries, uses a "first to file" criterion (unlike USA where you can challenge)

______________________________________________________________________________________

B) ANTICIPATION

- Anticipation involves an allegation that an invention has already been fully disclosed
- Look to the "prior art"…ie: everything published around the globe (ie: journal articles) that might have disclosed the invention and ask if the invention has been properly disclosed

- Q: has the invention already been disclosed?  Is it already out there?

- Not enough to just have the invention described out there in theory, but must be disclosed in a way that makes it practical and allows another person to do it
- Apotex: With anticipation, there must be disclosure of the whole invention in such a way as to enable the invention to be performed without undue burden

- Apotex: anticipation involves a 2-part analysis:


a) Disclosure – is the invention previously disclosed?


b) Enablement – can you take a description and actually create the invention?
- The next case is the definitive explanation of how novelty is dealt with…

- B: yet another example of SCC being hyperactive in IP law…they are trying to make IP law more flexible and less mechanistic, while at the same time preserving the certainty the system depends on

- The next case involves a dispute over selection patents between Apotex Inc. (”Apotex”), a generic drug manufacturer, and Sanofi-Synthelabo Canada Inc (”Sanofi”) who held the original patent, over "Plavix"…

- The SCC decides that a patent is valid as long as the invention has not been previously disclosed in a way that would allow it to be reproduced
Apotex Inc. v. Sanofi-Synthelabo Canada Inc. (2008 SCC)…Anticipation = disclosure + enablement

F:
- Sanofi held the original ‘875 patent (issued in 1985, expired in 2002) which covers nearly a quarter-million compounds which can inhibit platelet aggregation activity, or clotting, in the blood



- '875 patent was the "genus" patent, as it could come up with a bunch of different compounds

- This case involved one of the anti-coagulant compounds known as a racemate, a substance which contains equal amounts of two structurally different compounds called the dextro‑rotatory isomer and the levo‑rotatory isomer

- The ‘875 patent holder, Sanofi, also held a subsequent ‘777 selection patent which was the dextro‑rotatory isomer

- Therefore, they claim the right-handed "dextro-rotatory isomer" of a particular compound that had really good anti-coagular performance (ie: "Plavix"), which was issued in 1995 and expired in 2012 (under old rules before 1989…post-1989, all applications get 20 year monopoly)

- The drug is marketed under the trade name "Plavix" as an anti-coagulant which essentially inhibits the blood from clotting

- Apparently the isomer that was used to make Plavix is less toxic and better tolerated than its counterpart the left-handed levo‑rotatory isomer

- In 2003, Apotex, a generic manufacturer served a Notice of Allegation on Sanofi to obtain a Notice of Compliance from the Minister of Health in order to market its generic version of Plavix

- They claimed that it would not infringe S’s patent for Plavix because the ‘777 patent was invalid on the grounds of:

a) Anticipation – Invention had already been fully disclosed

b) Obviousness – Even if it hadn't been fully disclosed, it didn't contain any ingenuity

c) Double patenting – Trying to patent the same thing twice

- S successfully sought an order in Federal Court prohibiting the Minister from issuing the Notice of Compliance to A on the ground that the generic version of Plavix did infringe the ‘777 patent

- The Federal Court of Appeal upheld the decision…now Apotex appeals

I:
- Are selection patents invalid in principle or on the facts of this case, on the ground of anticipation? 

J:
- No, for Sinofi

A:
- Apotex argued that the original '875 patent disclosed the entire invention, and thus the '777 patent containing Plavix simply repeated something that was already known

- However, the SCC affirmed a 2-step approach for anticipation and rejected the appellant’s arguments that selection patents are invalid in principle:

a) Disclosure of the selection patent in the originating patent
- The ‘875 genus patent was not found to disclose the special advantages of the ‘777 selection patent, such as reduced toxicity, but not all advantages were properly known

- Once the subset/selection patent was known, it could be patented

- The genus patent gives you a monopoly over all inventions coming from the genus

- The selection patent protects you if there's some special advantage that was not previously understood in the earlier patent

- Therefore the benefits of the ‘777 patent, which was based upon the invention that this particular isomer had especially good properties that weren't known in the earlier patent and didn't identify any isomers, could not have been anticipated by the originating ‘875 patent



b) Enablement of the selection patent

- A skilled reader should be able to arrive at the invention the first time they try it and each time after, with limited trial and error

- Here, simply looking at the genus patent would allow an individual to get Plavix, or would enable anybody to figure out that the detro-rotatory isomer would be better

- However, since anticipation requires both disclosure and enablement, it was unnecessary for the SCC to conclude if there was enablement after finding there was no disclosure

- Therefore, the ‘875 patent was found to not anticipate the ‘777 patent as alleged by Apotex.

R:
- Anticipation is not just that the abstract knowledge of the invention must be disclosed, but it must be available in a form that would allow anybody to re-create the invention
______________________________________________________________________________________

C) PREVIOUS DISCLOSURE TO THE PUBLIC

- See the Patent Act:

28.2(1) Subject-matter of claim must not be previously disclosed
- "The subject-matter defined by a claim in an application for a patent in Canada (the "pending application") must not have been disclosed

(a)
more than one year before the filing date by the applicant, or by a person who obtained knowledge, directly or indirectly, from the applicant, in such a manner that the subject-matter became available to the public in Canada or elsewhere;

(b)
before the claim date by a person not mentioned in paragraph (a) in such a manner that the subject-matter became available to the public in Canada or elsewhere"

______________________________________________________________________________________

3) NON-OBVIOUSNESS

- Apotex: In order to be obvious, it isn't always necessary that the person skilled in the art have been absolutely certain of how to achieve the (alleged) invention

- In certain cases, it's enough that, to a hypothetical person, it would have been obvious that the invention could be tried with virtual, if not absolute, assurance of success (ie: "obvious to try")

- "Obvious to try" may be a misleading name…doesn't mean that it's obvious somebody would try it; it means that it would be obvious that the trial would be successful

- It's not a rigid test whereby any idiot could know how to achieve the invention


- It may be obvious even if there is some trial and error to get from the prior art to the invention


- Therefore, the standard is that of the "skilled technician" or a "person skilled in the art"

- Both anticipation and obviousness are part of general theme in patent law that issues should be resolved:

a) Not mechanistically, but with tests that adapt themselves to the purposes of the system, while 

b) Maintaining a high degree (in theory) of predictability

- See the Patent Act:

28.3
Invention must not be obvious

- "The subject-matter defined by a claim in an application for a patent in Canada must be subject-matter that would not have been obvious on the claim date to a person skilled in the art or science to which it pertains, having regard to

(a)
information disclosed more than one year before the filing date by the applicant, or by a person who obtained knowledge, directly or indirectly, from the applicant in such a manner that the information became available to the public in Canada or elsewhere; and

(b)
information disclosed before the claim date by a person not mentioned in paragraph (a) in such a manner that the information became available to the public in Canada or elsewhere"

Apotex Inc. v. Sanofi-Synthelabo Canada Inc. (2008 SCC)…"Obvious to try" = self-evident ought to work

F:
- See above

I:
- Was the patent obvious and therefore invalid?

J:
- No, for Sanofi…Apotex failed to establish that the ‘777 patent for the dextro-rotatory isomer would have been “obvious to try” from the ‘875 patent

- If it were, Sanofi would not likely have spent the time and resources to develop the Plavix.

A:
- Obviousness is largely concerned with how a skilled worker would have acted in the light of the prior art, and an obviousness inquiry should follow a four‑step approach:

a) Identifying the "person skilled in the art"

- Q: what is that person’s relevant common general knowledge?

- Here, that person is a trained pharmachemist

b) Identifying the inventive concept

- Q: what did the inventor invent?
- Therefore, the inventive concept of the claim in question must be determined or construed

- Here, the inventive concept of the claims in the ‘777 patent is that it is a compound useful in inhibiting platelet aggregation which has greater therapeutic effect and less toxicity than the other compounds of the ‘875 patent

c) Identifying differences, if any, that exist between the matters cited as forming part of the “state of the art” and the inventive concept of the claim

- Q: any added knowledge?

- Here, there is no disclosure in the ‘875 patent of the specific beneficial properties associated with the dextro‑rotatory isomer of this racemate or its bisulfate salt, in contrast to the ‘777 patent, which claims the invention of the dextro‑rotatory isomer of the racemate, clopidogrel, and its bisulfate salt, discloses their beneficial properties over the levo‑rotatory isomer and the racemate, and expressly describes how to separate the racemate into its isomers

d) Viewed without knowledge of the alleged invention, would the differences be “obvious to try” for a skilled person or do they require a degree of invention?

- Q: any steps that must be made to a person skilled in the art

- Court must consider whether, viewed without any knowledge of the alleged invention as claimed, those differences constitute steps which would have been obvious to the person skilled in the art or whether they require any degree of inventiveness

- It is at this final step that the issue of “obvious to try” will arise and the nature of the invention in this case is such as to warrant this test


- Apotex tried to argue that the obviousness test "obvious to try" here would bring about confusion

- SCC disagrees, as in certain fields where trial and error is the way research is conducted, something is obvious even if there is a bit of experimentation required

- Caters to situations where some trial is needed and where some circumstances are pretty certain

- Don't apply "obvious-to-try" in situations where results/destinations are unlikely and advances require further experimentation/invention to see whether something will work or not

- Instead, apply "obvious-to-try" in endeavours where advances are often won by experimentation, but advances in the field are not terribly surprising and are a clear next step in the technology
- If an “obvious to try” test is warranted, the following factors should be taken into consideration at the fourth step of the obviousness inquiry (as with anticipation, this list is not exhaustive):

a) Is it more or less self-evident that what is being tried ought to work?  Are there a finite number of identified predictable solutions known to persons skilled in the art?

b) What is the extent, nature and amount of effort required to achieve the invention?  Are routine trials carried out or is the experimentation prolonged and arduous, such that the trials would not be considered routine?

c) Is there a motive provided in the prior art to find the solution the patent addresses?

- For a finding that an invention was “obvious to try”, there must be evidence to convince a judge on a balance of probabilities that it was more or less self‑evident to try to obtain the invention
- Mere possibility that something might turn up is not enough; must be self-evident it will work
- Other factors include a motive to try and the amount of effort required

- Q: is this idea that anybody would realize that this was something to try?  If the unimaginative skilled technician would have tried it, it becomes obvious


- Here, when the relevant factors are considered, the invention was not self‑evident from the prior art and common general knowledge in order to satisfy the test

- While there were five well‑known methods to separate this racemate into its isomers, there was no evidence that a person skilled in the art would have known which of the five known separation techniques would work with this racemate

- Further, S spent millions of dollars and several years developing the racemate up to the point of preliminary human clinic trials before it was discovered that the dextro‑rotatory isomer was active and non‑toxic

- As the ‘875 patent did not differentiate on the basis of efficacy and toxicity, what to select or omit was not then self‑evident to a person skilled in the art

- It was also not self‑evident from the ‘875 patent or common general knowledge what the beneficial properties of the dextro‑rotatory isomer of this racemate or its bisulfate salt would be and what was being tried ought to work

- The course of conduct and the time involved throughout demonstrate that the advantage of the dextro‑rotatory isomer was not quickly or easily predictable

R:
- While not a universal test, "obvious to try" test for obviousness is applicable in certain situations; to apply, figure out what is different about a certain invention, analyze whether an individual skilled in the art would regard it as obvious, and apply the "obvious to try" test where the invention should be more or less self-evident to someone skilled in the art
- Note: you can patent something you can think will work as a matter of "sound prediction"


- Therefore, it is patentable if you can declare that a certain members of a group of compounds have certain good properties, and want to patent the whole group of compounds (even ones you haven't tested) because as a matter of "sound prediction", they will eventually work


- Apply when you patent something that hasn't been tried and not every embodiment of something has been known


- In Apotex, the genus patent was good because of "sound prediction", and the selection patent was also valid because it was an improvement that wasn't anticipated as defined by the original invention and wasn't obvious

______________________________________________________________________________________

IV. CONSTRUCTION OF THE PATENT

- Q: what is the proper approach to construing the language in a patent?
- See the Patent Act:

27(3) Specification
- "The specification of an invention must

(a)
correctly and fully describe the invention and its operation or use as contemplated by the inventor;

(b)
set out clearly the various steps in a process, or the method of constructing, making, compounding or using a machine, manufacture or composition of matter, in such full, clear, concise and exact terms as to enable any person skilled in the art or science to which it pertains, or with which it is most closely connected, to make, construct, compound or use it;

(c)
in the case of a machine, explain the principle of the machine and the best mode in which the inventor has contemplated the application of that principle; and

(d)
in the case of a process, explain the necessary sequence, if any, of the various steps, so as to distinguish the invention from other inventions"

27(4) Claims
- "The specification must end with a claim or claims defining distinctly and in explicit terms the subject-matter of the invention for which an exclusive privilege or property is claimed"

- The next case is a leading SCC decision on patents, namely claim construction and double patenting (ie: whether a patent should be invalid because an invention was patented twice)

- The court adopted purposive construction as the means to construe patent claims…

Whirlpool Corp. v. Camco Inc. (2000 SCC)…Purposive construction for descriptive patent word meaning

F:
- In the 1970s, Whirlpool developed an inventive dual action agitator for clothes washing machines that utilized the bottom portion of the shaft for the usual oscillating motion back and forth but added an upper sleeve that was designed to work as a auger

- The auger propelled water and clothing downwards onto the oscillating vanes of the lower agitator to produce more uniform scrubbing

- This development work resulted in three Canadian patents:

a) In the first patent, the dual agitator was powered by a drive shaft

b) 1979-1996 – second patent ("'803 patent") substituted a clutch mechanism for the drive shaft

- TJ concluded that both of these patents required that the vanes on the lower agitator be rigid  c) 1981-1998 – third patent ("'734 patent") made two improvements to the 803 patent:

i) Flexible vanes were substituted for rigid vanes

ii) Choice of drive modes, one where the upper auger was driven "intermittently" and the other where it was driven "continuously"

- Camco made washing machines that allegedly infringed the "734" patent after the "803" patent ran out but while the "734" patent was still in effect (ie: between 1996 and 1998)

- In defence, Camco attacks on the validity of the '734 patent on the grounds that it constituted "double patenting" because the invention set out in its intermittent drive claims corresponded with the invention set out in the claims of the earlier '803 patent

- Alternatively, Camco claims the use of flexible vanes was an obvious and non-inventive variation that did not warrant patent protection

- ie: they were included in the original patent, and merely adding flexible veins in the "734" patent didn't change anything because they were implicit in "803" patent

I:
- Were the patents valid?  Did a construction of the "803" patent include flexible veins, or did it cover rigid veins only?

J:
- Yes, for Whirlpool, patent infringed as "803" patent didn't include flexible veins

- TJ said that both patents were valid, and that the original one did not cover rigid vanes, so the second one covering flexible vanes was valid and it was not double patenting

A:
- First step for any court in a patent suit is to construe the claims
- Whirlpool, who wants their original patent to be narrow to sustain the later patent, argues that the veins referred to in the earlier patent were rigid veins only due to purposive construction

- Camco, meanwhile, wants a broad construction

- The court adopts the “purposive construction” approach is adopted for both validity and infringement

- Lord Diplock: "The question in each case is:  whether persons with practical knowledge and experience of the kind of work in which the invention was intended to be used, would understand that strict compliance with a particular descriptive word or phrase appearing in a claim was intended by the patentee to be an essential requirement of the invention so that any variant would fall outside the monopoly claimed, even though it could have no material effect upon the way the invention worked"

- SCC adopts purposive construction, meaning reading a descriptive word with the invention as a whole...same as any principle of statutory interpretation

- ie: in other words, would a person "skilled in the art" of washing machines in 1979, given the state of the industry at that time, read "rigid veins" literally (ie: narrowly), or broadly as to the invention of the whole as to include flexible veins?

- If literal meaning is key, any modification results in infringement; however, purposive construction that implies extensions/restrictions means that an invention may have different contours and may/may not be infringed depending on how the contours are interpreted

- The “purposive construction” approach is adopted for both validity and infringement issues

- Requires the identification by the court, with the assistance of the skilled reader, of the particular descriptive words or phrases in the claims that describe the “essential” elements of the invention

- Purposive construction properly directs itself to the words of the claims interpreted knowledgeably and in the context of the specification as a whole; it advances the objective of an interpretation of the patent claims that is reasonable and fair to both patentee and public

- B: if you vary a non-essential component of an invention, you are still infringing because a person "skilled in the art" would realize that the essence of an invention is still being copied

- Here, it was open to the trial judge to conclude, having regard to the expert evidence, that the claims of the '803 patent, properly construed, did not include flexible vanes

- The appellants “dictionary” approach to claims construction was rightly rejected

- It was permissible for the trial judge to look at the rest of the specification, including the drawing, to understand what was meant by the word “vane” in the claims, but not to enlarge or contract the scope of the claim as written and thus understood

- The patent specification was not addressed to grammarians, etymologists or to the public generally, but to skilled workers sufficiently versed in the art to which the patent relates to enable them on a technical level to appreciate the nature and description of the invention

- The trial judge, reading the claims with the knowledge and insight into the technical terms provided by the rest of the specification, and by the concession of the appellants’ own expert, concluded that rigid vanes were essential to the '803 invention as claimed

- No basis had been shown to reverse that conclusion

- The prohibition against double patenting involves a comparison of the claims rather than the disclosure, because it is the claims that define the monopoly

- The question is how “identical” the claims must be in the subsequent patent to justify invalidation

- The first branch of the prohibition is sometimes called “same invention” double patenting

- Given the claims construction adopted by the trial judge it cannot be said that the subject matter of the '734 patent was the same or that the claims were “identical or conterminous” with those of the '803 patent

R:
- Claims can be construed in light of the entire disclosure in the application, so that meanings of particular descriptive words in a claim are read by persons "skilled in the art" in light of the invention as a whole

- B: Since the standard is judged by a person "skilled in the art" at the time of the invention, patentees must be aware and patent any inventions/modifications to original patents that these persons at that time would not have thought were obvious or known

______________________________________________________________________________________

V. DOUBLE PATENTING
- Double patenting claims often arise when one patent expires, but a second patent is only a slight modification of the first patent

- If a company doesn't make the second patent, they risk that another company will patent an improvement of the original invention when the patent on the original invention runs out

- There are two grounds for a double patenting claim:

a) "Same invention" patenting
- Here, the second patent duplicates the first

- Apotex: didn't happen because the selection patent was an improvement over the genus patent
b) "Obviousness" double patenting
- Here, the second patent is obviously an extension of the first

- Apotex: didn't happen because selection patent was "patentably distinct coumpound" from genus
Apotex Inc. v. Sanofi-Synthelabo Canada Inc. (2008 SCC)…Genus and selection patent not identical

F:
- See above

I:
- Was there double patenting?

J:
- No, for Sanofi

A:
- Strategies that attempt to extend the time limit of exclusivity of a patent may be contrary to the objectives of the Patent Act, depending on the circumstances, but a generalized concern about evergreening is not a justification for an attack on the doctrine of selection patents

- A selection patent may be sought by a party other than the inventor or owner of the original genus patent so that evergreening does not arise

- In addition, selection patents encourage improvements over the subject matter of the original genus patent because that selection does something better than or different from what was claimed in the genus patent

- Thus there is no “same invention” double patenting because the claims of the ‘875 and ‘777 patents were not identical or coterminous and the former is broader than the latter

-  Further, as the claims in the ‘777 patent reflect a patentably distinct compound from the compounds in the ‘875 patent, it is not invalid for “obviousness” double patenting

- B: ambit of the genus patent was defined by "sound prediction" of what compounds would have anticoagulant properties, but selection patent had a different use, so it was not double patenting

R:
- There is no double patenting if a second invention is not a copy of the first patent or is not an obvious extension of the first patent
______________________________________________________________________________________

VI. INFRINGEMENT
- Infringement is a very broad concept, with critical provisions in the Patent Act:

54(1) Jurisdiction of courts

- "An action for the infringement of a patent may be brought in that court of record that, in the province in which the infringement is said to have occurred, has jurisdiction, pecuniarily, to the amount of the damages claimed and that, with relation to the other courts of the province, holds its sittings nearest to the place of residence or of business of the defendant, and that court shall decide the case and determine the costs, and assumption of jurisdiction by the court is of itself sufficient proof of jurisdiction"


- This allows a patentee to pursue an infringement action against an infringer

42
Contents of patent

- "Every patent granted under this Act shall contain the title or name of the invention, with a reference to the specification, and shall, subject to this Act, grant to the patentee and the patentee’s legal representatives for the term of the patent, from the granting of the patent, the exclusive right, privilege and liberty of making, constructing and using the invention and selling it to others to be used, subject to adjudication in respect thereof before any court of competent jurisdiction"


- Therefore, "using" is where the infringement action generates

- According to s.42, "use" is not restricted to inventing, as if somebody has infringed a patent by making a product that infringes a patent, mere use infringes the patent
- Note: individuals who bought infringing machines from Camco in Whirlpool were legally infringing the patent…however, they wouldn't get sued for damages or account of profits because regular people weren't doing anything to damage Whirlpool

______________________________________________________________________________________

1) "MAKING, CONSTRUCTING AND USING THE INVENTION"
- In the next case that drew worldwide attention, the SCC heard the question of whether growing genetically modified plants constitutes "use" of the invention of genetically modified plant cells, and ruled that it does…

Monsanto Canada Inc. v. Schmeiser (2004 SCC)…Knowingly planting and cultivating new plants is use

F:
- See above

- Schmeiser argues all he did was select the certain resistant plants, and since he never spread the resistant spray to produce Roundup Ready Canola, he never used the invention

I:
- Did Schmeiser infringe Monsanto's patent by merely harvesting the Roundup Ready Canola?

J:
- Yes, for Monsanto…infringed s.42 of the Patent Act
A:
- The act of readily selecting Roundup Ready Canola from the field and planting it constituted use

- Since he organized his farm to deliberately plant and harvest the resistant Canola ready, he had the benefit of the invention available to him even if he never used it

- Even though the plants propagate without human intervention the realities of modern agriculture mean there is always human intervention in the growth of plants and thus farming is a method of "use" of plant genes

- Here, the patent granted for the invention did not specify the use of Roundup as part of the invention, and thus there was no basis for introducing the requirement that Roundup had to be used in order for the invention to be used

- That is, a patent prohibits unauthorized use of an invention in any manner, not merely unauthorized use for its intended purpose

- SCC also held that knowingly (or, where one ought to have known) planting and cultivating genetically modified canola constitutes "use" of Monsanto's patented invention of genetically modified canola cells
- B: no mens rea needed here…mere fact of spraying roundup or, in Schmeiser's case, actively selecting the resistant plants and harvesting them, infringement occurs

- Therefore, he had sufficient intent to constitute "use" of the patented invention even if the crop is not treated with Roundup and the presence of the gene affords no advantage to the farmer

- Use of the patented genes and cells analogous to the use of a machine containing a patented part

- "It is no defence to say that the thing actually used was not patented, but only one of its components"

- Finally, by planting genetically modified Roundup resistant canola, Schmeiser made use of the "stand-by" or insurance utility of the invention

- That is, he left himself the option of using Roundup on the crop should the need arise

- This was considered to be analogous to the installation of patented pumps on a ship: even if the pumps are never actually switched on, they are still used by being available for pumping if the need arises


- B: this case might cancel out Harvard Mouse, as the cell can be the invention rather than oncomouse

- Here, the resistant plants (a higher life form) weren't patentable, but basically in effect were because the resistant plant gene was patented by Monsanto

- Dissent  here follows Harvard Mouse, whereby while a company can patent products and processes, they cannot patent higher forms of life such as the whole plant itself

R:
- Use of an invention, whereby an infringer knowingly plants and cultivates genetically modified cells, constitutes "use" even if the plants are not sold because it threatens the monopoly on the special canola plant by storing and planting the Roundup Ready canola seeds pursuant to commercial interests

- B: farmers won't infringe if they find genetically modified plant cells on their land and do nothing

- However, the moment that they begin to change their practices to start harvesting the new plant cells, it will constitute "use" and infringe the patent even if they never use the spray normally used to produce the genetically modified plant cells

