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Intellectual Property – TRADEMARKS

Basics:

Trademarks protect identifiable symbols associated with wares or services: words, logos, letters (NASA), numbers, slogans, sounds, colours etc. 

Trademarks protect the source of wares or services, distinguish wares and services from those of others and they can signify the quality of the wares or services sold. 

Trade-marks Act – governing legislation + common law. Trademark protection lasts for 15 years + renewable (potentially indefinitely).

Exclusive right to use trademark arises automatically upon use, registration not required.
Benefit of Registration ( nationwide protection, vs. geographic area
If you register -> nationwide protection.
If you do not register -> protection in geographic area where trademark has market reputation. 

2 REQUIREMENTS FOR VALID TRADEMARK (under statute & cml)

DISTINCTIVENESS

Section 2 of TMA: “trade-mark” means:


(a) a mark that is used by a person for the purpose of distinguishing or so as to distinguish

wares or services manufactured, sold, leased, hired or performed by him from those manufactured, sold, leased, hired or performed by others,
(b) a certification mark,

(c) a distinguishing guise, or

(d) a proposed trade-mark

“distinctive”, in relation to a trade-mark, means a trade-mark that actually distinguishes the

wares or services in association with which it is used by its owner from the wares or services of

others or is adapted so to distinguish them;
Distinguishing Purpose

Mark must have distinguishing purpose not informational, decorative, primarily functional or otherwise.

Bombardier v. British Petroleum (SKI-DOO): mark not used for distinguishing purpose


Bombardier opposes BP’s application to register 23 SKIDOO because of prior use by its predecessor in title, but Castor never actually used the mark for distinguishing purpose, therefore, Bombardier never received trademark rights: cannot oppose BP.

How strong is your trademark’s distinctiveness?

Inherent distinctiveness
Inherent distinctiveness +Acquired distinctiveness (minus) Loss/lack of distinctiveness (equal) =
Actual distinctiveness
Inherent distinctiveness:  the mark has nothing to do with the ware/service it is associated with, could be made up word eg. EXXON, KODAK, CHEVRON, APPLE

Suggestive marks: less inherently distinctive, they are suggestive of the product/service associated with.

Descriptive: the mark describes the ware/service.

12. (1) Subject to section 13, a trade-mark is registrable if it is not:


(b) whether depicted, written or sounded, either clearly descriptive or deceptively misdescriptive
in the English or French language of the character or quality of the wares or services in association with which it is used or proposed to be used or of the conditions of or the persons employed in their production or of their place of origin (geographic region);
Cannot register marks descriptive of character or quality of wares or services
Cannot register marks descriptive of geographic region from which they came

BUT, there is one exception:

Acquired Distinctiveness 12(2): mark gains a secondary meaning through use, ads, publicity
12(2) A trade-mark that is not registrable by reason of paragraph 12(1)(a) or (b) is registrable if it has been so used in Canada by the applicant or his predecessor in title as to have become distinctive at the date of filing an application for its registration.

Molson v. John Labatt (Export): tried to get “Export” registered and found that it had NOT acquired secondary meaning. Distinctiveness determined from point of view of everyday user of the wares in question as a matter of first impression. 

-need evidence that it has acquired this secondary meaning on BoP
-to be entitled to registration, no need to prove acquired distinctiveness (or distinctiveness in general) in all of Canada, can be territorially defined.

Loss/Lack of distinctiveness

Two or more different business use the same or similar trademark for similar goods or services.

Bojangles Café: US Bojangles restaurant company opposes registration of Bojangles for lack of distinctiveness claiming that their foreign mark that is NOT used in Canada diluted the distinctiveness of the café’s mark. In this case, the reputation of the US Bojangles restaurant company in Canada was not substantial, significant or sufficient” so as to negate distinctiveness of domestic mark


eg. sufficient spill over advertising in Canada with Motel 6 chain, so Cdn company could not register same mark

 “genericization”: due to primary meaning of mark becoming descriptive of the product/service itself rather than indication of source  = loss of distinctiveness
Eg. Zipper, Escalator


USE

Need use for registration, preservation of registration, and to establish entitlement against others’ registration

Section 2: 

“use”, in relation to a trade-mark, means any use that by section 4 is deemed to be a use in association with wares or services;

4. (1) A trade-mark is deemed to be used in association with wares if, at the time of the transfer of the property in or possession of the wares, in the normal course of trade, it is marked on the wares themselves or on the packages in which they are distributed or it is in any other manner so associated with the wares that notice of the association is then given to the person to whom the property or possession is transferred. = GOODS
(2) 
A trademark is deemed to be used in association with services if it is used or displayed in the performance or advertising of such services. = SERVICES (need performance & advertising in Canada)

(3)
A trademark that is marked in Canada on wares or on the packages in which they are contained is, when such wares are exported from Canada, deemed to be used in association with such wares.
-in “any other manner” can include hang tags + display on shelves

“At the time of transfer” :

BMB Compuscience: pre-installed computer software; software shown to buyer and then installed at the company, even if you download it and you see the mark it is sufficient use at the time of transfer.

“in the normal course of trade”: Neither below was “in the normal course of trade”

Samples: Siscoe Vermiculite   
Test marketing: Grants of St. James  
Single sale: Saft-Societe  (sales must be in Canada), could be sufficient if only one, depends on the industry eg. Luxury jet planes
-mark on letterhead or business card insufficient use
Services

4(2) 
A trademark is deemed to be used in association with services if it is used or displayed in the performance or advertising of such services. = SERVICES

Need performance of services in Canada AND advertising of services in Canada = USE OF SERVICES

S.4(2) is written with an “or” between “performance” and “advertising” to provide that advertising alone can be sufficient if the performances of services, though they are to be performed in Canada, haven’t yet actually been performed in Canada (intent to use!).
Is the advertising of services on the Internet, a use under section 4?


HomeAway.com Inc. v. Hrdlicka – advertising of services on the Internet, a use under section YES

Is the advertising of services in Canada, where the services themselves are provided only outside of Canada, a use under section 4?

· Porter v. Don the Beachcomber NO performance of service in Canada, only some spill over advertising, no use
· Saks v. Registrar evidence showed performance of retail department store services and advertising in Canada
***In sum, use the requirement of distinctiveness and use as grounds to ATTACK a registration or to object to registration.

NB: Having use in Canada w/o actual use:

 The two grounds are:
1.       Foreign use coupled with foreign registration
2.       Making known in Canada (i.e., reputation for example through advertising but no actual use)
ENTITLEMENT TO REGISTER: Benefits of Registration 
Some advantages of a trademark registration:

1. Easier to enforce

2. National protection

3. Presumption of ownership

4. Easily identifiable asset for licensing, assignments


5. Deter others from adopting confusing trademark

6. Required for international registration

7. Limited incontestability after five years of registration – Section 17(2) (claimant has 5 years to bring claim from date of registration, thereafter limited)

8. Six month Convention priority claim – Section 34, if you filed it with any other country part of the Paris convention, you have 6 months to file it in Canada to have priority.
Limited incontestability after five years of registration 


17(2) In proceedings commenced after the expiration of five years from the date of registration
of a trade-mark or from July 1, 1954,whichever is the later, no registration shall be expunged or amended or held invalid on the ground of the previous use or making known referred to in subsection (1), unless it is established that the person who adopted the registered trade-mark in Canada did so with knowledge of that previous use or making known (FRAUD).
Eg. A registers on 1 Jan 2014. A claimant has to apply to expunge the mark for various grounds (prior use, confusion, lack of distinctiveness) BEFORE 1 Jan 2019, so 5 years less a day.

Section 34 – 6 month Convention Priority Claim

Where filing date in the foreign country is senior to the filing date of another person in Canada, will use the foreign country filing date. 

A files in Canada on 1 January 2014
B files in US on 1 February 2014
A files in US on 30 June 2014 (A filed within 6 months), claiming Convention priority to Canadian filing date of 1 January 2014. In US, A’s application is senior to B’s application

Registering a Trademark: Procedures
1.File trademark application

· Section 16 - grounds for filing application:

a) used in Canada – s. 16(1)

b) “made known” in Canada – s. 16(1) and s. 5

c) registered and used abroad – s. 16(2)

d) proposed use – s. 16(3)

2.Examination

Examiners’ duties (s. 37(1))

a) check formalities (s. 30)

b) check registrability (s. 12)

c) check confusion with previously-filed pending applications

3. Approval for publication in Trademarks Journal

4. Publication in Trademarks Journal

· Opposition

· Grounds for opposition (s. 38(2)):

(a)
non-compliance with s.30 (formalities of application)

(b)
non-compliance with s.12 (what u can/cannot register)

(c)
not entitled person (s. 16) (u or your successor in title)

(d) 
not distinctive (s.2)

5.Allowance

6.File declaration of use (if “intent to use”)

7.Pay registration fee

8.Registration!!!

9.Renew registration every 15 years

Entitlement Section 16

Material dates for determining entitlement to register a trademark as between competing parties:

· Section 16(1) – Application based on use or making known: date of first use or making known.

· Section 16(2) – Application based on use and registration abroad: effective filing date* 

· Section 16(3)  - Application based on intent to use: effective filing date*


· Effigi Inc. v. Attorney General
· Issue of determining entitlement in the context of two co-pending applications to register where one or both claim prior use

· E files first.  Grounds for application: intent to use

· T files after E.  Grounds for T’s application: use of mark before E’s filing date.  

Held by FCA: T’s application is refused because T is not the person entitled under s. 37(1)(c):

· “first come, first served”

· E had no confusing co-pending application when it filed

· T had E’s confusing co-pending application when it filed

· T’s alleged prior use can be made the subject of evidence in an opposition to E’s earlier-filed application

Registrability – Section 12


•Registrability may be challenged:

–Before registration:

•During examination (by examiner)

•During opposition (by competing party)

– After registration:

•During expungement (by competing party)

Section 12(1) sets out categories of marks that are not registrable:


(a)
Personal names.


(b)
Clearly descriptive or deceptively misdescriptive marks.


(c)
Name in any language of the wares/services.


(d)
Confusing with a registered trademark.


(e)
Marks prohibited by s.9 or 10.


(f)
Denominations prohibited by s.10.1.


(g)
Geographical indication with respect to wine.


(h)
Geographical indication with respect to spirits.


(i)
Olympic & Paralympic Marks


S.12(1)(a): Personal Names

–A trademark cannot be a word that is primarily merely the name or surname of an individual who is living or has died within the preceding 30 years.
•“Name” is a word or combination of words by which a person is regularly known.  It is the full name.  A given name is not a “name.” eg. Lisa’s Tea

•“Surname” is the family name.

•“Name” can be something other than formal, legal names.  E.g. Pelé

Exception, if acquired distinctiveness at time of filing, you could technically register a full name ‘Calvin Klien’

Two-part test:

1.
Determine whether the trademark is IN FACT the name of a living person or someone who died within past 30 years. Resemblance is not sufficient. If not, mark is not contrary to section 12(1)(a).

2.
If mark is a name/surname of an individual, is it “primarily merely” a name/surname? If yes, NOT registrable.

COLES 

•Registrar of Trademarks v. Coles Book Stores
•Coles is a surname. Ask what is the primary character of the word a surname? A word that can be used as a TM? A dictionary word?

•Dictionary meaning is “cabbage” but rarely used, primarily known in Canada as surname.

COLES is not merely a surname but it is primarily (chief)(principal)(first in importance) merely (only)(nothing more) a surname, therefore not registrable.

Marco Pecci – for women’s clothing, it was a ficitous name, no one ever existed by that name, so can register it.

S.12(1)(b): Descriptive Marks


–trademark cannot be a word that is “...whether depicted, written or sounded, either clearly descriptive or deceptively misdescriptive in the English or French language of the character or quality of the wares or services in association with which it is used or proposed to be used or the conditions of or the persons employed in their production or of their place of origin”.

•Drackett v. American Home Products
–“first impression” what is the immediate impression given by the word

–“clearly” means “easy to understand, self-evident or plain”

–“character” means “feature, trait or characteristic of product” (use product 1x = a quality/character of product)

–Held: ONCE-A-WEEK for floor cleaner is clearly descriptive of character of goods

Suggestive registered marks are okay eg. for floor cleaners:

–SPARKLING WAVE

–DUSTBANE

–FLOOR SCIENCE

Laudatory words are clearly descriptive of quality
–EXTRA

–PREMIUM

–SUPER

–SUPREME

–RIGHT for cigarettes (Imperial Tobacco v. Benson & Hedges)


•But OK if combined with distinctive element(s)

–ESSO SUPREME

–SUPER 8 MOTEL


DECEPTIVELY MISDESCRPTIVE eg. “pure wool” when it is not

Deputy Attorney-General v. Biggs Laboratories
–SHAMMI for gloves that did not contain any chamois or shammy

–Held: SHAMMI deceptively misdescriptive

•Provenzano v. Registrar 
“word must somehow relate to the composition of the goods and falsely or erroneously describe something which is material or purport to qualify something as material to the composition of the goods when in fact it is not

•S. 12(1)(b) “...whether depicted, written or sounded”

“or sounded” captures corrupted spellings:

–KOLD for ice cream

–CHEEZ for cheese

–STA-ZON for eyeglass frames


The Test of Descriptiveness

•Based on immediate first impression. 

•Applies to an intrinsic characteristic or quality

–Provenzano v. Registrar: KOOL ONE for beer not clearly descriptive (beer is not inherently cold).

•Includes description of function, purpose or effect.   

–Thomson Research v. Registrar: 

•ULTRA FRESH for antimicrobial treatments found clearly descriptive

•Refers to OFF! Case where SCC found OFF! for insect repellent clearly descriptive

Name of the Goods or Services Section 12(1)(c)

Section 12(1)(c): “the name in any language of any of the wares or services…”

Confusion s. 12(1)(d), Section 2, Section 6, 6(5)

•S.12(1)(d):

–A trademark cannot be confusing with a registered trademark

•S. 2:


–“Confusing” means…A trademark the use of which would cause confusion in the manner and circumstances described in s.6

•S.6: 

–The use of a trademark causes confusion with another trademark if the use of both trademarks in the same area is likely to lead to the inference that the wares/services associated with the trademarks are made/performed by the same person.

Must look at “surrounding circumstances” under section 6(5): Question of probability not possibility


a)Inherent distinctiveness and extent to which they have become known (acquired distinctiveness).

b)Length of time in use.

c)Nature of wares, services, business (look to any differences, wares vs. services).

d)Nature of the trade (any differences).

e)Degree of resemblance between marks in appearance, sound or idea suggested.

•Principles:

1.Distinctive marks get broader protection than less distinctive ones.

2.Average consumer test.  Imperfect recollection

3.Test of first impression

4.Look to entirety of marks.  Do not dissect.

5.Confusion is to be inferred: actual conflicting use in same area is not required (Masterpiece).

Mattel, Inc. v. 3894207 Canada Inc.
BARBIE for toys versus BARBIE’S for restaurant services. Court found no confusion likely.

•Relevance of the fame of a mark, you can take it into account, but not only factor

•Vast difference in goods or services.


•Other surrounding circumstances: 

–wares (dolls) vs. services (food service) – big obstacle for Mattel

–public recognition of wide licensing of famous marks, even if wares/services very different, the TM may be so pervasive in the minds of ordinary consumers that confusion is likely

–absence of evidence of actual confusion – surveys were flawed

•Irrelevance of mens rea (resto wanted to take advantage of mark, that is not the test)
•Survey evidence in assessing confusion (sample size, leading questions, impartiality/independence)


(we ask whether ordinary hurried consumer would confuse and mistaken the two marks

Masterpiece Inc. v. Alavida Lifestyles Inc. 
MASTERPIECE LIVING vs. MASTERPIECE THE ART OF LIVING et al. for retirement residence services.

This was application to get expungement based on prior use of an unregistered trademark to a registered trade. Initially proposed to use it and later did.

The test to be applied is a matter of first impression in the mind of a casual consumer somewhat in a hurry who sees the [mark], at a time when he or she has no more than an imperfect recollection of the [prior] trade-marks, and does not pause to give the matter any detailed consideration or scrutiny, nor to examine closely the similarities and differences between the marks.

–Importance of testing for resemblance between the impugned mark and each of the other marks

–Dominant or striking aspects of marks: first word is the same, strong resemblance found, first word is striking

•Irrelevance of geographic locations where marks are used: protection throughout Canada from confusion

•Considering mark as applied for vs. as used: cannot look at actual use, but what was proposed, what would the registration authorize, not what happens after registration (in this case of proposed use)

•Relevance of nature and cost of wares/services: the cost is not so important, test is still one of first impression

Official and Prohibited Marks 12(1)(e)

An official mark could be confusing/similar with other marks but it does not matter, once registrar publishes it, no one else can use a mark that is confusing /similar with it.

12(1)(e) points to section 9 prohibits:

1. Government or royal crests, national flags, words like United Nations, RCMP, Red Cross symbol, armed forces marks, words/symbols indicating or likely to lead to the belief of government or royal approval: s. 9(1)(a)-(i), (m), (n)(i), (o)

2. Marks of universities: s. 9(1)(n)(ii): •University must first request Trademarks Registrar to give public notice of adoption and use (through publication in Trademarks Journal)

3. Official marks of public authorities: s.9(1)(n)(iii): •Public authority must first request Trademarks Registrar to give public notice of adoption and use (through publication in Trademarks Journal)

•Two part test for “public authority”: Ontario Assn. of Architects (is SRO a public authority under provision thus capable of requesting the Registrar to give public notice of its adoption/use of a mark as an official mark?)
(i)Government control directly or through its nominees on governance/dsmking(by a level of government in Canada: Canada Post Corporation v. United States Postal Service); The AATO’s enabling statute was insufficient,  needed more intervention/control

and
(ii) Public benefit: even though not governmentally controlled, the SRO was providing benefit to its professional members

4.Scandalous, obscene or immoral words or devices: s. 9(1)(j)

5.Any matter falsely suggesting a connection with a living individual: s.9(1)(k) These are untrue connection

–HERE’S JOHNNY for porta-potties

–  FARA for women’s wear

6.Portrait, signature of an individual who is living or has died within the preceding 30 years: s. 9(1)(l)

Test of confusion in Section 9(1): “consisting of, or so nearly resembling, as to be likely to be mistaken for….”   

•Only factor is resemblance of marks

•No restriction to particular goods or services

•Exception under Section 9(2)(a) if your business obtains “…consent of Her Majesty or such other person, society, authority or organization as may be considered to have been intended to be protected by [Section 9(1)]…”
Certification Marks

Purpose: distinguish goods or services of a specified standard from goods or services that do not meet the standard.  Purpose is not to distinguish one trader’s goods or services from those of others.

•Features of certification marks:

–Adoption and registration only by a person who is not engaged in producing the goods/services (the body that awards the certification mark to the actual producers who use it).

–Actual use is by licensees.

–Owner is not obliged to license everyone who meets the standard.

Mark must be in use at date of application
Owner of certification mark stands in the place of the actual user for purposes of opposing registration or use of a confusing mark: Wool Bureau v. Queenswear.

•Geographically descriptive certification marks (section 25):

–Administrative authority or commercial association in an area can register a certification mark descriptive of the place of origin of the goods/services.

–Owner must permit use of mark for all goods/services produced in the area.

Expunge for Non Use Section 45

•“Use it or lose it”

•“Use” must be within meaning of Section 4

•Trademark registration can be lost if trademark not used

–Summary expungement under Section 45

–Invalidation under Section 18(1)(c) abandonment 

•Non-use can include use of a mark varying from the registered mark, so you are NOT using the mark you actually registered( see Promofil case, to determine to what extent can there be variance between the registered mark and what is actually used)

•Policy reason: Removes “deadwood” from the register.  Other people may wish to adopt same or similar trademark.  Wolfville v. Holland

Section 45: you can request Registrar to demand proof of use from the purported non-user

45. (1) The Registrar may at any time and, at the written request made AFTER three years from the date of the registration of a trade-mark by any person who pays the prescribed fee shall, unless the Registrar sees good reason to the contrary, give notice to the registered owner of the trade-mark requiring the registered owner to furnish within three months an affidavit or a statutory declaration showing, with respect to each of the wares or services specified in the registration, whether the trade-mark was in use in Canada at any time during the three year period immediately preceding the date of the notice and, if not, the date when it was last so in use and the reason for the absence of such use since that date

•45.  (3) Where, by reason of the evidence furnished to the Registrar or the failure to furnish any evidence, it appears to the Registrar that a trade-mark, either with respect to all of the wares or services specified in the registration or with respect to any of those wares or services, was not used in Canada at any time during the three year period immediately preceding the date of the notice and that the absence of use has not been due to special circumstances that excuse the absence of use, the registration of the trade-mark is liable to be expunged or amended accordingly.

•Simple administrative procedure

1.Person makes request to Registrar to send notice to registered owner

2.Owner must show “use” within last three year for each good/service, or special circumstances excusing non-use

3.Requestor and owner may file written submissions

•Three-year grace period after date of registration – so you have 3 years to use it!!!

•Section 45(3): “special circumstances that excuse the absence of use” 

–Excusable absence of use must be the result of the an external force, not voluntary acts of trademark owner: John Labatt v. Cotton Club.

•Examples of excusable non-use: 

•use by licensee, licensee goes bankrupt, owner making definite efforts to get new licensee

•natural disaster destroys factory making the goods, takes time to find or build new factory

•legislative or regulatory changes require product to be pulled from market and reformulated, tested, etc. 

•Registrar will take into account length of non-use and evidence of serious intention to resume use within reasonable period

Invalidation under Section 18(1) sets out grounds of invalidation (any competing party can initiate invalidation proceedings):

a) Not registrable (S. 12) for variety of reasons

b) Not distinctive (S. 2)

c) Abandoned
d) Not entitled (S. 16)

•Section 57: Federal Court has exclusive jurisdiction in invalidation proceedings.
•Abandonment of a trademark registration under section 18(1)(c): requires:

1.non-use; and
2.intention to abandon (can be inferred)

Philip Morris v. Imperial Tobacco. (IT was still using mark in normal course of trade, it renewed registration, and fact that it sought action for infringement reinforced that it had no intention to abandon)

Use of TM varying from that upon Registration

•Use of a mark varying from the registration:

–Registrar v. Cie Internationale:
BULL        CII HONEYWELL BULL

–Promofil v. Munsingwear:
TEST: Use if dominant features maintained and differences are so unimportant as not to mislead an unaware purchaser. So compare the TM as it was registered with TM as used and determine whether the diff between these 2 marks are so unimportant that an unaware purchaser would be likely to infer that both, in spite of diff, identity goods having the same origin.

You can have new form of your Mark as long as it has the same, continuing commercial expression = emphasis is on maintenance of ID and recognizability and preservation of dominant features. Law takes into account economic technical realities as long as confusion avoided. 

INFRINGEMENT Sections 19 + 20

Infringement of registered trademark:

–Section 19: identical trademark:

Rights conferred by registration

19. Subject to sections 21, 32 and 67, the registration of a trade-mark in respect of any wares or services, unless shown to be invalid, gives to the owner of the trade-mark the exclusive right to the use throughout Canada of the trade-mark in respect of those wares or services.

–Section 20: confusing trademark:

Infringement

· 20. (1) The right of the owner of a registered trade-mark to its exclusive use shall be deemed to be infringed by a person not entitled to its use under this Act who sells, distributes or advertises wares or services in association with a confusing trade-mark or trade-name, but no registration of a trade-mark prevents a person from making

· (a) any bona fide use of his personal name as a trade-name, or

· (b) any bona fide use, other than as a trade-mark,

· (i) of the geographical name of his place of business, or

· (ii) of any accurate description of the character or quality of his wares or services,

in such a manner as is not likely to have the effect of depreciating the value of the goodwill attaching to the trade-mark.

Three requirements for S. 20 infringement:

1.Valid trademark registration (Section 18)

2.Unauthorized sale, distribution or advertisement of any wares or services (interpreted to mean “use” within meaning of Section 4)

3.Confusing trademark or trade name (Section 6(5) factors)

•Exceptions in Section 20:

(a)bona fide use of personal name as a trade name;

(b)bona fide use, other than as a trademark, 

(i)of the geographical name of his place of business or 

(ii)of any accurate description of the character or quality of his wares of services,

in such a manner as is not likely to have the effect of depreciating the value of the goodwill

•General exceptions to Sections 19 and 20:

–S. 21: concurrent use of confusing mark

•Bona fide use of confusing mark by other party prior to registrant filing trademark application

–S. 32: territorially-restricted marks

•Section 12(2) marks with acquired distinctiveness may be territorially restricted

Who can sue for infringement? In contrast to suing for invalid registration where it could be any competing party)

–Registered owner

–Licensee

•Section 50(3): where owner refuses to take proceedings for infringement within two months of being requested by licensee, licensee may institute proceedings in its own name

Identical trademark situation: Section 19

•Registration of a trademark for goods or services gives the trademark owner the exclusive right to the use throughout Canada of the trademark in respect of those goods or services: Section 19.

Three requirements:

1. The registrant/licensee has valid trademark registration (Section 18)

2.Unauthorized use (within meaning of s.4) of identical mark by the other party: Mido v. Turcotte
3.Identical goods/services as those covered by the registration, need NOT be in the same area: Bonus Foods v. Essex Packers
Defending a trademark infringements suit: attack validity of registration under Section 18:

(a) not registrable: s.12

(b) not distinctive: s. 2

(c) abandoned

(d) applicant not entitled to register: s.16

Depreciation of goodwill Section 22(1)
Goodwill is the ability of a trademark to induce customers to continue to buy the goods or services identified by the mark. Depreciation of goodwill occurs when customers’ habit of buying the brand they bought before is weakened.

Section 22(1): No person shall use a trade-mark registered by another person in a manner that is likely to have the effect of depreciating the value of the goodwill attaching thereto

Veuve Clicquot v. Boutiques Cliquot
VEUVE CLICQUOT for champagne versus CLIQUOT for retail women’s clothing stores.  Infringement action and s. 22 claim and action to expunge the defendant’s registrations.

Depreciation of goodwill under s. 22 requires claimant to prove on BoP:

1.Use of claimant’s registered mark

a)Use under s. 4 (see above): here only 1 word the same, distinguishing feature of mark must at least be similar, consumers unlikely to make the mental link.

b)Need not be identical, but distinguishing feature must be at least be similar

2.Proof of goodwill

a)“fame” is not required for goodwill

b) goodwill must be “significant”: need to have positive association that attracts customers towards its wares/services, there actually is a solid reputation= GW existed here

3.Likely connection between claimant’s and defendant’s use of the mark in consumer’s mind = it is a matter of evidence to prove the likely connection, failed on the evidence

4.Likelihood of depreciation

a)Depreciation = loss of distinctiveness, disparagement, etc. 

b)Not “could” there be depreciation, but does evidence show “likelihood” of depreciation

Sum: causual hurried consumer on the evidence would not associate the name of the boutique with the house of VC whose TM’s GW remains in tact.

Source Perrier v. Fira-Less Marketing
•Depreciation of goodwill by using a registered trademark in a parody or satire 

•Freedom of expression is not a defence to infringement under section 22

Unfair Competition – Tort of Passing Off – CML – Section 7(b) Prohibition on passing off

•Three requirements (Ciba Geigy):

1.Goodwill:

–public recognizes get-up as distinctive of plaintiff’s goods/services at the date the defendant starts using its impugned get-up

–“Get-up” includes trademarks, features of labelling/packaging/advertising, etc.

2. Misrepresentation causes deception of public:
–Defendant’s use of get-up amounts to a misrepresentation that the plaintiff is the source of the goods or services, or that the defendant is associated with the plaintiff

–Deceptive intent is not required, i.e., may be unintentional

3. Damage:
–E.g. lost sales, damage to reputation, loss of control over the use of the get-up

•Section 7(b)

–“… direct public attention to his wares, services or business in such a way as to cause or be likely to cause confusion in Canada, at the time he commenced so to direct attention to them, between his wares, services or business and the wares, services or business of another.”

Licensing s. 50
Typical licensing situations:


•Licensing for franchise

•Licensing for merchandising

•Multinational company licenses national subsidiary

•Section 50:

–Use of trademark by licensee, where owner has control over the character or quality of the goods/services, has the same effect as use by the owner

-so control must still be with owner!

Failure to control quality or character 

•improper licensing 

•invalidation of trademark due to: loss of distinctivenss

Section 50(2):

–Presumption of proper licensing if public notice of license is given

Section 50(3): if owner does not act in case of infringement then licencee may take proceedings within 2 months of request to owner to act. 

Distributions/Dealers: Is TM licencing required?

A) retailer – it is just a conduit to sell by the store
B) Toyota Dealership – yes – likely license required b/c using the mark, therefore need license agreemet.

Assignment ss. 48(1)(2)(3)
•Trademarks assignment = transfer of ownership of the trademark

•Trademark ownership cannot be divided territorially within Canada 

–But can license territorially within Canada 

•Distinctiveness can be lost by assignment. The consumers must be informed of the change in ownership of the mark: Wilkinson Sword v. Juda
Even after assignment of the TM to Cdn subsidiary, all the packaging/advertisements indicate that the UK entity was making the product, so the public was never informed. Cdn sub had to give notice to the public to indicate they were separate entity from UK.

PATENTS

Basics


Patents protect ideas, but not all ideas fall within patentable subject matter, patents do not protect scientific principles or abstract theorems.

Patents are a form of monopoly for a limited period intended to encourage disclosure of useful invention. Patent rights are not based in common law, they are statutory from government. Must obtain approval from gov’t in order to get enforceable rights, very time consuming/costly process (way more than for TMs & Copyright).

•Patent application process involves:

–filing

–search

–examination

–response or amendment

–notice of allowance or final rejection

–payment of issue fee or appeal

PATENT TERM

•Patents subsist for a defined term

•After a patent expires or lapses the invention falls into the public domain and may be freely used by anyone

•Currently, Canadian patents extend for a term of 20 years from the application filing date
TRADE SECRETS

•Trade secrets are protected by the common law so long as the information remains secret

•Patents require disclosure of an idea - the word “patent” is derived from a Latin word which means “laid open” or “revealed”

•Patents will eventually expire 

•Trade secrets may potentially extend indefinitely 

•Some inventions are better maintained as trade secrets

•Trade secret protection may be available for new ideas which do not constitute patentable subject matter 

Industrial Design Patents

•Industrial designs protect visual or aesthetic features of new articles of manufacture whereas patent protection functional features

•Term of protection is 5 years renewable for one further 5 year term

•In the United States industrial designs are referred to as “design patents” and extend for a single term of 14 years

Structure of Patent Specification
•Specification refers to the “Disclosure” or “Description” (i.e the descriptive portion of the patent application) and the “Claims” (the numbered paragraphs which define the scope of the patent monopoly)

•The purpose of the Disclosure is to describe the invention in sufficient detail to allow someone to reproduce the invention once the patent lapses or expires

•The Disclosure is addressed to a person “skilled in the art”, not the average layperson

•The purpose of the claims is to delimit the scope of exclusive rights protected by the patent

•The scope of the patent monopoly is defined by the claims rather than what is described in the patent disclosure or illustrated in the drawings

•What is “not claimed is disclaimed” 

•Claims may cover actions (i.e. methods, processes and uses) in addition to things (i.e. apparatuses, compositions and products)


•“Independent” claims stand on their own

•“Dependent” claims (those which refer, by number, to one or more preceding claims) are read as including the features of each claims from which they depend, either directly or indirectly

•Claims may be of varying scope - e.g. “broad” or “narrow” claims

•Functional terminology is used to broaden the scope of the claims (broad claims are ordinarily more valuable than narrow claims)


•Structure of the claims is critical when assessing whether an invention constitutes patentable subject matter or whether it is infringed by a competing apparatus or activity

•Must consider not only what an invention is but how it is claimed

•By convention, each claim is a single sentence

Nb: Thomas Jefferson was original author of Patent statue in USA

Indu

Statute of Monopolies


•During the reign of Elizabeth I the Crown often exercised its prerogative power to grant trading monopolies

•In Darcy v. Allen (1602) 11Co Rep 84 the courts of common law declared void a patent granting the plaintiff the sole right to import foreign playing cards into England on the basis that the monopoly was contrary to public policy

•The Statute of Monopolies (1623) declared all monopolies to be invalid, subject to some exceptions

•In Section 6 of the Statute of Monopolies an exception was made for letters patent and grants of privilege for “any manner of new manufactures” which were granted to the “true and first inventor”

•This exception to the general rule prohibiting monopolies is the foundation of modern patent law

•The Statute of Monopolies did not use the term “invention” per se

Patent troll: try to monetize  (enforces patents) patents, has license of patent but did not create or invent it, it was a term coined by a lawyer at Intel, often settle for millions

SUBJECT MATTER OF PATENTS: 5 ART, PROCESS, MACHINE, MANUF, COMP OF MATTER
[image: image6.wmf]
Patentable
Useful art

•Relates to trade, industry or commerce

•Vendible product

•In the field of manual or productive arts

•In a field of economic endeavour

•Exhibits some advantage which is material

•Technological


Non-patentable
•Fine art

•Essentially non-economic

•Non-technological

NRDC case – manner of new manufacture includes method of eradicating weeds – vendible products test
•Court held that an expansive interpretation of the “vendible products” test was required: 

1) Product is artificially created state of affairs
2) Economic advantage or nexus, actually useful, but note that PA does not require economic viability to approve patent applications

•Australian patent statute defined an invention as a “manner of new manufacture” within the meaning of Section 6 of the Statute of Monopolies
•Only the claims relating to a “method” of eradicating weeds were in issue

•Judgment is an inquiry into the scope of permissible subject matter of letters patent

 “manufacture” encompasses both products + methods

Lawson case – Professional/Personal Skill NOT patentable, not manual art or skill
•Applicant sought patent protection for a parcel of land subdivided into lots each delineated in the shape of a champagne glass

•Court considered whether the invention was an “art”, “process” or “manufacture” within the meaning of Section 2 of the Patent Act
•Court held that a method for describing and laying out parcels of land was a professional skill which could not constitute an “art” or “process”, here there was no production of a vendible product, no artificially created state of affairs

•Also, since the invention did not change the character or condition of the land itself, it was not a “manufacture” (in other words no artificially created state of affairs)

Tennessse Eastman – Methods of Medical Treatment in professional field NOT patentable

•Applicant sought a patent on a method of surgically bonding the surfaces of incisions or wounds using adhesive compounds, could be used by individuals not in the medical field

•Exchequer Court held that method was in the professional field of surgery and medical treatment and was therefore not essentially economic in character or related to commerce
•Exchequer Court therefore refused the application on public policy grounds

•On appeal, the Supreme Court of Canada also held that the method did not constitute patentable subject matter, but for different reasons. It was using a known adhesive substance and adapting it for surgical use. So a new use of a known substance for surgical use cannot be claimed as an invention, likened to an abstract theory /invention.

A new substance that is useful in the medical/surgical treatment of humans/animals would be an invention.

•Former Section 41 of the Patent Act prohibited the patenting of medicines except in “process dependent” form, which means that the drug and the process by which you made it could be patented, so here you can’t patent the treatment only without also including the process of making the adhesive and we know they did not invent the adhesive.

•The Supreme Court reasoned that if a method of medical treatment consisting in the application of a new drug could be claimed separate from the drug itself, this would permit inventors to circumvent Section 41

•The Court applied the same reasoning to surgical treatments

•Section 41 has since been repealed

Wayne State University case – a new use for an old compound can be a patentable invention as per the Shell Oil 

•Applicant sought a patent for a method for slowing the rate of cancer cell growth

•Method claims were refused (not patentable subject matter), but the Patent Appeal Board allowed claims to the new use of known compounds for therapeutic purposes (drug) was unknown thus element of inventive ingenuity

(distinguish from Tennesse case b/c here no professional skills/judgment required, and clear commerce element

Apotext Case – old compound for new use patentable

AZT compound for cancer therapy ineffective later compound used for HIV, thus patentable. People tried to patent the use rather than the method to get around Tennesse case.

Methods of Medical Treatment – Cosmetic/Diagnostic

•Cosmetic methods involving the treatment of living tissue may constitute methods of medical treatment

•Diagnostic methods, which do NOT involve the direct treatment of human tissue, are potentially patentable

•Methods of medical treatment are patentable in the United States, although U.S. legislation enacted September 30, 1996 has established new limitations on the remedies available for infringement of a patented “medical activity”

Canadian IP Office published guideline on June 13, 2013 on medical uses: eg. AZT generally permitted as long as not equated with medical/surgical treatment and satisfies all other patent requirements. If medical use is claimed, it cannot prevent doctors from exercising their skill/judgment, also dosage regimes may or may not be patentable.

Living Matter

•In Diamond v. Chakrabarty (1980), 20 U.S.P.Q 193 the majority of the United States Supreme Court held that a genetically altered bacterium capable of digesting hydocarbons WAS patentable subject matter in the United States

•On April 7, 1987 the U.S. Patent Office announced that it “now considers non-naturally occurring non-human multicellular living organisms, including animals, to be patentable subject matter within the scope of 35 U.S.C. 101”

•The Patent Office reasoned that “the grant of an exclusive property right in a human being is prohibited by the Constitution”, presumably the 13th Amendment which prohibits slavery

•Section 33 of the America Invents Act  bars the issuance of patent claims directed to or encompassing a human organism – this provision took effect on September 16, 2011

•The patentability of higher life forms in Canada differs from the United States and other countries

Abitibi Case  - microbial culture system comprising fungi and yeast =patentable 


•Applicant sought patent protection for a microbial culture system comprising fungi and yeast

•The culture system was acclimatized to degrade effluent from pulp mills

•The “process” claims had been allowed; only the “product” claims were in issue

•Patent Appeal Board held that micro-organisms could constitute patentable subject matter, comparable to chemical compounds, industrially useful, unobvious, and new eg. a new insect would be ok, but HLF forms ...

•Board also speculated that higher life forms could be patentable if they are new, unobvious, useful and can be reproduced uniformly at will (meets reproducibility criterion of PA), reproduces on its own, produced en masse, formed in large numbers that any measurable quantity will possess uniform properties and characteristics

•Board also held that deposition of living matter in a culture collection can help to satisfy the requirement to describe the invention fully 

•The description requirement is set forth in Section 27(3) of the Patent Act (formerly Section 36), so that it is reproducible

Harvard Mouse Case- oncomouse not patentable in Canada


•Only the claims relating to a “transgenic non-human mammal” (claims 1 - 12) were in issue; the “process” claims relating to the procedure for creating the transgenic mouse were approved by the Patent Office

•The trial court held that a complex life form cannot be considered a “manufacture” or “composition of matter” as set forth in Section 2 of the Patent Act without “stretching the meaning of the words to the breaking point”

•The trial court appeared to be particularly concerned that the inventors did not exercise control over the many features and characteristics of the mouse as a whole, apart from the presence of the cancer inducing “oncogene”

•The trial court therefore concluded that the mouse did not meet the standard of human control and reproducibility necessary to constitute a patentable invention

•On appeal, Rothstein, J.A., for the majority, held that higher life forms can constitute “compositions of matter” within the meaning of Section 2 of the Patent Act
•He placed “considerable reliance” on the majority opinion of the U.S. Supreme Court in Chakrabarty
•Policy questions are to be addressed by Parliament, not the Court

•Trial judge erred in imposing a “control test” in respect of characteristics of the mouse which were irrelevant to its useful purpose

•Compliance with the “reproducibility” requirements set forth in Section 27(3)(b) of the Act is separate from the issue of whether a mouse is an “invention” within the meaning of Section 2 of the Act 

•The standard of review of decisions of the Commissioner of Patents is likely the standard of correctness not reasonableness simpliciter
•The Patent Act cannot be extended to cover human beings

•Isaac, J.A. in dissent, held that the decision of the Commissioner of Patents should be accorded more deference on the reasonable simpliciter standard of review

•In this case the Commissioner of Patents was not satisfied that the applicant was legally entitled to a patent and this finding was not unreasonable

•Parliament is the most appropriate forum for the resolution of the issues in dispute

•On further appeal to the Supreme Court of Canada, the Federal Court of Appeal judgment was overturned by a slim 5:4 majority
•Bastarache J., writing for the majority, held that the oncomouse was not a “manufacture” or “composition of matter” within the statutory definition. If Parliament intended words to cover HLF then clearly regulations would have been made, common understanding of the words do not cover HLF like animal/plant life

•Bastarache J. did, however, concede that a fertilized genetically modified mouse egg could come within the meaning of the phrase “composition of matter”, it is prior to growing/developing, it is not HLF at that stage and not complex

•The majority declined to specify where the line between lower and higher life forms should be drawn

•The majority was concerned about the potential patentability of human life, Parliament must expand patent regime

•Binnie J. wrote on behalf of the four dissenting judges.  He held that that the oncomouse qualified as a “composition of matter”, combination of genetic engineering and natural gestation is a composition of matter that is new, unobvious and useful (but biological process that occur when the mouse is born are NOT man made)

•Binnie J. agreed with the approach of the majority of the Federal Court of Appeal.  He held that it was not the role of the courts to reject patent applications pertaining to life forms for public policy reasons

Cdn Intellectual Property Announcement – Contradicts Harvard Mouse

On 20 June 2006, the CIPO made an announcement that “The Patent Office takes the position that animals at any stage of development, from fertilized eggs on, are higher life forms and are thus NOT patentable subject matter under section 2 of the Patent Act. Totipotent stem cells, which have the same potential as fertilized eggs to develop into an entire animal, are considered to be equivalents of fertilized eggs and are thus higher life forms and are not patentable subject matter.”

This announcement flatly contradicts the majority in Harvard Mouse, which said that fertilized eggs could be patentable

Deposit of Biological Material considered part of specification

· Section 38.1(1) outlines the rules for biological material and deposits

· Deposit is considered part of the specification
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2.5.1 Deposit of Biological Material

The Budapest Treaty on the International Recognition of the Deposit of
Microorganisms for the Purposes of Patent Procedure came into force in Canada on
September 21, 1996. On October 1, 1996 the patent provisions of Bill S-17 (Intellectual
Property Improvement Act, S.C. 1993. C.15) also came into force. As a result, the
Canadian Patent Act now includes the following provision relating to biological deposits:

38.1 (1) Where a specification refers to a deposit of biological material and
the deposit is in accordance with the regulations, the deposit shall be
considered part of the specification and, to the extent that subsection 27(3)
cannot otherwise reasonably be complied with, the deposit shall be taken
into consideration in determining whether the specification complies with
that subsection.

(2) For greater certainty, a reference to deposit of biological material in a
specification does not create a presumption that the deposit is required for
the purpose of complying with subsection 27(3).




Plant Breeders Rights Act – patent protection for new plant varieties 
Individual could register under Plant Breeders Rights Act and under Patent Act
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2.0.2 Plant Breeders Rights Act

The Plant Breeders' Rights Act, S.C. 1990, c. 20 came into force in Canada on
August 1, 1990 (i.e. subsequent to the decision of the Supreme Court of Canada in
Pioneer Hi-Bred) to provide intellectual property protection for new plant varieties.
Protection is potentially available for all plant species except algae, bacteria and fungi.
The holder of a plant breeders’ rights registration has the exclusive right to:

(a) sell (and produce in Canada for the purpose of selling) propagating
material of the new plant variety;

(b) make repeated use (if such use is necessary) of propagating material
to commercially produce another variety; and

(c) if the variety is ordinarily marketed for purposes other than propagation,
to use such plants or parts thereof commercially as propagating material in
the production of ornamental plants or cut flowers.




Monsanto Case:
 It is no bar to a finding of infringement that the patented object or process (genetically modified) is part of or composes a broader unpatented structure or process (the corn plant vs. the gene) + USE of patent
•Plaintiff Monsanto is the owner of a patent relating to genetically engineered glyphosate-resistant plants

•Nothing in the Plant Breeders’ Rights Act precludes an inventor from seeking registration under the Patent Act
•Farmer’s property ownership interest in the plant or seed is subject to the Plaintiff’s patent rights

•Growth of the seed and sale of the harvested crop without a license constituted patent infringement

•The trial judgment was affirmed by the Federal Court of Appeal

•FCA held that there is no authority for the proposition that ownership of a plant must necessarily supersede the rights of the holder of a patent for a gene found in the plant

•The Court suggested that if Mr. Schmeiser had been a truly innocent infringer the result may conceivably have been different

•An application for leave to appeal to the SCC was granted on May 8, 2003

•The SCC decision was rendered on May 21, 2004

•By a narrow 5:4 majority, the SCC found Mr. Schmeiser liable for patent infringement

•Both the majority and minority upheld the validity of the patent

•The majority and minority decisions diverge on the scope of protection afforded by the patent in issue

•According to Section 42 of the Patent Act, a patent grants a patentee the exclusive right, privilege and liberty of making, constructing and using an invention
•The main issue before the SCC was the definition of the word “using” and whether Mr. Schmeiser’s activities could be construed as “use” of the patented invention

•According to the majority view, a defendant has “used” an invention when the defendant has deprived the inventor, either directly or indirectly, of the full enjoyment of the monopoly conferred by the patent

•It is no bar to a finding of infringement that the patented object or process is part of or composes a broader unpatented structure or process (the corn plant vs. the seed)

Irrelevant whether product actually used for its intended patentable purpose, the intention of the Def is irrelevant, only where possess WITHOUT USE but if def intended to use it, they will have infringed

Def infringes where they seek to use, or uses a patented part that is contained in smtg not patented, provided that patented part is significant or important. Def can rebut presumption of use wn found in possession by bringing credible evidence that the invention was neither used, nor intended to be used, even by exploiting its stand by utility.

(stand by use, has ‘insurance value, didn’t matter if farmer didn’t actually spray it, fact that it could have been

•By contrast, the minority held that “use” of an invention under Section 42 of the Act should be constrained by the subject matter of the claims 

•The minority argued that a patent on the cells and genes of a plant cannot be used to indirectly confer patent protection on the entire plant, when the plant itself is a higher life form and is therefore not patentable according to Harvard Mouse 

•Monsanto elected the remedy of an accounting of profits rather than damages

•However, no profits were awarded since the appellants had made no profits as a result of the invention

DNA

•Patent protection has traditionally been available for isolated and purified DNA fragments, full length genes and the proteins they encode (but see US Myriad Genetics case, p. 74 Casebook)

•Historially, DNA fragments were treated no differently than other chemical compounds derived from a natural source

In order to be patentable, the fragments must have some useful purpose, such as synthetic probes for forensic identification, identification of tissue type or origin, chromosome mapping etc.

· In the USA, CAFC decided that isolated DNA molecules are distinct from their natural existence -> patentable subject matter (Myraid Genetics Case)

· Focus on the distinctive characteristic rather than the physiological use or benefit

· Structure over function
· Patentability not negated because it has similar informational properties to a different DNA

Moore v.  Regents of the University of California – cell lines are patentable
793 P. 2d 479 (Cal. 1990)

•The Plaintiff was diagnosed as having a rare form of cancer called “hairy cell leukemia”

•Researchers from U.C.L.A. created a new cell line from tissue derived from Plaintiff’s diseased spleen

•The cell line was patented in 1984 and licensed to a pharmaceutical company, the cell line produced proteins helpful for cancer/immune diseases

•Plaintiff alleged that the university had committed the tort of conversion by using his tissue for commercial purposes

•Court held that Plaintiff did not have a property right in the cell line and therefore could not maintain a cause of action for conversion, no property rights in human tissue

•However, the Court upheld a cause of action for breach of fiduciary duty and lack of informed consent

(cell lines not considered HLF, inventors made sufficient modifications

(In Canada, cell lines have been patented along same reasoning of Abitibi case (produced en masse/uniform characteristics), but could be challenged, still deemed as lower life forms below bar of plants and animals.

Myriad Genetics case -  isolated DNA molecules are distinct from their natural existence and are eligible for patent protection as opposed to naturally occurring DNA segment 


Cannot patent compound or DNA that is naturally occurring.
These isolated DNA molecules = composition of matter

•A district court decision released March 20, 2010 (79 PTCJ 661 (S.D.N.Y))  held that BRCA1 and BRCA2 genes associated with breast cancer were NOT patentable subject matter under Section 101 since they were “products of nature”

•DNA has unique characteristics that differentiate it from other chemical compounds

•Genes are carriers of information

•On appeal to the CAFC, this judgment was substantially overturned

•Majority of CAFC held that isolated DNA molecules are distinct from their natural existence and are eligible for patent protection

•Method claims relating to “comparing” or “analyzing” gene sequenes were not patentable subject matter since they claim only abstract mental processes

•Another method claim relating to screening potential cancer therapeutics was valid

•The US Supreme Court granted leave to appeal, but only in respect of the question: “are human genes patentable”?

•In a decision released June 13, 2013, the Court held that a naturally occurring DNA segment is a product of nature and is not eligible for patent protection merely because it has been isolated.

•However, cDNA (a non-naturally occurring molecule containing only coding regions of DNA) is patent eligible since it is not a “product of nature”. They have been stripped from their native DNA form where they are embedded within larger DNA structures. The distinctive nature of DNA molecules as isolated compositions of matter determines their patent eligibility rather than their physiological use or benefit (structure over function)

Final Note:

•Competing Interests

–rights of creators versus rights of users

–freedom of information versus right to prevent misappropriation of property or invasion of privacy

–freedom to operate versus right to prevent unfair competition

Computer Subject Matter and Business Methods - Schlumberger case - calculations were considered to be a series of mental operations akin to a scientific principle or abstract theorem and hence patent protection was not available
•The Applicant sought patent protection for a method of obtaining useful information about geological formations

•The method involved lowering instruments into bore holes to measure characteristics of the subterranean soil

•The measurements were recorded on magnetic tapes and processed by a programmed computer

•The Court applied a two step test for determining whether the claims related to statutory subject matter

•In the first step, the Court determined: “What, according to the application has been discovered?”

•The Court then asked: “Is that discovery patentable regardless of whether a computer is or should be used to implement the discovery?”

•On the facts of this case, the Court held that the discovery made by the applicant was the various calculations and mathematical formulae used to make the calculations which were implemented by the computer

•The calculations were considered to be a series of mental operations akin to a scientific principle or abstract theorem and hence patent protection was not available

Test adopted by the courts:

1. What, according to the application, has been discovered?

· Key: characterizing the invention
· Characterize as theorem or algorithm ( not patentable

· Merely using computer algorithm to make calculations probably won’t be patentable

· Characterize as an industrial process (within traditional area that is patentable) implemented by computer ( more likely patentable

1. Is discovery patentable regardless of whether a computer is or should be used to implement the discovery?

· Patent Office Guidelines
1. Unapplied mathematical formula are considered equivalent to mere scientific principles or abstract theorems not patentable under 27(8)

2. Presence of a programmed general purpose computer/program does not lend to nor subtract patentability from an apparatus or process

3. New and useful processes incorporating a computer program, and apparatus incorporating a programmed computer, are directed to patentable subject matter if computer-related matter has been integrated with another practical system that falls within an area which is traditionally patentable
· The US Position (Diamond) is very similar

· The key is characterization of the computer integrated with something that is traditionally patentable

· Method of making rubber compounds in mould, temperature of mould could not be precisely identified

· Diehr measure temp all the time and sent the info to comp to find the best temp using a previously known calculation

· Comp sent signal = door opened and product cured properly; US Sup Ct found that patent was protecting the use of the calculation in the context of curing rubber, not otherwise.

NB: Stac Electronic Case, Stac had data compression software which Mircosoft infringed, software is patentable.

State Street Bank case – highwater mark for business methods

This was the high water mark in the US for patenting business methods: investment tool used by banks had a method of doing business where you could avoid taxes, got a patent on it. Transferred data using algorithm into share prices, a useful, concrete and tangible result

“Today we hold that the transformation of data, representing discrete dollar amounts, by a machine through a series of mathematical calculations into a final share price, constitutes a practical application of a  mathematical algorithm, formula, or calculation, because it produces a ‘useful, concrete and tangible result’ - a final share price momentarily fixed for recording and reporting purposes and even accepted and relied upon by regulatory authorities and in subsequent trades.”

Bilski case – retreat from State Street


•The applicant sought patent protection for a method of hedging risks in commodities trading 

•An en banc panel of the Court of Appeals for the Federal Circuit held that, to be eligible for patent protection, a process must either be (1) tied to a particular machine or apparatus; or (2) transform a particular article into a different state or thing

•The Court held that the applicant’s process was non-transformative and encompassed a purely mental process

•The case was appealed to the Supreme Court of the United States

•The Supreme Court of the United States decision in Bilski was released on June 28, 2010

•The “machine or transformation” (MOT) test is not the sole test to determine patent eligibility, but it is a useful guideline, note that court also found that hedging against risk is part of human knowledge, so not non-obvious

•The Court declined to explicitly endorse the State Street test, useful, concrete and tangible result’
•A categorical exclusion of business methods from patentable subject matter is inappropriate

•Claims to an abstract idea (like Bilski’s) are not eligible for patent protection

Note that these computer cases demonstrate the difficulty of getting software in Canada/USA patented, there is no guarantee, they fear that their previous patents may be deemed invalid or that they won’t get approval

Amazon “One-Click” case

•The applicant sought patent protection for a method of ordering items on-line by means of a single click of a computer mouse or other single action, without having to enter your personal info each time.

•The Canadian Patent Appeal Board held that business methods do not qualify for patent protection and that the claimed method related to “non-technological” subject matter

•Both the “form” and “substance” of the claimed invention must be considered

•This decision has was overturned by the Federal Court

•Phelan J. held that the legal framework adopted by the Commissioner was unsupported by law and amounted to improper policy-making

•On further appeal , the FCA substantially agreed with the  findings of Phelan J.

•The requirement that an invention must be “technological” was vague and confusing

•There is no Canadian jurisprudence which clear bars patent protection for business methods

•A patentable “art” must be something with physical existence, or something that manifests a discernable effect or change.
•The identification of the actual invention should be grounded in a purposive construction of the patent claims

•It was not appropriate for Phelan J. to have construed the claims without the benefit of expert evidence

•The application was referred back to the Examiner for further examination

•Following the FCA decision the applicant filed a voluntary amendment 

•The application issued as Canadian Patent No. 2,246,933 on January 17, 2012

•Accordingly, a further appeal to the SCC will not be pursued

Court said that to determine whether it is patentable subject matter, must “purposively construe (with a basis of a foundation of knowledge about the relevant art) the patent claims because only a literal reading may be influenced by deliberately or inadvertently deceptive claims” (ie. figure out the subject matter from a purposive construction)

· Discourage use of catch phrases or key words
· Some people criticized this decision because the above test was based on infringement, not validity (Free World and Whirpool)

· Requires expert evidence and will usually defer to Commissioner
· Patent Appeal Board said the “form” and “substance” of the claim must be considered-  FCA disagreed 

· Requirement that an invention must be “technological” is vague and confusing – not to be used as stand-alone basis for rejecting as patentable subject matter

· patentable art must cause a change in the character or condition of a physical object (Lawson)

· but “physical” much be broader in light of the current technologies  – not met merely by the fact that there is practical application (need both physicality and practical application)

We have now confirmed that something is within statutory subject matter for patentability, so need to meet 3 requirements in order to be a valid patent...
Requirements of Patentability – New, Non Obvious, Useful

1) New or Novel invention in comparison to other devices/processes in same field (“prior art”):

AND

2) Unobvious – display inventive ingenuity in comparison to prior art AND

3) Utility – useful and for intended purpose

1) NOVELTY

· first to file system
· inventors have one year after their first public disclosure of their invention in which to file a Canadian patent application( one year grace period
· “claim date” = filling date of the application (unless the application is claiming a priority date, then the priority date applies)

· Priority of 12 months available if filed in a state that is party to the Paris Convention, you have 12 months from time of filing in Convention state, to also file in Canada, will use your Convention filing date (backdated)
· Note that the statute distinguishes claim date and filling date
· “filling date” = filling date of the application, in Canada
Bars to Novelty

· Section 28.2(1)(c) – if someone files for an application before the date you filed (or priority date you claimed) (unless application was kept secret and never disclosed)

· (c) in an application for a patent that is filed in Canada by a person other than the applicant, and has a filing date that is before the claim date; or
· Section 28.2(1)(b) – if someone, other than applicant/related person, discloses the subject matter anywhere (might be an equitable defense if the disclosure was done fraudulently)

· (b) before the claim date by a person not mentioned in paragraph (a) in such a manner that the subject-matter became available to the public in Canada or elsewhere;
· Section 28.2(1)(a) –  if the applicant (or related person) discloses the subject matter more than 1 year (grace period) prior to date of filling (that means even if the person claims priority date, the statute will still bar it because it uses filling date to calculate, not priority date) – very dangerous, better not try this
· (a) more than one year before the filing date by the applicant, or by a person who obtained knowledge, directly or indirectly, from the applicant, in such a manner that the subject-matter became available to the public in Canada or elsewhere;
· Section 28.2(1)(d) – if someone else, other than the applicant, has an application claiming priority date before the one being filed now (unless application was kept secret and never disclosed)

(d) in an application (the “co-pending application”) for a patent that is filed in Canada by a person other than the applicant and has a filing date that is on or after the claim date if

            (i) the co-pending application is filed by

(A) a person who has, or whose agent, legal representative or predecessor in title has, previously regularly filed in or for Canada an application for a patent disclosing the subject-matter defined by the claim, or

(B) a person who is entitled to protection under the terms of any treaty or convention relating to patents to which Canada is a party and who has, or whose agent, legal representative or predecessor in title has, previously regularly filed in or for any other country that by treaty, convention or law affords similar protection to citizens of Canada an application for a patent disclosing the subject-matter defined by the claim,

            (ii) the filing date of the previously regularly filed application is before the claim date of the pending application,

(iii) the filing date of the co-pending application is within twelve months after the filing date of the previously regularly filed application, and

(iv) the applicant has, in respect of the co-pending application, made a request for priority on the basis of the previously regularly filed application.

Ernest Scragg case – anticipation test


•The Plaintiff sought to impeach the validity of two Canadian patents on the basis that the inventions claimed were not new based on prior publication of the art and prior use (and hence the patents should never have been granted)

The case summarizes the test for “anticipation” (i.e. lack of novelty):

1) The prior art / publication must provide “clear and unmistakable directions” in order to anticipate an invention, equal disclosure to that given by the patent invention

2) Anticipation must be found in a single prior art document - the teachings of multiple documents cannot be combined

(this is a VERY hard test/basis upon which to invalidate a patent. Here it didn’t meet test, the prior art was only similar not close enough, patent was not invalidated.

Sanofi Case –enabling disclosure – refinement of anticipation test

•This case deals with “selection patents”, one whose subject matter is a fraction (chemical compound) of a larger known class of compounds, which was the subject matter of a prior patent

•The test for anticipation was refined

•Anticipation requires both (1) prior disclosure of the claimed invention; and (2) “enablement” which means that a person skilled in the art would have been able to perform the invention

•While some trial and error experimentation is permitted at the enablement stage, the prior art disclosure must have been sufficient to enable a skilled person to perform or make the claimed invention without “undue burden”

(first patent covered many compounds, while the second patent arose out one of the previously patented compounds, it was an improvement/advantage was less toxic, works better

(court concludes that first patent did not disclose the advantages, it was moot to talk of enablement; however court said some trial and error is permitted

Anticipation Test Summarized:

1) The prior art / publication must provide “clear and unmistakable directions” in order to anticipate an invention, equal disclosure to that given by the patent invention (includes “enablement” which means that a person skilled in the art would have been able to perform the invention Sanofi, some trial & error allowed, no undue burden) + you can have anticipation through prior use or sale only if amounts to enabling disclosure (Baker Petro case) 

AND
2) Anticipation must be found in a single prior art document - the teachings of multiple documents cannot be combined (Ernst Scragg case)

Can also consider Reeves considerations, but need not meet all elements (it is a restatement of the test)

1. Give an exact prior description;

2. Give directions which will inevitably result in something within the claims;

3. Give clear and unmistakable directions;

4. Give information which for the purpose of practical utility is equal to that given by the subject patent;

5. Convey information so that a person grappling with the same problem must be able to say "that gives me what I wish";

6. give information to a person of ordinary knowledge so that he must at once perceive the invention;

7. in the absence of explicit directions, teach an "inevitable result" which "can only be proved by experiments"; and

8. satisfy all these tests in a single document without making a mosaic.”

· Key Test – enabling disclosure: (Sanofi)

· Sale or prior use alone not enough for anticipation, need enablement (Baker Petrolite)
· In the context of patent anticipation under paragraph 28.2(1)(a), when reverse engineering is necessary and capable of discovering the invention, an invention becomes available to the public if a product containing the invention is sold to any member of the public who is free to use it as she or he pleases. (Baker Petrolite)

· Unclear whether “concealed use” is sufficient for enablement (perhaps might be more complicated if there is a license agreement involved)
1. Prior disclosure of the claimed invention (in a single publication)

· NDA (Non Disclosure Agreement)
· Disclosure based on an NDA will not suffice (Gibney)

· Disclosure without NDA to one member of public may suffice (Gibney)

· Experimental Use Exemption (this exemption does not exist in Canada)
· bona fide experimentation, tests must be conducted to perfect the invention or to convince the inventor of the merits or practical utility of the invention (rather than to convince others, such as investors and purchasers)

· ie. make sure there was NDA…evidence that this is experimental rather than a disclosure/sale

2. “enablement” = a person skilled in the art would have been able to perform the invention, without inventive skills (Baker Petrolite)

· Some trial and error is permitted

· Must enable a skilled person to perform without “undue burden”

· Enablement assessed having regard to the prior patent as a whole including specification and claims

· Skilled person may use his general knowledge to supplement information (general knowledge is generally known by persons skilled in the relevant art at the relevant time)

· Enablement thru reverse engineering, without inventive skills, counts (Baker Petrolite)

· Amount of time and work involved in conducting the reverse engineering is not determinative of whether a skilled person could discover the invention

· Does not matter that the person actually did not discover/reverse engineer, as long as it was possible (Gibney)

· The enabled item need not be identical, as long as it falls under the claims in question- ie. subject matter of the claims could be determined (Baker Petrolite)

8 Principle Points from Baker Petrolite when analyzing anticipation by prior sale or use

1. Sale to the public or use by the public alone is insufficient to prove anticipation.

2. For a prior sale or use to anticipate an invention, it must amount to "enabling disclosure".

3. The prior sale or use of a chemical product will constitute enabling disclosure to the public if its composition can be discovered through analysis of the product.

4. The analysis must be able to be performed by a person skilled in the art in accordance with known analytical techniques available at the relevant time (common knowledge).

5. In the context of patent anticipation under paragraph 28.2(1)(a), when reverse engineering is necessary and capable of discovering the invention, an invention becomes available to the public if a product containing the invention is sold to any member of the public who is free to use it as she or he pleases.

6. It is not necessary to demonstrate that a member of the public actually analysed the product that was sold.

7. The amount of time and work involved in conducting the analysis is not determinative of whether a skilled person could discover the invention. The relevant consideration, in this respect, is only whether inventive skill was required.

8. It is not necessary that the product that is the subject of the analysis be capable of exact reproduction. It is the subject-matter of the patent claims (the invention) that must be disclosed through the analysis. Novelty of the claimed invention is destroyed if there is disclosure of an embodiment which falls within the claim.

Gibney case – enabling disclosure to even 1 person = public use 

•Plaintiff owned a patent for a protective shield for a car generator

•The inventor had made a prototype of the invention and disclosed it to a single customer more than two years prior to the date the patent application was filed

•Noel J. held that patent lacked novelty due to prior public use of the invention

•Disclosure of an invention on a non-confidential basis to a single member of the public may render a patent invalid

•Court also held that the experimental use exemption was not available

•The inventor had failed to take precautions to avoid disclosure of the invention and there was insufficient evidence that the inventor created the prototype for the purposes of experimentation

•In order to qualify as bona fide experimentation, tests must be conducted to perfect the invention or to convince the inventor of the merits or practical utility of the invention (rather than to convince others, such as investors)

Baker Petrolite case – Anticipation via prior use or sale

•This case deals with anticipation by prior use or sale

•There is very little jurisprudence interpreting Section 28.2(1)(a) of the Patent Act
•The Federal Court of Appeal held that an “enabling” disclosure is required

•If a product is made available without restriction to even one member of the public, and if a person skilled in the art would be able to discover the claimed invention without the use of inventive skill (such as by reverse engineering the product), then the invention may be found to be anticipated

•The amount of time and work involved in conducting the reverse engineering analysis is not determinative of whether a skilled person could discover the invention

•In this case the Court held that a person skilled in the art and using data and techniques available at the relevant time, and without the exercise of inventive skill, would have been led inevitably to the subject matter of the patent claims, namely the extraction of hydrogen sulphide from natural gas by contact with triazine (or its starting components)

Concealed Use
•Some “black box” inventions are concealed or undetectable in normal use

•Query whether the sale of such inventions makes them “available to the public” within the meaning of Section 28.2(1)

•Canadian law now clearly requires an “enabling disclosure”, namely a disclosure by which information sufficient to enable a person skilled in the art to practice the invention has been “made available to the public”

Obviousness
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28.3 The subject-matter defined by a claim in an application for a patent in
Canada must be subject-matter that would not have been obvious on the claim
date to a person skilled in the art or science to which it pertains, having regard to

(a) information disclosed more than one year before the filing date by the
applicant, or by a person who obtained knowledge, directly or indirectly,
from the applicant in such a manner that the information became available
to the public in Canada or elsewhere; and

(b) information disclosed before the claim date by a person not mentioned
in paragraph (a) in such a manner that the information became available to
the public in Canada or elsewhere.
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Ernest Scragg case – Obviousness

•The courts apply an objective test - whether the alleged invention would have been obvious to a person of ordinary skill in the art

•A “mere scintilla” or slightest trace of an inventiveness is sufficient

•Workshop improvements are not patentable

•“Hindsight analysis” should be avoided - many important inventions may seem obvious once the solution to a particular problem has been shown

Windsurfing case

•All of the component elements of the invention were known in the prior art

•The Plaintiff obtained a patent on the basis that the invention was a new and inventive combination

•The trial court held that the invention was obvious in view of a Darby sailboard which was described in a 1965 article in Popular Science magazine

•The Darby sailboard included a mast which could swivel in a socket, but it did not include a Marconi rig (i.e. a triangular sail) or a wishbone boom

•The trial judgment was overturned on appeal

•Urie J. held that the advantages of the Marconi rig were not obvious to the inventor of the Darby sailboard who the court considered to be someone skilled in the art

•Urie J. also considered the commercial success of the invention (i.e. a “secondary consideration”)

•In the result, claims 5 and 10 of the patent were found to be valid 

Sanofi case – Obviousness

•This case also deals with the test for obviousness

•The Court adopted the four-step Windsurfing/Pozzoli approach

•An invention may be “obvious to try” if it is more or less self-evident that what is being tried ought to work

•However, a mere possibility of finding an invention is not enough

•It was not self-evident from the “875 patent or common general knowledge that the selected isomer ought to work, i.e. that it would be more effective and less toxic

RECAP OF OBVIOUSNESS TEST

· Obviousness used to be common law, but now in statute

· Cannot combine 2 articles for purpose of novelty, possible for obviousness

· Per the statute (28.3)

· Subject matter must not be obvious to a person skilled in the art considering:
· Information disclosed more than a year prior to filling date by applicant/related person (respect of the grace period), and
· Information disclosed before claim date by anyone else other than applicant/related person 
· What is obvious?
· Objective test (Ernest Scragg) – question of fact
· In general must have some incentive to put the prior arts together (ie. in the same field)
· Test from Windsurfing
1. Identify the notional person skilled in the art and identify the relevant common general knowledge of that person;

2. Identify the inventive concept of the claim in question or construe it if not available;

3. Identify what, if any, difference exist between the matter cited as forming part of the “state of the art” and the inventive concept of the claim

4. Viewed without any knowledge of the alleged invention as claimed, do these differences constitute steps which would have been obvious to the person skilled in the art? Or do they require any degree of invention?

· Also consider if it was obvious to try? (if circumstances warrant) (Sanofi)

· Self evident from the prior art and general knowledge?

· a mere possibility of finding an invention is not enough

· Factors to consider, non-exhaustive:

· Self-evident that what is being tried ought to work? Finite number of identified predictable solutions known to persons skilled in the art?

· Extent, nature and amount of effort required to achieve the invention? Routine trials vs prolonged trials?

· Motive provided in the prior art to find the solution the patent addresses? (ie. a suggestion)

· “mere scintilla” or slightest trace of an inventiveness is sufficient (Ernest Scragg)

· Simplicity is no indicator of obviousness (Ernest Scragg & Sons Ltd. v. Leesona Corp.)

· “Hindsight analysis” should be avoided - many important inventions may seem obvious once the solution to a particular problem has been shown (Ernest Scragg)

· Also consider whether the advantages of the invention were obvious? (Windsurfing)

· Commercial success may be an indicator that the advantage was not obvious

· This kind of secondary consideration useful in close cases

Invention must not be obvious

28.3 The subject-matter defined by a claim in an application for a patent in Canada must be subject-matter that would not have been obvious on the claim date to a person skilled in the art or science to which it pertains, having regard to

(a) information disclosed more than one year before the filing date by the applicant, or by a person who obtained knowledge, directly or indirectly, from the applicant in such a manner that the information became available to the public in Canada or elsewhere; and

(b) information disclosed before the claim date by a person not mentioned in paragraph (a) in such a manner that the information became available to the public in Canada or elsewhere.

Utility - X v. Commissioner of Patents
•An invention is not useful if will not operate at all or, more broadly, if it will not do what the patent specification promises it will do

(you will find utility either by demonstrating that it will work OR that you can predict it will work

•In this case the applicant sought patent protection for a “death ray” which allegedly used a path of photo-ionized air produced by a laser beam as a channel for the transmission of a very high voltage

•The Federal Court of Appeal upheld the judgment of the Patent Appeal Board which refused the application on the basis that the invention was not useful since it was inoperable for the purpose for which it was designed

Apotex v. Wellcome Foundation – sound prediction doctrine for utility

•This case deals with the “doctrine of sound prediction”

•AZT was a known compound which had been synthesized and tested in the 1960s as a possible anti-cancer agent

•In 1984 the respondents Glaxo/Wellcome began to test AZT in mice as a drug candidate for treating retroviral infections such as HIV

•On March 16, 1985 Glaxo/Wellcome filed its initial patent application although scientific tests had not yet been completed

•Binnie J. held that when the 1985 patent application was filed Glaxo/Wellcome had sufficient information about AZT and its activity against HIV to make a sound prediction that AZT would be clinically useful in the the treatment and prophylaxis of HIV/AIDS in human beings

Professor’s Points on Breadth of Patent Claims

Make sure your claim covers what you want, the more narrow, the easier for people to get around it, also having too broad of a claim is undesirable. Sound prediction doctrine, you have enough data and scientific line of reasoning

Teva v. Pfizer – quid pro quo, you must disclose in order to get patent rights

–This case deals with the “disclosure requirement”

–Pfizer patented the compound sildenafil, Viagra’s active ingredient, for treatment of erectile dysfunction (“ED”).

–The patent specification says that one of the “preferred compounds” works to treat ED, but doesn’t disclose that this compound is sildenafil.

–Claim 1 covers 260 quintillion compounds, claims 2-5 narrow the list of compounds, and claims 6 and 7 claim one compound each – sildenafil and another compound that had not been shown to be effective in treating E.D.

–LeBel J., in a unanimous decision, found that the patent did not satisfy the disclosure requirement.

–The patent specification failed to meet the disclosure requirement because a person skilled in the art would need to conduct further tests to determine which one of the compounds was actually effective.

Infringement - Statutory Provisions
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Every patent granted under this Act shall contain

the title or name of the invention, with a reference to

the specification, and shall, subject to this Act, grant

to the patentee and the patentee's legal representatives

for the term of the patent, from the granting of the

patent, the exclusive right, privilege and liberty of

making, constructing and using the invention and

selling it to others to be used, subject to adjudication

in respect thereof before any court of competent

jurisdiction.
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Jurisdiction of courts

· 54. (1) An action for the infringement of a patent may be brought in that court of record that, in the province in which the infringement is said to have occurred, has jurisdiction, pecuniarily, to the amount of the damages claimed and that, with relation to the other courts of the province, holds its sittings nearest to the place of residence or of business of the defendant, and that court shall decide the case and determine the costs, and assumption of jurisdiction by the court is of itself sufficient proof of jurisdiction.

· Jurisdiction of Federal Court

(2) Nothing in this section impairs the jurisdiction of the Federal Court under section 20 of the Federal Courts Act or otherwise.

( Tactical Reasons for choosing either

Liability for patent infringement

· 55. (1) A person who infringes a patent is liable to the patentee and to all persons claiming under the patentee for all damage sustained by the patentee or by any such person, after the grant of the patent, by reason of the infringement.

· Liability damage before patent is granted

(2) A person is liable to pay reasonable compensation to a patentee and to all persons claiming under the patentee for any damage sustained by the patentee or by any of those persons by reason of any act on the part of that person, after the application for the patent became open to public inspection under section 10 and before the grant of the patent, that would have constituted an infringement of the patent if the patent had been granted on the day the application became open to public inspection under that section.

(at Patent Office or online)

Limitation – 6 year limitation period

55.01 No remedy may be awarded for an act of infringement committed more than six years before the commencement of the action for infringement.

Injunction may issue

· 57. (1) In any action for infringement of a patent, the court, or any judge thereof, may, on the application of the plaintiff or defendant, make such order as the court or judge sees fit,

· (a) restraining or enjoining the opposite party from further use, manufacture or sale of the subject-matter of the patent, and for his punishment in the event of disobedience of that order, or

· (b) for and respecting inspection or account,

and generally, respecting the proceedings in the action.

(must elect between damages (your loss of profits or other damage b/c of infringer’s action or accounting of profits (disgorge profits earned by the infringer), can’t get both.

Invalid claims not to affect valid claims

58. When, in any action or proceeding respecting a patent that contains two or more claims, one or more of those claims is or are held to be valid but another or others is or are held to be invalid or void, effect shall be given to the patent as if it contained only the valid claim or claims.

59. The defendant, in any action for infringement of a patent may plead as matter of DEFENCE any fact or default which by this Act or by law renders the patent void, and the court shall take cognizance of that pleading and of the relevant facts and decide accordingly (you can say the plaintiff’s patent is invalid as a defence)

Competing Interests

“The function of the claims is to define clearly and with precision the monopoly claimed, so that others may know the exact boundaries of the area within which they will be trespassers….What is not claimed is disclaimed.”


Electric & Musical Industries, Ltd. v. Lissen Ltd. (1939), 56 R.P.C. 23 (H.L.) at 39 (Casebook, p. 179)

“It is seldom that the infringer does the thing, the whole thing, and nothing but the thing claimed by the Specification.  He always varies, adds, omits and the only protection the Patentee has in such a case lies… in the good sense of the tribunal which has to decide whether the substance of the invention has been pirated.”


Incandescent Gas Light Co. Ltd. V. De Mare Incandescent Gas Light System Ltd. (1896) 13 R.P.C. 301 at 330


McPhar Engineering case – historical test for infringement in Canada

Remember in all cases, need to reproduce all the essential elements = infringement

•Thorson P. sets out the traditional two-fold test of patent infringement

•“Literal” or “textual” infringement occurs where the defendant’s apparatus or activity includes all of the limitations set forth in the claim under consideration

•“Substantive” infringement occurs where the defendant’s apparatus or activity differs from the claimed invention in minor respects but is otherwise substantially the same as the claimed invention (i.e. the defendant may have omitted a non-essential element and replaced it with a functional equivalent)

•In the United States the concept of substantive infringement is referred to as the “doctrine of equivalents”

•In Graver Tank & Manufacturing Co. v. Linde Air Products Co. 85 USPQ 328 (1950) the U.S. Supreme Court said that the accused device is “equivalent” to the claim under consideration if the accused device “performs substantially the same function in substantially the same way to obtain substantially the same result”

•Thorson P. held that it was not an “essential” feature of claim 8 of the subject patent that the transmitter coil “hang freely”

•The Defendants were therefore found liable for substantive infringement

(If component is inessential, you can leave that element out or substitute it with a functional equivalent, but infringement is possible!
(ASK: can this substituted means used by Def equate to the means referred to in Claim?

 If it is essential you cannot make these substitutions

( “If he takes the pith and marrow of the invention he commits infringement even though he omits an unessential part (so copied substantive part). So too, he commits an infringement if, instead of omitting an unessential part, he substitutes for that part a mechanical equivalent” (so copied substantive part + substituted an equivalent for a non-essential part, that was NOT inventive or new)

Whirlpool v. Camco – Construing Patent Claim – Extrinsic evi no admissible

•Whirlpool is the owner of three patents relating to dual action agitators for washing machines

•Whirlpool initiated an action claiming infringement of two of the patents  

•At trial, one issue was whether one of the patents was invalid due to “double patenting” (s. 59 defence).  In order to decide that issue the Court needed to consider the test for construing patent claims

•Claims construction is antecedent to consideration of both validity and infringement issues

•The Supreme Court endorsed the Catnic “purposive construction” approach to claims construction: identification by court with assistance of skilled reader, of the particular words or phrases in the claims that describe what the inventor considered to be the ‘essential’ elements of her invention. 

(guilty of infringement is take substance of invention, doesn’t matter that you subbed a non-essential feature

•In Catnic the House of Lords repudiated the dichotomy between “textual infringement” and infringement of the “substance” of the invention

•Binnie J. concluded that the Catnic analysis was not a substantive departure from earlier case law (such as McPhar v. Sharpe)
•Extrinsic evidence is not admissible to construe the claims - the purpose of the inventor must be determined from a reading of the patent specification itself
•In the result, the Court held that the claims construction adopted by the trial judge was reasonable

Free World Trust case – test for purposive construction of claims
•The patent claims in issue related to a “circuit means” for controlling electro-magnetotherapy (used to treat various maladies, such as arthritis)

•The Supreme Court considered the proper test for patent infringement - i.e how best to resolve the tension between “literal infringement” and “substantial infringement”

•The Supreme Court endorsed the “one stage” Catnic purposive construction approach to claims interpretation rather than the traditional “two stage” approach

•When determining whether a particular feature in a claim is “essential” or “non-essential” the Court suggested that it is permissible to consider either the intent of the inventor or whether a person skilled in the art would appreciate that a particular element could be substituted without affecting  the working of the invention (i.e the invention would perform substantially the same function in substantially the same way to produce substantially the same result)

•The Supreme Court borrowed the “function, way result” language from leading U.S. cases relating to the “doctrine of equivalents”

•The Court held that the appellant failed to establish that the respondent’s system included all of the essential elements set forth in the patent claims when construed in an informed and purposive manner; the appeal was therefore dismissed.

New Test (current law)

· Currently the substantial infringement doctrine has been narrowed from before and likely to fail unless there is literal infringement

· KEY question: whether persons with practical knowledge/experience of the art in which the invention was intended to be used, would understand that strict compliance with a particular descriptive word appearing in a claim was intended by the patentee to be an essential requirement of the invention so that any variant would fall outside of the monopoly claimed, even though it could have no material effect upon the invention worked (Whirlpool)
1. Construe the claims purposively in an informed manner, rather than literally (Whirlpool) – the construction is to be done by the court with the assistance of experts. Objective test
· Construing the claims is first step for infringement and validity (Whirlpool)

· Purposive construction can narrow or broaden scope of the patent claim

· The key to purposive construction is the identification by the court, with the assistance of the skilled reader, of the particular words or phrases in the claims that describe what the inventor considered to be the "essential" elements of his invention

· extrinsic evidence not admissible to construe the claims
· inventor’s intent must be ascertained from reading patent specification itself

· determine between essential vs non-essential feature in a claim (Free World Trust)

· court can consider either:

1. intent of the inventor (see from the claims themselves), or

2. whether a person skilled in the art would appreciate that a particular element could be substituted without affecting the working of the invention (ie. invention perform substantially the same function in substantially the same way to proceed substantially the same result)

· Test: for an element to be considered non-essential and substitutable, it must be shown either

· A purposive construction of the words of the claim it was clearly not intended to be essential, or

· At the date of patent publication, skilled addresses would have appreciated that a particular element could be substituted without affecting the working of the invention (ie. invention perform substantially the same function in substantially the same way to proceed substantially the same result)

2. Determine infringement – it is an infringement if all the essential elements are present

COPYRIGHT

You can copy music to audio recording medium s. 80
80. (1) Subject to subsection (2), the act of reproducing all or any substantial part of


(a) a musical work embodied in a sound recording,


(b) a performer's performance of a musical work embodied in a sound recording, or


(c) a sound recording in which a musical work, or a performer's performance of a musical work, is embodied


onto an audio recording medium for the private use of the person who makes the copy does not constitute an infringement of the copyright in the musical work, the performer's performance or the sound recording.

79.

"audio recording medium" means a recording medium, regardless of its material form, onto which a sound recording may be reproduced and that is of a kind ordinarily used by individual consumers for that purpose, excluding any prescribed kind of recording medium;

(casettes, CDs

(Apple Canada v. Canadian Private Copying Collective (2008 FCA 9) no tariff on IPODS


confirmed previous decision that Copyright Board does not have jurisdiction to certify a tariff on digital audio recorders or the memory permanently embedded therein


(A digital audio recorder is NOT an audio recording medium

(E.g. could not certify a tariff on tape recorders, just the tape cassettes

(So does s. 80 exception apply to ipod? If memory not audio recording medium, then how can we rely on this exception? Arguably not covered by exception, so we may be potentially infringing copyright. Collective wanted to certify tarrif on ipods. It is digital memory, but not ordinarily used for audio recording, only if embedded as part of digital audio recorder, so you can’t placed tarrif on the whole ipod

Rationale is that memory only becomes an “audio recording medium” if it is embedded into a digital audio recorder

Copyright Modernization Act – Some highlights

Photographs – repeal of specific provisions of s. 10 pertaining to term and ownership

Fair dealing – new exceptions added for parody, satire and education s. 29
New exception for user-generated content for non-commercial purposes

New exceptions for making copies for private purposes and timeshifting

Technological protection measures/DRM

Technological Protection Measures


•Two types of TPMs:

•Access control TPMs, eg. DVD will read on north american player but not on foreign player

•Copy control TPMs (content control), restricts ppl from copying content
**Circumvention of access control TPMs prohibited (eg. digital locks/ read only) 41.1(1)(a)). 
**You can individually circumvent copy control TPMs 
•Cannot offer services aimed at circumvention of TPMs (41.1 (b) 
•Cannot manufacture, import, sell or provide devices primarily for circumventing TPMs 41.1 (c),

•Enforcement by copyright owner

•Damages as for copyright infringement for circumvention

•Damages as for copyright infringement where a TPM has been or could be circumvented by person offering a device or service

•Criminal offense if done knowingly for commercial purposes

•Up to $1,000,000 fine and 5 years in prison

Exceptions to Circumvention

•Enforcement of legislation or national security

•Interoperability of computer program

•Encryption research (must notify copyright owner)

•Preventing collection of personal information

•Computer network security

•Perceptual disabilities

•Broadcasting undertakings for ephemeral recordings

•Radio apparatus for accessing telecommunications service (unlocking cellphones)

•Additional exceptions can be prescribed

Rights Management Information 
•Cannot remove digital rights management information (DRM) knowing that this will facilitate or conceal infringement

•Cannot knowingly sell, distribute, rent, or communicate to the public where DRM has been removed

•Enforcement by copyright owner

•Damages as for copyright infringement

•See s. 41.22

NOTICE AND NOTICE REGIME

•provisions not yet in force, although steps have been authorized to bring  into force

•ss. 41.25 and 41.26

•copyright owner can provide notice of infringement to ISP, person who provides digital memory, or information location tool

•notice gets forwarded to the person who posted the content

•only remedy is statutory damages $5,000-$10,000 (liability of ISP)

•Only remedy against the provider of an information location tool is an injunction

•s. 41.27

•Exception (not yet in force):  where provider receives notification of infringement after work has been taken down and continues to infringe after 30 days

•Google could not be sued unless they did not give notice to infringer

•-just be generally familiar with these modernization protection measures of the copy right

Copyright Basics

Arises automatically on creation

No formality or registration required

Treaties mean virtually international recognition –through Berne convention
Section 2 Copyright Act – defines “copyright” as the rights set forth in the Act

Section 3 defines the rights for works

4 Requirements for subsistence of copyright (s. 5)

(1) ENTITLEMENT

•Author - s. 5 citizen or resident of treaty country (berne, wto member states) OR

•First publication in treaty country, rather than author

•(2) ORIGINALITY

•S. 5 “Copyright shall subsist in every original . . . 

•Sets the threshold for what merits copyright protection, draws the line!

•(3) SUBJECT MATTER

•works (literary, dramatic, musical, artistic)

•non-works (performances, sound recordings, communication signals) = neighboring rights

•moral rights

•(4) FIXATION

•Expressed in some permanent form (Cdn Admiral v. Diffusion)
AUTHORSHIP

-Author is generally a question of fact

Except where Copyright Act specifies otherwise, is generally a natural person

Note use of “maker”, “performer”, “broadcaster” for neighbouring rights

-Author will generally be the first owner of ©

lNote ss. 13(3) in some cases owner is not the first owner of copyright (employees)

Person who creates the work is the author and make sure they are citizen/resident of treaty, often a natural person
-maker of sound recording, broadcaster of broadcast, performer = neighboring rights

Authorship and Owner separate! (during employment, employer is the owner, but author is still employee) 

ORIGINALITY 
Originality – “Sweat of the Brow” (low standard)

University of London Press v. University Tutorial Press
–Math exams were “original”

Selection, judgment and experience used by the professors!
lKey inquiry:  did the work require selection, judgment, experience?

Originality – Compilations (selection & arrangements of preexisting materials)
ls. 2 - “compilation” - work resulting from the selection or arrangement of other works or of data

–A selection and arrangement of pre-existing materials

–Originality lies in the selection and/or arrangement, not in the underlying works or data themselves

–“Sweat of the brow” would protect this
eg. Others free to use my work as basis for creating their OWN compliation

Feist v. Rural Telephone Service
-If the SELECTION and ARRANGEMENT of the facts are original, those elements are protected by copyright, but the copyright does not extend to the facts themselves (so had to place limit on protection)

-“originality” only requires that author makes the selection and arrangement independently and that it displays some minimal level of creativity

-The alphabetical listing, by surname, of data provided by subscribers is devoid of the slightest trace of creativity

Canadian Test for Originality – CCH Cdn Ltd v. LSUC
Creativity is not required for originality
To be original the work must not be copied from another work, and the work must be the product of an author’s exercise of skill and judgment
The originality requirement must apply to the expressive element of the work and not the idea 
-Need not be creative, in the sense of being novel or unique

-Requires an exercise of skill and judgment:

Skill = the use of one's knowledge, developed aptitude or practiced ability in producing the work.
Judgment = the use of one's capacity for discernment or ability to form an opinion or evaluation by comparing different possible options in producing the work. 
-Will necessarily involve intellectual effort

-Must not be so trivial that it could be characterized as a purely mechanical exercise

-Would translation be mechanical exercise: multiple meanings, different tenses, gender, translator is exercising skill/judgment: You would need permission of original work, and translator work to get copy approval

Different works at issue all found original:

-Reported judicial decisions (in their entirety)
-Headnotes
-Annotated Criminal Practice
-Case summary (parallel citations/ and courts’ reasons not original
-Topical index
-Textbook
-Monograph (chapter of textbook)

FIXATION

Explicitly required by the Act in some cases

-See e.g. “computer program”, “dramatic work”


WHY FIXATION?
1. Partly an evidentiary concern

2. Partly because © does not protect ideas

lCCH at para. 8 – “it flows from the fact that copyright only protects the expression of ideas that a work must also be in a fixed material form to attract © protection”
lThéberge – “fixation” distinguishes works capable of being copyrighted from general ideas that are the common intellectual “property” of everyone (per Binnie J.)

Cdn Admiral v. Rediffusion
Rebroadcasting live games and sued Rediffusion, no fixation! No record of these broadcast games, no evidence, rediffusion picked up the signal (no one has any control over what is going on in this spectacle), no script, no actions, cannot protect it b/c not in permanent form 

lThe law will not intervene to protect something which is not definite and ascertainable

lCopyright in communication of signal broadcasted, so now would have been protected, at that time, provision not in Act

Théberge Need Multiplication for Infringement

lPainter sold copies of painting in poster, other parties got ink off and put it on blank canvas 
l – Binnie J. writing for majority discusses nature of copyright

-With respect to fixation, emphasizes its importance for copyright

-“Copyright springs into existence as soon as the work is written down or otherwise recorded in some reasonably permanent form”

-“The image ‘fixed’ in ink is the subject matter of the intellectual property”

•“Even if one were to consider substitution of a new substrate to be a ‘fixation’, the fact remains that the original poster lives on in the ‘re-fixated’ poster.  There is no multiplication and fixation alone is not an infringement of the original work”

•Should the medium on which the work is created be considered part of the work? No it is only the layer of ink that is protected and you can move that around without infringement


(Old poster was DESTROYED, if used poster and made a T shirt that would be infringment, the poster is still there, limit on how far you could take this, could not just make copies on clothes, CD covers etc. eg.  I have a calendar, I CUT out a picture from the calendar and I place it on a coaster, I did not COPY, the calendar is ruined, but if I colour photocopy = infringement, no multiplication
Fixed quotations

•Some cases hold that the interviewer acquires copyright in quotes given by an interviewee

•Rationale:  if the interviewer did not fix the quotes, they would never have come into existence

RECORD THE INTERVIEW, AND PUBLISH THE INTERVIEW, this is more like joint authorship, prof  thinks USA approach better because includes interviewee as author, eg. quote in magazine article

FIXATION OF NON-WORKS UNECESSARY 
lFixation is only applied to WORKS.
lNote s. 3(1.1) simultaneous fixation of telecommunication is a fixation (eg. simultaneous recording of the live broadcast would protect!)

lNon-works (performers’ performances, communication signals) acquire certain rights without fixation.  See s. 15, 21

LITERARY WORKS 

l“work” includes the title thereof when such title is original and distinctive;

l“literary work” includes tables, computer programs, and compilations of literary works;

-“computer program” means a set of instructions or statements, expressed, fixed, embodied or stored in any manner, that is to be used directly or indirectly in a computer in order to bring about a specific result;

-“compilation” means  (a) a work resulting from the selection or arrangement of literary,
dramatic, musical or artistic works or of parts thereof, or (b) a work resulting from the selection or arrangement of data;

lHow substantial must the work be to merit protection?

lTypically, words and short phrases (e.g. slogans) do not qualify

Exxon – single word, even though invented, not protected by copyright

-Apart from the law of trademarks, no one can claim monopoly rights in the use of a word or name, one could never even write it down!

l“Work” includes the title, but the title is not a separate work (see definition of “work” in s. 2)

lCopying of title not generally a substantial reproduction

lAsk if written/printed + communication & imparting of info, meaning!

University of London Press:

-Words cover work which is expressed in print or writing, irrespective of the question whether the quality or style is high

-“Literary” seems to be used in a sense somewhat similar to the use of the word “literature” in political or electioneering literature and refers to written or printed matter

-Mathematics exams held to be literary works

lCan the taking of plot, scenes, characters infringe copyright? No need for literal copying
- •Cannot protect mere ideas or scenes a faire with copyright (stock scences/characters)

“compilation” - means

  (a) a work resulting from the selection or arrangement of literary, dramatic, musical or artistic works or of parts thereof, or

  (b) a work resulting from the selection or arrangement of data;

à Telephone books, list of horse races

Literary Works – Compilations

•BC Jockey Club v. Standen

•“Overnight” = compilation:  list of races, order, purse, horses, track conditions. The newspaper republished the info and added commentary to compilation. We are dealing w original compilation so it qualifies for Copyright, unlike telephone book case.

•“information” = conveys meaning

•Defendant reproduced information, but added considerable skill and judgment

•Copyright law does not necessarily per se exclude protection for “facts”

-Overnight took a substantial amount of skill, knowledge and experience to produce, so originality was not in issue

-Issue was infringement (i.e. substantial taking), not originality

-Court found that defendant had taken more than just information (we do not copy right ideas!), but rather the labour and skill which went into the compilation

lBC Jockey Club v. Standen (BCCA)

-Per Laddie & Vitoria, copyright in a compilation may be infringed by appropriating an undue amount of the material, although the language employed be different, or the order altered

-Otherwise copyright in a compilation would be of little or no value

(here it was mainly info/facts, but taking too much of it which required skill will not b allowed

lHow to reconcile BC Jockey Club v. Standen with Feist?

-Infringement, not originality (in feist there was NO © b/c not original), was the issue

-Infringe by taking a substantial part

-The selection of facts may be a substantial part of the originality

lHere, characterized as an entirely novel list of horses and other information

-Look to where author's skill and judgment applied
Literary Works -  Computer Programs

Protected as literary works

See s. 2 definition of “literary works” (includes computer programs)

Also s. 2 defines “computer program”

Integrated circuit topographies – have their own legislation

•Little used, only about 80 registrations
lBasic principles of copyright law:

-Idea/expression dichotomy – notion that copyright protects expression, but not the underlying ideas

-Merger – where there is only one way of expressing an idea, copyright would provide a monopoly over the idea itself, and therefore should not extend to protect such expression. It would give originator of idea a virtual monopoly like the use of one word Exxon

Apple v. Mackintosh (SCC) Object Code replication in circuitry of silicon chip = ©
lObject code burned into a chip

lDoes code continue to be protected when replicated in the circuitry of a silicon chip?

lDirect mechanical copying in issue

-Programs embedded in the silicon chip are a reproduction of the programs in assembly language and as such are protected by copyright under s. 3(1). The program was a way to solve a problem.

lTo assist the court to distinguish between ideas and expression, US courts developed the “abstraction-filtration-comparison” test

-Computer Associates v. Altai (2nd Cir.) – USA abstraction filtration test
-Separating the expression from the idea, public domain elements, scenes a faire, etc. to isolate what is protectable and compare what has been copied

-Discussed in Canada in Delrina v. Triolet
Idea- Expression Dichotomy 

The idea-expression dichotomy is the notion that there is a limit on what copyright will protect, namely the expression of an original idea, rather than providing the author or owner a monopoly over an idea, which are free floating and freely accessible by anyone. In the USA, the courts tried to develop a legal test that would help to parse out what counts as protectable expression from unprotected ideas in Computer Associates v. Altai (2nd Cir.). This is called the abstraction – filtration comparison test, where there is an attempt to separate an expression from the idea, there is a filtering out public domain elements, scenes a faire ( common stock characters, unavoidable story elements) to distinguish was is protectable and compare what has been copied. This was discussed in Delrina v. Triolet (as it related to computer programs). However, in Canada we do not filter out component elements and decide there is no work left to protect, we still adhere to the 2 part Ladbroke test: 1)is the work subject to copy right and 2) was a substantial part of the whole taken. 
lABSTRACTION

-Levels of abstraction

-Program’s main purpose

-System architecture

-Various abstract data types

-Various algorithms and data structures

-Source code

-Object code

lFILTRATION (things that we cannot protect)
lElements dictated by efficiency

lIf the idea can only be expressed in one way, that expression can’t be protected [MERGER]

lFunctional elements are not protected

lNor elements dictated by external factors e.g. scenes a faire, would be included in every treatment of the subject matter, couldn’t write the program without certain components

lElements in the public domain
lCOMPARISON

-Did the defendant copy any aspect of the protected expression? 

-What is the relative importance of the copied section?

Delrina v. Triolet Systems 2 part Ladbroke Test to determine reproduction

Employee leaves company creates comp program similar to one developed at his previous work, his co. sues. Diagnostic tool w/in confines of an operating system, no copying! De minimus, only 14 lines copies out of 14K.
Here, nothing was found to be copied (finding of fact)

In any event, any similarities were dictated by functional requirements, common in the community, public domain, interface was functional, etc.

Consider issues of restraint on defendant's ability to earn a living? (policy reason)

Plaintiff alleged Ladbroke test should have been applied

•Is work subject to copyright?

•Was substantial part of the whole taken?

DRAMATIC WORKS

ls. 2:  “dramatic work” includes


(a) any piece for recitation, choreographic work or mime, the scenic arrangement or acting form of which is fixed in writing or otherwise,


(b) any cinematographic work, and


(c) any compilation of dramatic works;
(non-exhaustive, smtg intended for presentation to audience, even if filming people walk by it will be cinematographic and any compilation of dramatic works

lWhat is “dramatic”?

-Some story or plot – thread of consecutively related events

-Or some element of drama in the scenes

lE.g. videos on how to sell real estate have been held to be dramatic works
lCanadian Admiral
lLive telecasts were not dramatic works:  

-Not produced by a process analogous to cinematography
( now digital works worthy of protection eg. digital photographs, not so strict on physical reqmt

ARTISTIC WORKS

s. 2:  “artistic work” includes paintings, drawings, maps, charts, plans, photographs, engravings, sculptures, works of artistic craftsmanship, architectural works, and compilations of artistic works;
(note even has utilitarian function, it will be protected.

No copyright in cardboard pattern for measuring ladies' dress sleeves:  Hollinrake v. Truswell
lArtistic work must be intended to have an appeal to the aesthetic senses, not just an incidental appeal

lAlso a 2D work can be infringed by a 3D reproduction: eg. plan of house on paper, then someone builds the house or plan for stuffed animal, then someone makes 3D animal

Example of multi-coloured rods to teach children how to add, sought action in Canada, failed, these rods are not artistic works, they are utilitarian tools!

Artistic Works – Interface With Industrial Design Protection s. 64(2) + s. 64. 1

Copyright Act:  Non-infringement re certain designs


64(2) Where copyright subsists in a design applied to a useful article or in an artistic work from which the design is derived and, by or under the authority of any person who owns the copyright in Canada or who owns the copyright elsewhere,



(a) the article is reproduced in a quantity of more than fifty, or ...

it shall not thereafter be an infringement of the copyright or the moral rights for anyone



(c) to reproduce the design of the article or a design not differing substantially from the design of the article by




(i) making the article, or




(ii) making a drawing or other reproduction in any material form of the 
article, or



(d) to do with an article, drawing or reproduction that is made as described in paragraph (c) anything that the owner of the copyright has the sole right to do with the design or artistic work in which the copyright subsists.

Non-infringement re useful article features
64.1 (1) The following acts do not constitute an infringement of the copyright or moral rights in a work:

(a) applying to a useful article features that are dictated solely by a utilitarian function of the article;

(b) by reference solely to a useful article, making a drawing or other reproduction in any material form of any features of the article that are dictated solely by a utilitarian function of the article;

(c) doing with a useful article having only features described in paragraph (a), or with a drawing or reproduction made as described in paragraph (b), anything that the owner of the copyright has the sole right to do with the work; and

(d) using any method or principle of manufacture or construction.
Industrial design basics:

Protects features of shape, configuration, pattern and/or ornament that appeal to and are judged solely by the eye

Monopoly right:  make, import, sell, rent

System of government registration

Apply on a country-by-country basis

Limitation period for filing application:  one year in Canada, US

Most countries, no grace period

Limited term – 10 years in Canada

Copyright versus design protection

Arises automatically

Recognized in most countries

No need for government registration

No limitation period for filing application

Very long term (life + 50 years)

Bundle of Rights: S. 3: Three: PRODUCE/REPRODUCE, PERFORM & PUBLISH

The bundle of rights includes: produce, reproduce, perform, publish. You can assign in whole or in part geographically eg. license to reproduce while collective society grants rights to perform.

3. (1) For the purposes of this Act, “copyright”, in relation to a work, means 


the sole right to produce or reproduce the work or any substantial part thereof in any material form whatever, to perform the work or any substantial part thereof in public or,  if the work is unpublished, to publish the work or any substantial part thereof,  and includes the sole right

    (a) to translate

    (b) to convert dramatic work to novel

    (c) to convert novel/artistic work to dramatic work

    (d) to make mechanical contrivance to perform the work

    (e) to adapt to cinematographic work

    (f) to communicate the work to the public by telecommunication, (Entertainment Software Assn case)
    (g) to present at a public exhibition, for a purpose other than sale or hire, certain artistic works

    (h) to rent out the computer program,

    (i) to rent out a sound recording, and

    (j) to make first sale of tangible object 

and to authorize any such acts.
“Technological neutrality” (download v. buying in store should not effect the price)
Collective societies manage the works and license them out, and collect fees. 

The Right to Perform in Public: Performance/Telecommunication s. 3(1)(f)
Statutory Scheme – Performance/Telecommunication


3(1)(f) in the case of any literary, dramatic, musical or artistic work, to communicate the work to the public by telecommunication, …
Copyright Modernization Act – clarifying amendment

s. 2.4(1.1) For the purposes of this Act, communication of a work or other subject-matter to the public by telecommunication includes making it available to the public by telecommunication in a way that allows a member of the public to have access to it from a place and at a time individually chosen by that member of the public. DOES NOT APPLY TO DOWNLOADING!

Communication to Public By Telecommunication
Entertainment Software Assn. v. SOCAN, 2012 SCC 34

Normally, payment for game included royalties, can’t ask for royalties thereafter. Society asked for royalties for musical works downloaded during download of video games. Argued that their 3(1)(f) was violated. Traditional sale of video game in brick and mortar store involves no further payment of royalties to copyright owner. Majority focuses on technological neutrality: the law should apply evenly regardless of the medium used, you should not have to pay more b/c you downloaded. 

•s. 3(1)(f) – sole right to communicate work to public by telecommunication (downloading is not engaged by this)
•Communication right is connected to the performance right, not the right to reproduce permanent copies (at para. 12)
Court gives a novel interpreation about s. 3. Says that © provides 3 fundamental rights 1) right to produce or reproduce, right to perform, and right to publish. The enumerated rights following are simply illustrative and they could technically be categorized under one of these 3 fundamental rights. As was the case w/ the court characterizing the right to communicated under 3(1)(f) as connected to the fundamental right of performance, not that it included the right to reproduce permanent copies. 

•“stream” vs. “download” → these are different

•User is left with a permanent copy after download

•Stream is akin to a broadcast or performance

(A performance is impermanent in nature; does not leave the viewer/listener with a durable copy of the work (at para. 35)
(Arguably novel interpretation of s. 3 (at para. 42)
(Now need to slot the enumerated rights into performance or reproduction rts.
“To the Public”

•Openly, without concealment, to the knowledge of all

•Rogers Communications v. SOCAN, 2012 SCC: Streaming is communication to public by telecom
•At issue were:

•Downloads of music

•Streaming music

•Downloads disposed of by ESA v. SOCAN, no royalties payable 


•Regarding streaming music:

•Finding that a “stream” constitutes a “communication” was not challenged

•Argued point-to-point communication not “to the public”, relying on fax transmissions in CCH
•A series of repeated fax transmissions might be a communication to the public

•On-demand (pull) communications – copyrighted content made available to an aggregation of individuals of the general public
•Art. 8 of WIPO Copyright Treaty – right of authorizing any communication to the public…including making available
•Here, any member of public can purchase

•Business model depends on large # of sales

•Distinguish CCH – library had ability to accept or refuse any requested copy

•Streaming music is a communication to the public by telecommunication (2.4(1.1)

Right to Reproduce or Substantially Reproduce: Ladbroke Test

lLadbroke – two part test:
First determine whether the Plaintiff’s work as a whole is original then inquire whether the part taken is substantial.

“Substantial” involves quality as well as quantity. Can look to whether what was taken is novel or striking, or merely commonplace. 

(A part that represents a substantial portion of the author's skill and judgment expressed therein
**look at where author applied skill and judgment is that part of what was taken

Cinar Corporation v. Robinson, 2013 SCC: Substantial Reproduction

•Flagrant copying of the plaintiff's proposed educational children's television show
•Characters and environment similar
•Protagonist wears a straw hat and similar glasses 
•Most of the side-kicks in Curiosity are animals, in Sucroe are humans
•So not direct literal copying of the character or stories

•How to assess whether what has been taken is a substantial part of the work?
•Act does not protect every “particle” of a work
•“Substantial part” = flexible
•Cites Ladbroke – substantiality determined by quality, not quantity


•Application and Analysis:
•What was taken included graphic appearance and personality of protagonist, personalities of secondary characters, appearance of makeshift village
•Are not abstract ideas, but an expression of those ideas, which was a product of the author's skill and judgment
(undue taking of exercise of author’s skill & jdmet. Sufficiently detailed idea protected by copyright. 

MORAL RIGHTS

They apply to works/aural (not audio/visual). The author is the holder of moral rights NOT the owner of the copy right. Paternity = association with the work by author’s name + Integrity = cannot mutilate / distort the author’s work. 

l14.1 (1) The author of a work has, subject to section 28.2, the right to the integrity of the work and, in connection with an act mentioned in section 3, the right, where reasonable in the circumstances, to be associated with the work as its author by name or under a pseudonym and the right to remain anonymous.

(rights of paternity and integrity, see s. 17.1 for performers of aural performances

l28.2  (1) The author’s or performer's right to the integrity of a work or performer's performance is infringed only if the work or the performance is, to the prejudice of its author's or performer's honour or reputation,



(a) distorted, mutilated or otherwise modified; or



(b) used in association with a product, service, cause or institution.
Moral rights - AURAL
17.1 (1) […] a performer of a live AURAL performance or a performance fixed in a sound recording has, subject to subsection 28.2(1), the right to the integrity of the performance, and … the right, if it is reasonable in the circumstances, to be associated with the performance as its performer by name or under a pseudonym and the right to remain anonymous.
Characteristics - Moral Rights CANNOT be Assigned, but waived

CANNOT be assigned, but can be waived in whole or in part:  s. 14.1(2), 17.1(2)

lSubsist for same term as copyright:  s. 14.2, 17.2

ls. 28.1 and 28.2 deal with infringement of moral rights

-An act that is contrary to any of the moral rights

-Note for certain works, prejudice is deemed if there is any distortion, mutilation or other modification of the work:  s. 28.2(2)

-However, change in location of work or physical means by which exposed or physical structure containing it, or steps taken in good faith to restore or preserve the work shall not, by that act alone, constitute a distortion, mutilation or other modification:  s. 28.2(3)
le.g. Snow v. Eaton Centre:Flock of geese adorned with ribbons, injunction granted to remove ribbons
Statute in T.O, author didn’t like xmas lights around geeses’ neck. 

NEIGHBORING RIGHTS

People who perform or help disseminate the audio/visual performances

Performer’s Rights
 s. 15, s. 26 (latter is Performer’s Rights – WTO countries)
If not fixed S. 15(1)(A)
-Right to communicate to the public by telecommunication

-To perform in public by non-broadcast telecommunication

-To fix in any material form


If fixed S. 15(1)(B)
-Right to reproduce unauthorized fixation made by someone else (could go after them)
-To reproduce unauthorized uses of authorized fixation

-To rent out

-And sole right to authorize such acts


Sound Recordings: right of maker of sound recording

 s. 18

-Right to publish for the first time

-Right to reproduce in any material form

-Rental right

-And sole right to authorize such acts

Right to remuneration – s. 19

–For performers and makers of sound recordings (share equally)

–Get paid for performance or communication to public by telecommunication

–Is not a copyright, i.e. no right to restrain a public performance 

–Just a right to receive compensation for that performance
Communication Signals s. 21: Right of broadcaster
-Right to fix it

-Reproduce any unauthorized fixation

-Authorize simultaneous retransmission

-Perform TV broadcast in public for an entrance fee
OWNERSHIP & ASSIGNMENT

Section 13 (1) general rule: author of a work is the 1st owner of the copyright
Section 13(3) exception: if copyright is made by author under a contract of service, the employer is the first owner of the © 
Section 13 (4) author may assign ©, but it must be in writing signed by owner
(no such requirement for licenses or waivers of moral rights

University of London Press: cannot assign legal rights in a future work


2 profs hired to write math exams, there was no contract of service, therefore any © that arose was that of the authors (profs). They signed agreement said that any © that arose would vest w/ the University before they wrote the exams. Cannot transfer legal rights in a future work. Agreement to assign future work is an equitable assignment. University got equitable assignment, and University assigned its equitable rights to PL company. The PL is now equitably entitled to the copyright, so either they obtain proper legal assignment of © or they 3rd party the profs into their action and sue for infringement of ©.

•Parties other than owners may have standing to sue for infringement (s. 41.23(1))

•However, owners must be joined as parties to an action for infringement (s. 41.23(2)
–This can be a problem if the owner cannot be located (e.g. author has vanished)

Control Test in employment relationship

A servant is a person who is subject to the commands of his master as to the manner in which he shall do his work: Examiners paid a lump sum to set examination; how this was accomplished was left to their discretion. Control test” does not work well in context of skilled employees, but can still a useful guide

Factors to consider include:

–Power of selection

–Power of dismissal and suspension

–Payment of wages

–Right to exclusive service

–Right to determine place of work and nature of work

–Provision of tools and equipment
•Examples of contract of service: Ship’s master, chauffeur, and reporter on staff of newspaper

•Examples of contract for service: Ship’s pilot, taxi driver, and a newspaper contributor

•Reversionary Right: Under s. 14, rights revert to the author’s estate 25 years after death if…

•The author was the first owner of copyright

•The rights were NOT assigned/granted by author’s will


Author of cinematographic work is undefined

–Typically the producer, director, or both

•See “maker” (s. 2): Person by whom arrangements necessary for the making of the work are undertaken

•Compare with maker of sound recording: Person who made arrangements necessary for first fixation


JOINT AUTHORSHIP


Section 2 work of joint authorship: A work produced by the collaboration of two or more authors in which the contribution of one author is NOT distinct from the contribution of the other author or authors. ( their contributions belong together, no sense to have separated

•What is required for an author to make a “contribution”?
–Original (exercise of skill & judgement) + Expression of idea, not merely contributing ideas

Neudorf v. Nettwerk Productions
•Test for what constitutes joint authorship:

1) A putative joint author must contribute original expression, not merely ideas

2) The contribution must be significant and substantial (but need not be equal)

3) The authors must intend that the work be merged into a unitary whole (mutual intention)

4) The authors must intend that the others are joint authors (mutual intention)

•One does not become an “author” by merely contributing ideas or suggestions

•Author is one who contributes to the form of the work

•Consider that “author” is free to accept or reject the mere suggestions or ideas of another (exercising choice) 

•Law requires that there be a significant or substantial contribution of original expression

•What can be contributed to a musical work?

–Lyrics, melody, chords

–Musical parts, drum parts, bass parts, acoustic parts, electric parts, and background parts

–The “hook”

–The arrangement of the work, even if based on the re-arrangement of existing music

–The selection of common, ordinary well-known musical materials


Section 2 definition of “collaboration” – need mutual intent to merge contributions into unitary whole, need not even have met each other. 

Mutual Intent to be joint authors: Useful test: In the absence of contractual agreements concerning listed authorship, would each participant intend that all would be identified as co-authors?
Court finds that Neudorf’s suggestions were basic 4-4 beats, and some titles, but titles, but this is not enough. He contributed voice vocal melody, it met 3 elements, but not the fourth b/c Sarah McLachlin did not intend to me joint authors. 

 TERMS TERMS TERMS TERMS

	Type
	Section
	Term

	General
	6
	End of year (includes Dec 31) of author’s death + 50

	Joint authors
	9
	End of year of death of last author + 50

	Anonymous
	6.1
	End of year of 1st publication + 50, or end of year of making + 75, whichever is shorter
UNLESS identify becomes commonly known ( Section 6

If joint anonymous works, both must be anonymous at the beginning and if one becomes known ( Section 9

	Photographs
	10
	End of year (includes Dec 31) of author’s death + 50

	Dramatic works (without dramatic character)
	11.1
	If published, from end of year of publication + 50yrs to max of 100 yrs

If not published before expiration of 50 years of making, 50 years from end of that calendar year (which makes it 100 years)

	Dramatic works (with dramatic character) (Canadian Admiral)
	
	Life of author + 50

	Crown CR
	12
	End of year of publication + 50

	Non-works (neighbouring rights)
	23
	50 years from end of calendar year of performance, first fixation or broadcast occurred.

	Moral rights
	14.2
	Same term as © in whatever is the work or performer’s performance. 


REGISTRATION

Registration is optional, but has benefits:

–s. 53(1): Registration is evidence of the particulars entered in it

–s. 53(2): Registration is evidence that:

•copyright subsists; and

•the registrant is the owner

–s. 39(2): Registration rebuts an innocent infringement defence, legal presumption you are owner! (can get injunction)

Assignments can be recorded for priority purposes (s. 57(3))

–Void against subsequent assignee/licensee unless registered. First registrant overrules all others
INFRINGMENT
TEST: 
1. Does the PL own copyright
2. Is PL’s work original?
3. Did Def have access to the work?
4. Was there substantial reproduction (substantial + original portion copied) Ladbroke, as viewed by average lay observer?

(burden on PL, but help of presumption under 34.1

Section 27(1): It is an infringement to do anything only the owner of copyright may do

–Section 3: Works

–Sections 15, 18, 21, 26: Performer’s performances, sound recordings and broadcasts (bundle!)

Section 28.1: Acts contrary to moral rights are infringements of moral rights

–Section 28.2: Infringement of integrity right

–Section 14.1: Right of paternity
Proving Infringement: Plaintiff has the burden to prove by relying on X evidence ...
–Plaintiff is the owner of copyright in the work

–Defendant copied a substantial part of the work


Copying requires access (look at evidence)
•Copying can be hard to prove directly

–May be inferred from substantial similarity
(was there something that was copied that was highly coincidental? Impossible for other pty to get access
(Substantial Reproduction? Lad

broke test: was a substantial and original part (skill & j of author) taken?

(no mens rea element)


Limitation Period



(Section 43.1: Copyright infringement has a
3 year limitation period

(Discoverability principle applies:

–Time does not start to run until plaintiff knew or could reasonably have known of the infringement


•Benefits of Registration: See section 53(2)

–Registration is evidence that copyright subsists and that the person registered is the owner

34.1 Presumption

•Even if the work is unregistered, see s. 34.1: In any civil proceedings...presumption unless contrary proved by Def. Either way, both sides will adduce evidence. 
–Copyright is presumed to subsist

–Author presumed to be owner of copyright

–If author or owner’s name is marked in the work, that person is presumed to be the author/owner

Infringement: DEFENCES

1. No copyright to infringe

–Issue with subsistence (fixation, originality, etc.)
–Expiry of term

2. Common sources (copying of different work)

3. Alternative explanation for similarity

4. Plaintiff not owner / owner not joined

5. Fair dealing

–CCH: Fair dealing is an exception, not a defence
6. Statutory Exceptions 
Preston v. 20th Century Fox – Literary/ Dramatic Work
•Apply test for infringement:

–Did Lucas have access to Space Pets?

–Was there a substantial reproduction?

•Substantial similarity as viewed by average lay observer?

•Multiple lines of defence presented:

–Alternative explanation
–Common sources (folklore of primitive humanoids)
–Similarity not substantial
–No copyright (not sufficiently delineated, not widely known recognized)

Computer programs Delrina v. Triolet
–Delrina v. Triolet: Can abstract concepts from source code to look at overall structure of program

•Remember: The abstraction-filtration-comparison test is a useful tool, but cannot replace holistic substantial reproduction analysis. Apply with caution.

–Factors to consider:  Functional or external limitations on expression, public domain materials, programming conventions

Secondary Infringement

TEST for secondary infringement:

1.Primary infringement

•i.e. need an infringing copy of the work

2. Person knows or should have known that the work is infringing (what constitutes notice?)
3. Secondary dealing: acts enumerated in s. 27(2): renting out, importing, distribute, sell
Section 27(2): It is an infringement of copyright to engage in specific activities with a copy that the person knows or should have known infringes copyright OR would infringe copyright if it had been made in Canada by the person who made it.

Infringement: Musical Works

•Not determined by a note-for-note comparison, but is determined by the ear as well as the eye (average lay observer, listener)
–Time and rhythm are as important as correspondence of notes

–Expert evidence of similarity is often used

•Room for variation in popular music is SMALL: lower bar than literary/dramatic works
–Small variations may be original (argue independently arrived to song)
–Similarities may be explained by use of common techniques of composition

Infringement: Subconscious Copying

Subconscious copying is a possibility–But need to show proof (or at least a strong inference) of de facto familiarity with the work that is alleged to be copied.

Bright Tunes Music Corp. v. Harrisongs Music Ltd., 420 F. Supp. 177 (S.D.N.Y. 1977)

•Two songs: He’s So Fine vs. My Sweet Lord
•Harrison knew subconsciously that the hook had already worked in a hit song though his conscious mind did not bring it forward when he wrote My Sweet Lord
•Innocent infringement (i.e. lack of intent) is not a defence


Grignon v. Roussel Poor Man’s Copyright 
No presumptive benefits of 34.1 if you register after infringement
•Note use of “poor man’s copyright”: Pl sent a cassette of the song to himself and it was dated, so you show you created song first, poor substitute for registering. 
(access and substantial similarity proven, the cassette had been left w/ defendant

Infringement - Artistic Works


•Similar principles apply.

–Note that a work in 3 dimensions can infringe copyright in a 2 dimensional work

•Bear in mind overlap with industrial design protection

–May not be an infringement of copyright to reproduce a useful article

–Or to apply features that are dictated solely by a utilitarian function of that article


Making and publishing pictures of a work of sculpture or artistic craftsmanship is NOT infringment where work is permanently situated in public place, same for making/publishing pictures/drawings of architectural work. (32.2(1)(b)

Infringement - Moral rights
if painting, sculpture or engraving, the author’s right is violated by any distortion, mutilation or other modification of the work to prejudice of author’s honour or reputation (28.2(2). Violation of moral rights not seen as ‘infringement’ where your economic rights are infringed, but you can get any remedies injunction, damages, accounts (s. 34 (2) 

DAMAGES

s. 34: –Injunction, damages, accounts, delivery up and all other remedies otherwise conferred by law
•Section 35: Plaintiff can claim damages for its own losses + defendant’s profits (disgorge)
•Section 38: Recover of infringing copies
•Section 38.1: Statutory damages: min $500, max is $5000 (only if you cannot prove higher damages), no one can sue you for statutory damages after you’ve been sued once. 
•Also costs, pre- and post-judgment interest
•Section 39: Innocent infringement: Injunction is the only available remedy where the defendant was not aware of copyright (s. 39(1)): –Exception does not apply if copyright has been registered (s. 39(2))

Infringement by Importation  - Secondary Infringement 

•Secondary Infringement: Even if a person does not make copies of the work, can still be liable for secondary infringement (s. 27(2))
–Infringed by importing copies that would have been infringing, had they been made in Canada
•Kraft Canada v. Euro Excellence: Exclusive licensee can’t sue owner for infringement
•First Sale Right: Now see s. 3(1)(j): If the first sale is not made by the owner of the © in Canada= infringement.
Infringement: Authorization

S. 3 givers right of owner to ‘authorize’ the listed acts. In CCH case, LSUC did not authorize the great library to infringe the © of the Pl’s works, by providing self-service copiers, merely supplying means to infringe is insufficient. 

Infringement: Communications via the Internet

Tariff 22: SOCAN v. Cdn. Assn. of Internet Providers
•SOCAN claims royalties from ISPs in Canada for transmissions of its musical works, irrespective of where the transmission originates

•Statutory framework:

–s. 2: “telecommunication”

–s. 3(1)(f): telecommunication to the public is a right of © owner!
•Communicating “to the public” includes making available openly and without concealment, to be conveyed to all who might access

–s. 2.4(1)(b): Person does not communicate the work or other subject matter to the public merely by providing the means of telecommunication necessary for another person to so communicate the work: not enough that you are ISP give opp to others to infringe

–s. 2.4(1.1): Communication to the public by telecommunication includes making available for access at a time and place chosen by a member of the public

•Internet transmission implicates many actors

•“Communicate” means to impart or transmit

–Generally only the person who posts a work communicates it (not the recipient)

•Telecommunication occurs when work is transmitted from host server to end user

–But only where user does not receive a durable copy of the work – ESA v. SOCAN

•When does a telecommunication occur in Canada?

–Test is the “real and substantial connection test”

–For communications on the Internet, consider:

•situs of content provider

•situs of host server

•situs of intermediaries

•situs of end user

•This results in overlapping jurisdiction
–“making available” right could potentially avoid such overlap

•ISP liability for copyright infringement:

–s. 2.4(1)(b) protects mere intermediaries: by their existence and ISP doesn’t communicate work
–“necessary” means reasonably useful and proper to achieve the benefits of enhanced economy and efficiency

•ISP protected if it acts in a content-neutral way

–Acting as host server, caching, etc., are content neutral

–Embedding hyperlinks that lead to a work may infringe

•Knowledge of infringing content is a factor to consider

•Consider the impracticality of monitoring

•Potential liability for other functions of ISPs:

–Acting as host server

•Not liable where no knowledge of content

•Potentially liable for authorizing infringement if the ISP has notice of the infringing nature of the content 

–Caching

•This is content-neutral and directed toward improving service

•Therefore is “necessary” and falls within s. 2.4(1)(b)

–Providing hyperlinks
•Board found creation of an automatic hyperlink can infringe

•Not a communication, but is an authorization of communication

REMEDIES AGAINST ISP: 41.27 + NOTICE & NOTICE regime

•Many downloaders believe they are anonymous
•Copyright owners can seek an order requiring an ISP to disclose the identity of customers who are potentially infringing

•“Norwich Order” – Voltage Pictures v. Doe
–Bona fide claim

–Non-party has information on an issue

–Order is the only reasonable means to obtain

–Fairness requires information be provided before trial

–Order will not cause undue delay, inconvenience or expense to third party

Statutory Provisions for the Internet

•Section 27(2.3): It is an infringement to provide an Internet service primarily for the purpose of enabling copyright infringement

•Section 27(2.4): Statutory factors to consider:

–Promotion for purpose

–Knowledge of infringing acts

–Significant non-infringing uses

–Ability to limit infringing acts

–Benefits received

–Economic viability for non-infringing purposes

Safe Harbour Provisions:

•Section 31.1(1): Person who provides in relation to the Internet or another digital network the means for telecommunication/reproduction does not, by that act alone, infringe

•Section 31.1(2): Caching excepted
•Section 31.1(4): Hosting excepted
–Section 31.1(5): Except where the person providing digital memory knows of a decision of a court of competent jurisdiction
•Section 41.27: Limited to injunctive relief against network search tools that reproduce copyrighted material in a content-neutral manner to search and display information

–Exception: If content had been removed by the time provider receives notice, limitation ends 30 days after notice received

Notice & Notice Regime

•Sections 41.25 and 41.26 are not yet in force: ISP must give notice to © infringer
•Protects those who provide network services, hosting services, or Internet search tools

•Provider must forward the notice and retain records to allow identity to be determined

•Can charge a fee for doing so (if prescribed)

•$5,000-$10,000 statutory damages available if provider fails to act

–No other remedy available

Infringement Exceptions ONUS ON DEFENDANT!

1. Youtube exception: for non-commercial user-generated content:  s. 29.21 
YouTube exception:  allows people to take copyrighted content and use it in new works without a license. For this exception to apply:
( the new work must be used for solely non-commercial purposes, 
(the source of content being used must be mentioned in the new work (along with the author, performer, 
(maker or broadcaster of the content, if listed in the source
(the creator of the new work must have reasonable grounds to believe that the content being copied did not itself infringe copyright
(the new work must not have a substantial adverse effect on the original work

2. •Reproduction for private purposes: s. 29.22

•Original copy not infringing

•Original copy legally obtained, not by rental or borrowing, and individual owns or is authorized to use medium/device onto which it is reproduced

•Did not circumvent TPM

•Cannot give reproduction away

•Use only for individual's private purposes

•Destroy copies if give away original
3. •Time-shifting:  s. 29.23 (“TIVO exception) 
–Communication signal received legally

–Do not circumvent TPM

–Make only one recording

–Keep recording only as long as reasonably necessary to view at more convenient time

–Not give recording away

–Used only for individual's private purposes

4. Backup Copies:  s. 29.24 
Person who owns or has license to use can make copy solely for backup purposes

Source copy is not infringing

Did not circumvent a TPM

Cannot give reproduction away

Destroy all reproductions if person ceases to own or have license to use source copy
5. s. 80 you can copy a song from a legit CD you own, not infringement.


6. Fair Dealing Exceptions ONUS ON DEFENDANT!


•s. 29 – for research, private study, education, parody or satire

•s. 29.1 – for the purpose of criticism or review
Criticism” connotes analysis and judgment of another work that sheds light on the original
•Provided source and name of author (if given in source) are mentioned

•s. 29.2 – for the purpose of news reporting

•Provided source and name of author (if given in source) are mentioned

•Are further exceptions for educational institutions (s. 29.4 to 30.04); libraries, archives and museums (s. 30.1 – 30.5); and further exceptions (s. 30.6 – 32.2)

•Only consider exception where there would otherwise be infringement (i.e. substantial reproduction has occurred)

•Onus on defendant to show it can rely on exception

•Must be both fair and for one of the listed purposes CCH:  For s. 29.1 or 29.2, must also comply with requirements of section, i.e. mention source and name of author

Large and liberal interpretation - “user's rights: exemptions should not be given restrictive meaning - CCH
Two-step analysis for fair dealing (CCH)

1. Must be for one of the enumerated purposes

2. Dealing must be fair (multi-factorial test)
Factors to consider in assessing fairness:  CCH (none are determinative.)
· Purpose of the dealing

· Must be allowable purpose; commercial use can still be fair

· Commercial might be less fair

(look at purpose from eyes of user, sampling music only 
· Character of the dealing

· e.g. making single copy for specific purpose and destroying after use 
eg .making multiple copies, distribution = unfair
Can consider the custom and practice of the industry.
· Amount of the dealing:  taking whole work generally not fair
· In UoL Press, copying entire exams were not fair dealing

· 30 seconds of music sampling, can’t look at amount in the aggregate 
(look at individual level.
· Alternatives to the dealing

· But do not consider availability of a license as a factor

· Consider if alternative non-infringing work that can be used
· Was there a non-copyrighted version of work available?
· Nature of the work – published or unpublished

· Publication leads to wider dissemination meets goal of ©, but not fair if work is confidential 

· Effect of the dealing on the copyright work

· e.g. does the copy compete with the market for the original work 
eg. just b/c previews of music widely available is NOT music widely disseminated 

· “good faith” = free from discrimination, dishonest, impartial (CAW)
Research
•Large and liberal interpretation

•Not limited to non-commercial contexts

•Need not be creative

•Dissemination of work is in public interest

( •Sampling of music downloads is research, to help users decide what music to buy. (SOCAN v. Bell) eg. sampling music on itunes
Private study

Does not require splendid isolation

Review in a classroom setting by students is private study

Education (?)


Parody


Canadian law previously more protective of copyright owner

Do not permit appropriation of private property (i.e. copyright works) for purposes of expression

-Michelin v. CAW
Michelin failed on trademark issues:  no “use”

But succeeded on the copyright issues – union infringed copyright by making leaflets

•Court rejected that parody is criticism

-“Criticism” connotes analysis and judgment of another work that sheds light on the original

CAW did not mention the source and  author’s name

-“Mention” requires more than passive/implicit acknowledgement

Did not treat  work in a fair manner (i.e. good faith)

-“Good faith” = free from discrimination, dishonest, impartial

Fair Dealing Private Study


Alberta (Education) v. Access Copyright, 2012 SCC
•Copies of short excerpts of textbooks made at teachers’ initiative with instructions to students that they read the material

•Copies made by teacher at request of student were considered to be fair; not at issue here

•Board erred in assessing fairness

•Purpose of the Dealing 

•Board characterized as instruction or non-private study - unfair

•SCC:  no separate purpose on the part of teacher - symbiotic

•Amount of the Dealing – only short excerpts were copied

•Number of copies to be considered under the character of the dealing

•Character of the dealing – multiple copies were distributed to entire classes

•Alternatives to the dealing – purchase of additional supplemental textbooks not a realistic alternative

•Effect on the work – other factors could be blamed for shrinking textbook sales

•Board appeared to consider that schools copy a quarter billion textbook pages per year, although a tariff is paid for most


Collective Administration

•Very difficult to identify and contact individual copyright owners to seek permission to use a work

•Often rights assigned to collective societies

•Single point of contact for a person wishing to use any works within the society’s repertoire

•Many different such societies – still a complex task
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(2) After the patent is issued, it shall, in the

absence of any evidence to the contrary, be valid and

avail the patentee and the legal representatives of the

patentee for the term mentioned in section 44 or 45,

whichever is applicable.
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2.2 Statutory Provisions 



The scope of patentable subject matter in Canada is defined by s. 2 and s. 27(8) of the Patent Act:


2.  In this Act, “invention” means any new and useful art, process, machine, manufacture or composition of matter, or any new and useful improvement in any art, process, machine, manufacture or composition of matter.


27 (8)  No patent shall be granted for any mere scientific principle or abstract theorem.



The United States Patent Act has a similar statutory provision defining what inventions are patentable:


35 U.S.C. 101  Whoever invents or discovers any new and useful process, machine, manufacture or composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this title.


