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[bookmark: _Toc321774303]Introduction

· Patents can protect ideas, copyright protect the expression of ideas

· Key: idea must fall within patentable subject matter and meet the other 3 criterias for patentability

· Ie. in Canada, cannot patent living organism – possible in USA

· Excludes: scientific principles or abstract theorems (section 27(8))

· Monopoly for a limited period of time intended to encourage disclosure of useful inventions (17 years)

· Contract between the inventor and the state to encourage innovation

· Patentability vs infringement

· Patentable = can this be patented under the law?

· Infringement = is the patent infringed? (also consider if the patent is valid)

[bookmark: _Toc321774304]Historical Development

· In Section 6 of the Statute of Monopolies an exception was made for letters patent and grants of privilege for “any manner of new manufactures” which were granted to the “true and first inventor”

· This exception to the general rule prohibiting monopolies is the foundation of modern patent law

· The Statute of Monopolies did not use the term “invention” per se

· 



[bookmark: _Toc321774305]Filling Patent Application

· Patent rights do not arise automatically, must file an application with the CIPO

1. filing

2. search

3. examination

4. response or amendment

5. notice of allowance or final rejection

6. payment of issue fee or appeal

· Appeal: Patent Appeal Board -> Federal Court -> Federal Court of Appeal -> Supreme Court of Canada

[bookmark: _Toc321774306]International Patent Protection

· Patents must be filed nationally in each country to gain protection – no such thing as worldwide patents

· There are certain international treaties/agreements that make patent filling easier in many countries

· European Patent Convention

· A regional patent granted through the EPO but enforced by the national governments

· Possible to enter the EPO via the PCT

· Patent Cooperation Treaty

· A unified process for filling a patent application

· Can enter the national phases and get a patent in the country desired

[bookmark: _Toc321774307]Terms of Patent

· Patents are for a defined term

· 20 years from the application filling date (regardless of length of prosecution)

· Formerly, 17 years from issuance

· Maintenance fees must be paid prior to issuing of a patent (55(2))

[bookmark: _Toc321774308]Structure of Patent Application

· Specification = Disclosure/Description (descriptive portion of application) + Claims

· Disclosure is to describe the invention in sufficient detail to allow someone, skilled in the art, to reproduce the invention once the patent lapses or expires

· Abstract

· a brief technical statement describing the utility of the invention and the manner in which the invention is distinguishable from other inventions

· Field of the Invention

· a summary of the field of technology to which the invention relates			

· Background of the Invention

· Describe the prior art in the same general field, the shortcomings of the current technologies and the recommended solution

· Summary of the Invention

· Sometimes excluded so it won’t limit the generality of the claims

· Often a paraphrase of the claims

· Brief Description of the Drawings

· a brief description of what each drawing view represents

· Detailed Description of the Preferred Embodiment

· a detailed description of the structure of the invention with reference to the part numbers shown in the drawings

· usually also a detailed description of the operation of the invention

· Drawings

[bookmark: _Toc321774309]Claims

· Defines the scope of the patent

· Each claim is a single sentence by tradition (Xerox)

· Claims may cover actions (methods, processes, and uses) and things (apparatus, compositions, and products)

· Independent : can have more than 1 (ie. product itself, use, process, etc)

· Dependant: refers to an independent claim 

· Functional terminology is used to broaden the scope of the claims

· Function of the claims is to define clearly and with precision the monopoly claimed, so that others may know the exact boundaries of the area within which they will be trespassers. Primary object is to limit and not to extend the monopoly. What is not claimed is disclaimed. (Lissen HL case)

· Noranda

· Inventor puts fences around the field of the monopoly and warns others not to trespass

· Fences must be clearly placed to give the necessary warning

· Must not fence in property that is not the inventor’s

· Claim must be free from avoidable ambiguity or obscurity and must not be flexible

· Must be clear and precise

· If claim cannot follow the above requirements, it cannot stand

· Can claim as narrow as the inventor likes, but must not make them as broad as they like

· Structure of the claims is critical when assessing 

· whether an invention constitutes patentable subject matter (ie. Utility vs process) or 

· whether it is infringed by a competing apparatus or activity

· consider not only what an invention is but how it is claimed (ie. structure)

[bookmark: _Toc321774310]Trade Secrets and Industrial Designs

[bookmark: _Toc321774311]Trade Secrets

· Trade secrets are protected by the common law so long as the information remains secret

· Patents require disclosure of an idea - the word “patent” is derived from a Latin word which means “laid open” or “revealed”

· Patents will eventually expire 

· Trade secrets may potentially extend indefinitely 

· Trade secrets provide no protection against independent creation



[bookmark: _Toc321774312]Industrial Designs

· Industrial designs protect visual or aesthetic features of new articles of manufacture whereas patent protection functional features

· In the USA, distinguish between design patent and utility patent (Canada is patent vs industrial designs)

· In the USA industrial designs are referred to as “design patents” and extend for a single term of 14 years 

· Term of protection is 5 years renewable for one further 5 year term

[bookmark: _Toc321774313]Patentable Subject Matter

· Canada’s patent act specifically lists out what an invention could be, new and useful (or new and useful improvements) of: (Section 2)

· Art

· No fine arts

· patentable art must cause a change in the character or condition of a physical object (Lawson)

· but “physical” much br broader in light of the current technologies (Amazon) – not met merely by the fact that there is practical application

· Process

· Excluding mere scientific principle or abstract theorem (Section 27(8))

· Machine

· Manufacture (should be very broad, SCC Harvard Mouse)

· This word has been used in the Statute of Monopolies

· An Australian Court case (NRDC) defined this word and also adopted in Canada – vendible products test

· A method or process is a manner of manufacture if it 

· (a) results in the production of some vendible product, or 

· (b) improves or restores to its former condition a vendible product or 

· (c) has the effect or preserving from deterioration some vendible product to which it is applied

· vendible product: A method which results in an effect that (1) alters the natural state of affairs and (2) has practical utility or market value (economic advantage)

· captures non-living mechanistic product or process (Harvard)

· Composition of matter

· Must be the inventor who combined/mixed the ingredients (Harvard)

· Cannot have a subsequent complex process that puts together the matter

· Excludes HLF (Harvard)

· NRDC also said

· To be within limits of patentability, must offer some advantage that is material, in the sense that it is an useful art, not a fine art – ie. its value to the country is in the field of economic endeavour (excludes non-economic such as professional skills, surgery, medical treatment)

· Mere scheme or plan not patentable (Lawson) because no “manufacture” is created

Section 2 - Interpretation

“invention” means any new and useful art, process, machine, manufacture or composition of matter, or any new and useful improvement in any art, process, machine, manufacture or composition of matter;

Section 27(8)

No patent shall be granted for any mere scientific principle or abstract theorem.

[bookmark: _Toc321774314]Professional and Personal Skills

· Professional skills are arts that belong to the professional field and not patentable (Lawson)

· Manual art or skill could be

· Where effectiveness of a methods depends on the skill of the professional skill of practitioner, this may indicate that the method belongs to a professional field and is unpatentable (Re Dixon Application)

· Professional skills also cannot be patented as a process (Lawson)

[bookmark: _Toc321774315]Methods of Medical Treatment

· Tennessee Eastman – starting point for no claims to surgical treatment as a process

· Originally based on Section 41 of the Patent Act (repealed), thus possible to argue that now medical treatments should be patentable

· Based on Section 41, the court inferred that Section 41 is meant to oust the claim of a substance unless prepared by a patented process- the use of the substance should not be patentable (otherwise this will be a huge loophole)

· This case held that methods of medical treatment (the method of applying a substance to a human body) is not patentable as a “process”

· because any effect the method has on the human body is not an effect on a material object

· Wayne State University – workaround to claim medical treatments

· Instead of claiming method of treatment, claim a use

· New use of an old compound can qualify as an invention (because the inventive ingenuity lies in the new use)

· Key is where the novelty lies and argue which one the medical claim is under

· Simply a combination of techniques? No

· Discovery of a new use of an existing compound? Yes

· The end result is that the use (and the method) will be protected

· Therapeutic uses of substances are not methods of medical treatment because (Apotex v. Wellcome)

· (1) the administration of the substance requires the application of professional skill and judgment, and

· In other words, administration = use + professional skill; therefore the patented use does not cover professional skill

· (2) the economic benefit of the new use occurs through the manufacture and sale of the substance and not simply an increase in the efficacy of the day to day practice of physicians and other medical professionals

· Cosmetic methods involving the treatment of living tissue may constitute methods of medical treatment

· Diagnostic methods, which do not involve the direct treatment of human tissue, are potentially patentable

· Methods of medical treatment are patentable in the United States, although U.S. legislation enacted September 30, 1996 has established new limitations on the remedies available for infringement of a patented “medical activity”

[bookmark: _Toc321774316]Living Matter and Biotechnology

[bookmark: _Toc321774317]US Position

· SCOTUS holds that a genetically altered bacterium capable of digesting hydrocarbons is patentable (1980s)

· In 1987, USPTO issued notice that “nonnaturally occurring non-human multicellular living organisms, including animals, are patentable under 101”

· Has to be something that doesn’t exist naturally  some human intervention required

· No exclusive property rights in human beings because it will be against 13th Amendment again slavery

· Canadian court has the same finding in the FCA decision of Harvard Mouse, Section 7 of Charter

· But SCC says determining what is human and what is not is a question for Parliament and there shouldn’t be a categorical exception for humans

· Section 33 of the America Invents Act

· No claims directed or encompassing a human organism

· A person whose tissue is used to develop cell lines has no property right in the cell line (Moore)

· Patentable in the USA (maybe in Canada)

[bookmark: _Toc321774318]Canadian Position

· Patentability of higher life forms differ from Canada and USA

· Abitibi – case that allowed patents of some micro-organisms and left the door open for higher life forms

· All micro-organisms, yeasts, moulds, fungi, bacteria, actinomycetes, unicellular algae, cell lines, viruses, or protozoa are patentable

· Requirements for patentability of such life forms:

1. produced en masse as chemical compounds are prepared, and

2. are formed in such large numbers that any measurable quantity will possess uniform properties and characteristics

· Deposit of an new life form that is capable of self-reproduction in a publicly accessible culture collection I sufficient to satisfy the disclosure requirements of s. 36 

· court did not have to decide but saw no justifiable reason for distinguishing between the above life forms and higher life forms (animals and plants) – BUT decided in Harvard Mouse

· court seemed to suggest if the HLF is useful and created uniformly, then why can’t it be patentable (not patentable if it varies individually)

· Harvard Mouse (slim 5:4)– no patents on higher life-forms

· Patent was allowed in USA but not Canada

· Process claims relating to procedure for creating the HLF could be allowed, but not the HLF itself

· Majority (Bastarache J.)

· Concerns about potential patentability of human life lead majority to say HLF are not patentable

· “manufacture” and “composition of matter”

· Not intended to cover higher life forms because clearly missing the regulations surrounding HLF

· Common understanding of the words do not seem to encompass HLF

· Need legislative direction to determine if patentable, not for courts to decide

· However, it seems that the egg (prior to growing/development) could be patentable because it is not a HLF at that stage and not complex

· Line between LLF and HLF is common sense

· Minority (Binnie J.)

· Criticizes the majority for splitting up the stages where the HLF is patentable, nothing in the statute allows this

· Criticizes the common sense distinction between LLF and HLF

· Argued that “manufacture” and “composition of matter” is broad enough to capture HLF

· “manufacture” has always been expansive, not restrictive

· On 20 June 2006, the CIPO made an announcement that “The Patent Office takes the position that animals at any stage of development, from fertilized eggs on, are higher life forms and are thus not patentable subject matter under section 2 of the Patent Act. Totipotent stem cells, which have the same potential as fertilized eggs to develop into an entire animal, are considered to be equivalents of fertilized eggs and are thus higher life forms and are not patentable subject matter.”

· This announcement flatly contradicts the majority in Harvard Mouse

· Section 38.1(1) outlines the rules for biological material and deposits

· Deposit is considered part of the specification

· Genes within plants are patentable (Mosanto)

[bookmark: _Toc321774319]Canadian Retreat from Harvard Mouse (Plants Protextion)

· Plant Breeder’s Rights Act was passed after the Pioneer Hi-Bred case

· Gives IP protection for new plant varieties (ie. all plant species except algae, bacteria, and fungi)

· Exclusive rights to:

· Sell

· Make repeated use

· Use as propagating material

· In order to qualify for plant breeders’ rights protection, a candidate variety must be distinct, uniform, and stable in its essential characteristics

· The term of protection is 18 years, measured from the date of issuance of the Certificate of Registration

· A plant is not patentable subject matter, per se, because plants are higher life forms (i.e., multicellular living organisms)

· Monsanto (SCC 5:4)– case clarifying the protection to plants and its cells

· The genes and modified cells that make up a plant are patentable subject matter 

· Whether protection extends to plants containing patented genes and cells is a question of infringement (ie. which infringement test to apply), not validity (subject matter patentability)

· Possible to seek protection under Plant Breeder’s Act and Patent Act 

· Minority said the patented gene shouldn’t extend to the whole plant and its offsprings



[bookmark: _Toc321774320]DNA

· Patent protection is available for isolated and purified DNA fragments, full length genes and the proteins they encode

· DNA fragments are therefore treated no differently from other chemical compounds derived from a natural source

· In order to be patentable, the fragments must have some useful purpose, such as synthetic probes used for forensic identification, identification of tissue type or origin, chromosome mapping etc.

· In the USA, CAFC decided that isolated DNA molecules are distinct from their natural existence -> patentable subject matter (AMP)

· Focus on the distinctive characteristic rather than the physiological use or benefit

· Structure over function

· Patentability not negated because it has similar informational properties to a different DNA



[bookmark: _Toc321774321]Computer Programs (Schlumberger)

· Sometimes computer programs are part of a business method

· Test adopted by the courts:

1. What, according to the application, has been discovered?

· Key: characterizing the invention

· Characterize as theorem or algorithm  not patentable

· Merely using computer algorithm to make calculations probably won’t be patentable

· Characterize as an industrial process (within traditional area that is patentable) implemented by computer  more likely patentable

1. Is discovery patentable regardless of whether a computer is or should be used to implement the discovery?

· Patent Office Guidelines

1. Unapplied mathematical formula are considered equivalent to mere scientific principles or abstract theorems not patentable under 27(8)

2. Presence of a programmed general purpose computer/program does not lend to nor subtract patentability from an apparatus or process

3. New and useful processes incorporating a computer program, and apparatus incorporating a programmed computer, are directed to patentable subject matter if computer-related matter has been integrated with another practical system that falls within an area which is traditionally patentable

· The US Position (Diamond) is very similar

· The key is characterization of the computer integrated with something that is traditionally patentable

[bookmark: _Toc321774322]Business Methods

· Usually falls under “process”

[bookmark: _Toc321774323]US Position

· The statute itself has no explicit prohibition against patenting business methods, but the case law has developed in this area State Street Bank and most recently Bilski

· State Street Bank – very broad and opened the door to business methods

· practical application of a a mathematical algorithm, formula, or calculation, because it produces a ‘useful, concrete and tangible result’

· concrete/physical output not necessary

· Bilski – case for patenting hedging risk

· CAFC said the “machine or transformation” test is the sole test to determine patentability as a “process”:

1. Is it tied to a machine or apparatus? Or

2. Does it transform a particular article into a different state or thing?

· SCOTUS says MOT is a useful and important clue, an investigative clue for determining whether some claimed inventions are processes – it is not the sole test

· State Street was not endorsed

· No categorical exclusion of business methods from patentable subject matter

· KEY: characterize the business method to meet the MOT test and further away from an “abstract theorem” will make ti more likely to pass

[bookmark: _Toc321774324]Canadian Position

· Amazon case from the FCA is currently the leading case, SCC has not given input on this

· Court did not categorically exclude the patentability of business methods

· Court said that to determine whether it is patentable subject matter, must “purposively construe (with a basis of a foundation of knowledge about the relevant art) the patent claims because only a literal reading may be influenced by deliberately or inadvertently deceptive claims” (ie. figure out the subject matter from a purposive construction)

· Discourage use of catch phrases or key words

· Some people criticized this decision because the above test was based on infringement, not validity (Free World and Whirpool)

· Requires expert evidence and will usually defer to Commissioner

· Patent Appeal Board said the “form” and “substance” of the claim must be considered-  FCA disagreed 

· Requirement that an invention must be “technological” is vague and confusing – not to be used as stand-alone basis for rejecting as patentable subject matter

· But the TRIPS agreement specifies patents “in all field of technology” – should court interpret to conform?

· patentable art must cause a change in the character or condition of a physical object (Lawson)

· but “physical” much be broader in light of the current technologies  – not met merely by the fact that there is practical application

[bookmark: _Toc321774325]Combination and Aggregations (Domtar)

· aggregation: each element perform essentially independent functions (not patentable subject matter)

· combination: where separate elements “cooperate” or “interact” to produce a new result (patentable subject matter)

· KEY: remove any part of it, if it still continues to perform their own individual function  aggregation

· each piece of the combination must perform some function that contributes to the result of the combination, the result being something more than the sum of essentially independent functions

[bookmark: _Toc321774326]Patentability Requirements

[bookmark: _Toc321774327]Novelty

· first to file system

· “claim date” = filling date of the application (unless the application is claiming a priority date, then the priority date applies)

· Priority of 12 months available if filed in a state that is party to the Paris Convention

· Note that the statute distinguishes claim date and filling date

· “filling date” = filling date of the application, in Canada

[bookmark: _Toc321774328]Bars to Novelty

· Section 28.2(1)(c) – if someone files for an application before the date you filed (or priority date you claimed) (unless application was kept secret and never disclosed)

· (c) in an application for a patent that is filed in Canada by a person other than the applicant, and has a filing date that is before the claim date; or

· Section 28.2(1)(b) – if someone, other than applicant/related person, discloses the subject matter anywhere (might be an equitable defense if the disclosure was done fraudulently)

· (b) before the claim date by a person not mentioned in paragraph (a) in such a manner that the subject-matter became available to the public in Canada or elsewhere;

· Section 28.2(1)(a) –  if the applicant (or related person) discloses the subject matter more than 1 year (grace period) prior to date of filling (that means even if the person claims priority date, the statute will still bar it because it uses filling date to calculate, not priority date) – very dangerous, better not try this

· (a) more than one year before the filing date by the applicant, or by a person who obtained knowledge, directly or indirectly, from the applicant, in such a manner that the subject-matter became available to the public in Canada or elsewhere;

· Section 28.2(1)(d) – if someone else, other than the applicant, has an application claiming priority date before the one being filed now (unless application was kept secret and never disclosed)

(d) in an application (the “co-pending application”) for a patent that is filed in Canada by a person other than the applicant and has a filing date that is on or after the claim date if



            (i) the co-pending application is filed by



(A) a person who has, or whose agent, legal representative or predecessor in title has, previously regularly filed in or for Canada an application for a patent disclosing the subject-matter defined by the claim, or



(B) a person who is entitled to protection under the terms of any treaty or convention relating to patents to which Canada is a party and who has, or whose agent, legal representative or predecessor in title has, previously regularly filed in or for any other country that by treaty, convention or law affords similar protection to citizens of Canada an application for a patent disclosing the subject-matter defined by the claim,



            (ii) the filing date of the previously regularly filed application is before the claim date of the pending application,



(iii) the filing date of the co-pending application is within twelve months after the filing date of the previously regularly filed application, and



(iv) the applicant has, in respect of the co-pending application, made a request for priority on the basis of the previously regularly filed application.

[bookmark: _Toc321774329]Anticipation

· Anticipation is to test whether the disclosure is sufficient to negate the novelty

· Not all disclosures bar novelty

· Prior art, found in a single document, is sufficient to negate novelty if “it gives clear and unmistakable directions” in order to anticipate the invention (Ernes Scragg)

· Suggestions and foreshadowing not sufficient

· Ie. satisfy the following (Reeves)

1. Give an exact prior description;

2. Give directions which will inevitably result in something within the claims;

3. Give clear and unmistakable directions;

4. Give information which for the purpose of practical utility is equal to that given by the subject patent;

5. Convey information so that a person grappling with the same problem must be able to say "that gives me what I wish";

6. give information to a person of ordinary knowledge so that he must at once perceive the invention;

7. in the absence of explicit directions, teach an "inevitable result" which "can only be proved by experiments"; and

8. satisfy all these tests in a single document without making a mosaic.”

· Key Test – enabling disclosure: (Sanofi)

· Sale or prior use alone not enough for anticipation, need enablement (Baker Petrolite)

· In the context of patent anticipation under paragraph 28.2(1)(a), when reverse engineering is necessary and capable of discovering the invention, an invention becomes available to the public if a product containing the invention is sold to any member of the public who is free to use it as she or he pleases. (Baker Petrolite)

· Unclear whether “concealed use” is sufficient for enablement (perhaps might be more complicated if there is a license agreement involved)

1. Prior disclosure of the claimed invention (in a single publication)

· NDA

· Disclosure based on an NDA will not suffice (Gibney)

· Disclosure without NDA to one member of public may suffice (Gibney)

· Experimental Use Exemption

· bona fide experimentation, tests must be conducted to perfect the invention or to convince the inventor of the merits or practical utility of the invention (rather than to convince others, such as investors and purchasers)

· ie. make sure there was NDA…evidence that this is experimental rather than a disclosure/sale

2. “enablement” = a person skilled in the art would have been able to perform the invention, without inventive skills (Baker Petrolite)

· Some trial and error is permitted

· Must enable a skilled person to perform without “undue burden”

· Enablement assessed having regard to the prior patent as a whole including specification and claims

· Skilled person may use his general knowledge to supplement information (general knowledge is generally known by persons skilled in the relevant art at the relevant time)

· Enablement thru reverse engineering, without inventive skills, counts (Baker Petrolite)

· Amount of time and work involved in conducting the reverse engineering is not determinative of whether a skilled person could discover the invention

· Does not matter that the person actually did not discover/reverse engineer, as long as it was possible (Gibney)

· The enabled item need not be identical, as long as it falls under the claims in question- ie. subject matter of the claims could be determined (Baker Petrolite)

Key Points from Baker Petrolite (incorporated above)

1. Sale to the public or use by the public alone is insufficient to prove anticipation.

2. For a prior sale or use to anticipate an invention, it must amount to "enabling disclosure".

3. The prior sale or use of a chemical product will constitute enabling disclosure to the public if its composition can be discovered through analysis of the product.

4. The analysis must be able to be performed by a person skilled in the art in accordance with known analytical techniques available at the relevant time.

5. In the context of patent anticipation under paragraph 28.2(1)(a), when reverse engineering is necessary and capable of discovering the invention, an invention becomes available to the public if a product containing the invention is sold to any member of the public who is free to use it as she or he pleases.

6. It is not necessary to demonstrate that a member of the public actually analysed the product that was sold.

7. The amount of time and work involved in conducting the analysis is not determinative of whether a skilled person could discover the invention. The relevant consideration, in this respect, is only whether inventive skill was required.

8. It is not necessary that the product that is the subject of the analysis be capable of exact reproduction. It is the subject-matter of the patent claims (the invention) that must be disclosed through the analysis. Novelty of the claimed invention is destroyed if there is disclosure of an embodiment which falls within the claim.

[bookmark: _Toc321774330]Non-Obviousness

· Obviousness used to be common law, but now in statute

· Cannot combine 2 articles for purpose of novelty, possible for obviousness

· Per the statute (28.3)

· Subject matter must not be obvious to a person skilled in the art considering:

· Information disclosed more than a year prior to filling date by applicant/related person (respect of the grace period), and

· Information disclosed before claim date by anyone else other than applicant/related person (if claim date is priority date, then less prior art available, arguably)

· What is obvious?

· Objective test (Ernest Scragg) – question of fact

· In general must have some incentive to put the prior arts together (ie. in the same field)

· Test from Windsurfing

1. Identify the notional person skilled in the art and identify the relevant common general knowledge of that person;

2. Identify the inventive concept of the claim in question or construe it if not available;

3. Identify what, if any, difference exist between the matter cited as forming part of the “state of the art” and the inventive concept of the claim

4. Viewed without any knowledge of the alleged invention as claimed, do these differences constitute steps which would have been obvious to the person skilled in the art? Or do they require any degree of invention?

· Also consider if it was obvious to try? (if circumstances warrant) (Sanofi)

· Self evident from the prior art and general knowledge?

· a mere possibility of finding an invention is not enough

· Factors to consider, non-exhaustive:

· Self-evident that what is being tried ought to work? Finite number of identified predictable solutions known to persons skilled in the art?

· Extent, nature and amount of effort required to achieve the invention? Routine trials vs prolonged trials?

· Motive provided in the prior art to find the solution the patent addresses? (ie. a suggestion)

· “mere scintilla” or slightest trace of an inventiveness is sufficient (Ernest Scragg)

· Simplicity is no indicator of obviousness (Ernest Scragg & Sons Ltd. v. Leesona Corp.)

· “Hindsight analysis” should be avoided - many important inventions may seem obvious once the solution to a particular problem has been shown (Ernest Scragg)

· Also consider whether the advantages of the invention were obvious? (Windsurfing)

· Commercial success may be an indicator that the advantage was not obvious

· This kind of secondary consideration useful in close cases

Invention must not be obvious



28.3 The subject-matter defined by a claim in an application for a patent in Canada must be subject-matter that would not have been obvious on the claim date to a person skilled in the art or science to which it pertains, having regard to



(a) information disclosed more than one year before the filing date by the applicant, or by a person who obtained knowledge, directly or indirectly, from the applicant in such a manner that the information became available to the public in Canada or elsewhere; and



(b) information disclosed before the claim date by a person not mentioned in paragraph (a) in such a manner that the information became available to the public in Canada or elsewhere.

[bookmark: _Toc321774331]Utility

· An alleged invention, if practiced as directed by the specification, must be known to operate as claimed as a matter of fact, not prediction (X v. Commissioner of Patents)

· Useful for the purpose for which it was designed

· Does not have to be economically useful

· Utility may be established by either, at time patent is applied for (Apotex Inc. v. Wellcome Foundation Ltd.)

1. demonstrated utility

· commercial success

2. sound prediction (beyond mere speculation) –questions of fact

· The test for sound prediction has three components (better to include in patent specification)

1. A factual basis for prediction (ie. some tests were done)

2. An articulable and sound line of reasoning from which the desired result can be inferred from the factual basis

3. Proper disclosure: full, clear and exact description of the nature of the invention and the manner in which it can be practiced; disclosure of why an invention works is not necessary

· If a sound prediction turns out to be wrong then the patent will be invalid because an incorrect prediction implies the invention is without utility – the focus is on the prediction of the result, not the reasoning behind the prediction

· “sound prediction” can sometimes be used to widen a claim beyond what is “certain”

[bookmark: _Toc321774332]Patent Specifications

· Originally patents were granted without the need to file a detailed description of the invention

· After about 1700 the custom of filing a written patent specification emerged

· Inventors eventually began to describe both the best means for carrying out the invention in specific terms and the general nature of the invention in broad terms

· It became a requirement in 1883 that a patent end with a set of claims delimiting the scope of the invention

· Then the idea of specifications (description + claims) came to be (

· Correct delimitation was important because it new patent covered prior arts, then it is bad

[bookmark: _Toc321774333]Patent Ownership Rights (Spiroll)

· Unless otherwise agreed upon, there is no common law that says all inventions are the employer’s

· The invention belongs to the employer only if part of the employee’s employment duties

· Consider the following factors to determine duty:

· Was employee dealing with highly confidential information?

· Was there a term in the employment agreement outlining the duties?

· Was there a term saying the employee can’t take the know-hows?

· Evidence of fraud by the employee?

· Assumption that innovation is part of the job?

[bookmark: _Toc321774334]Patent Infringement

· No defense of independent creation (ie. not necessary to prove access)

· Claims of the patent provide the scope of the rights

· Commercial benefits derived from invention belong to patent holder (Monsanto)

· Section 42 - Patent grants exclusive rights to the owner to use, sell, etc

· Section 43 – Patent is presumed to be valid, requires a balance of probabilities to disprove

· In USA, require “clear and convincing evidence” – appears to be same standard as Canada

· Section 54 – Federal Court or Provincial Superior Courts can hear the case

· According to Bailey, injunctions issued by the provincial courts not binding across the country – but not true

· Also consider expertise of the court and court time

· Section 55 – liability for patent infringement

· all damages (1)

· “reasonable compensation” for the time between public inspection and issuance (2)

· Section 55.01 – infringement that occurred more than 6 years ago cannot be chased (unless there is a case of fraud or suppression of information) – limitation period

· Section 57 – accounting of profits is allowed, according to Monsanto the person must elect accounting or damages

· Section 58 – invalidity is always a defense available

· Section 69 – gives Federal Court exclusive jurisdiction of impeachment cases

[bookmark: _Toc321774335]Statutory Provisions

Contents of patent

42. Every patent granted under this Act shall contain the title or name of the invention, with a reference to the specification, and shall, subject to this Act, grant to the patentee and the patentee’s legal representatives for the term of the patent, from the granting of the patent, the exclusive right, privilege and liberty of making, constructing and using the invention and selling it to others to be used, subject to adjudication in respect thereof before any court of competent jurisdiction.



Form and duration of patents

43. (1) Subject to section 46, every patent granted under this Act shall be issued under the seal of the Patent Office, and shall bear on its face the filing date of the application for the patent, the date on which the application became open to public inspection under section 10, the date on which the patent is granted and issued and any prescribed information.



Validity of patent

(2) After the patent is issued, it shall, in the absence of any evidence to the contrary, be valid and avail the patentee and the legal representatives of the patentee for the term mentioned in section 44 or 45, whichever is applicable.



Jurisdiction of courts

54. (1) An action for the infringement of a patent may be brought in that court of record that, in the province in which the infringement is said to have occurred, has jurisdiction, pecuniarily, to the amount of the damages claimed and that, with relation to the other courts of the province, holds its sittings nearest to the place of residence or of business of the defendant, and that court shall decide the case and determine the costs, and assumption of jurisdiction by the court is of itself sufficient proof of jurisdiction.



Jurisdiction of Federal Court

(2) Nothing in this section impairs the jurisdiction of the Federal Court under section 20 of the Federal Courts Act or otherwise.



Liability for patent infringement

55. (1) A person who infringes a patent is liable to the patentee and to all persons claiming under the patentee for all damage sustained by the patentee or by any such person, after the grant of the patent, by reason of the infringement.



Liability damage before patent is granted

(2) A person is liable to pay reasonable compensation to a patentee and to all persons claiming under the patentee for any damage sustained by the patentee or by any of those persons by reason of any act on the part of that person, after the application for the patent became open to public inspection under section 10 and before the grant of the patent, that would have constituted an infringement of the patent if the patent had been granted on the day the application became open to public inspection under that section.



Patentee to be a party

(3) Unless otherwise expressly provided, the patentee shall be or be made a party to any proceeding under subsection (1) or (2).



Deemed action for infringement

(4) For the purposes of this section and sections 54 and 55.01 to 59, any proceeding under subsection (2) is deemed to be an action for the infringement of a patent and the act on which that proceeding is based is deemed to be an act of infringement of the patent.



Limitation

55.01 No remedy may be awarded for an act of infringement committed more than six years before the commencement of the action for infringement.



Injunction may issue

57. (1) In any action for infringement of a patent, the court, or any judge thereof, may, on the application of the plaintiff or defendant, make such order as the court or judge sees fit,

(a) restraining or enjoining the opposite party from further use, manufacture or sale of the subject-matter of the patent, and for his punishment in the event of disobedience of that order, or

(b) for and respecting inspection or account, and generally, respecting the proceedings in the action.



Appeal

(2) An appeal lies from any order made under subsection (1) in the same circumstances and to the same court as from other judgments or orders of the court in which the order is made.



Invalid claims not to affect valid claims

58. When, in any action or proceeding respecting a patent that contains two or more claims, one or more of those claims is or are held to be valid but another or others is or are held to be invalid or void, effect shall be given to the patent as if it contained only the valid claim or claims.



Defence

59. The defendant, in any action for infringement of a patent may plead as matter of defence any fact or default which by this Act or by law renders the patent void, and the court shall take cognizance of that pleading and of the relevant facts and decide accordingly.

[bookmark: _Toc321774336]Use

· Requires the infringer to be “using” the patented invention (Monsanto)

· “use” when the defendant deprives the inventor, either directly or indirectly, of the full enjoyment of the monopoly conferred by the patent (seems kind of broad)

· “use” dictionary meaning = utilization with a view to production/advantage

· No bar to a finding of infringement that the patented object is part of or composes a broader unpatented structure

· Key is whether the process can exist independently without the patented part

· “use” under Section 42 is constrained by the subject matter of the claims

· Possession as a stand-by is considered use (Mosanto)

· “practical use” could arise from mere possession depending on the context

[bookmark: _Toc321774337]Evidence of Use

· Possession in commercial circumstances raises a rebuttable presumption of “use” (Monsanto)

· Intention is generally irrelevant to “use” but absence of intention to abstain from use may be relevant to the rebuttable presumption raised by possession



[bookmark: _Toc321774338]Countervailing Policies

· Fairness to the owner

· Predictability for the defendant

· Where should the border be drawn?

· “It is seldom that the infringer does the thing, the whole thing, and nothing but the thing claimed by the Specification.  He always varies, adds, omits and the only protection the Patentee has in such a case lies… in the good sense of the tribunal which has to decide whether the substance of the invention has been pirated (Incandescent Gas Light)

[bookmark: _Toc321774339]Ascertaining Infringement

· Substantial infringement = taking the essence of the invention and changing it a bit, omitting a non-essential element and replacing with functional equivalent

· Literal infringement = construing the words in the claim to see if each element is present. All the items in the claim are present in the infringing item

[bookmark: _Toc321774340]Old Test (no longer the law)

· “performs substantially the same function in substantially the same way to obtain substantially the same result” – substantial infringement is sufficient (McPhar Engineering)

· This has low predictability and the patent holder may be claiming more than entitled

[bookmark: _Toc321774341]New Test (current law)

· Currently the substantial infringement doctrine has been narrowed from before and likely to fail unless there is literal infringement

· KEY question: whether persons with practical knowledge/experience of the art in which the invention was intended to be used, would understand that strict compliance with a particular descriptive word appearing in a claim was intended by the patentee to be an essential requirement of the invention so that any variant would fall outside of the monopoly claimed, even though it could have no material effect upon the invention worked (Whirlpool)

1. Construe the claims purposively in an informed manner, rather than literally (Whirlpool) – the construction is to be done by the court with the assistance of experts. Objective test

· Construing the claims is first step for infringement and validity (Whirlpool)

· Purposive construction can narrow or broaden scope of the patent claim

· The key to purposive construction is the identification by the court, with the assistance of the skilled reader, of the particular words or phrases in the claims that describe what the inventor considered to be the "essential" elements of his invention

· not to construe the claims with an eye on the infringing device

· extrinsic evidence not admissible to construe the claims

· inventor’s intent must be ascertained from reading patent specification itself

· cannot look at prosecution history (possible in USA)

· determine between essential vs non-essential feature in a claim (Free World Trust)

· court can consider either:

1. intent of the inventor, or

2. whether a person skilled in the art would appreciate that a particular element could be substituted without affecting the working of the invention (ie. invention perform substantially the same function in substantially the same way to proceed substantially the same result)

· Test: for an element to be considered non-essential and substitutable, it must be shown either

· A purposive construction of the words of the claim it was clearly not intended to be essential, or

· At the date of patent publication, skilled addresses would have appreciated that a particular element could be substituted without affecting the working of the invention (ie. invention perform substantially the same function in substantially the same way to proceed substantially the same result)

2. Determine infringement – it is an infringement if all the essential elements are present



· Guidelines for substantial infringement set out in Free World Trust v. Electro Sante Inc.:

1. The Patent Act promotes adherence to the language of the claims.

2. Adherence to the language of the claims in turn promotes both fairness and predictability.

3. The claim language must, however, be read in an informed and purposive way.

4. The language of the claims thus construed defines the monopoly. There is no recourse to such vague notions as the "spirit of the invention" to expand it further.

5. The claims language will, on a purposive construction, show that some elements of the claimed invention are essential while others are non-essential. The identification of elements as essential or non-essential is made:

a) on the basis of the common knowledge of the worker skilled in the art to which the patent relates;

b) as of the date the patent is published;

c) having regard to whether or not it was obvious to the skilled reader at the time the patent was published that a variant of a particular element would not make a difference to the way in which the invention works; or

d) according to the intent of the inventor, expressed or inferred from the claims, that a particular element is essential irrespective of its practical effect;

e) without, however, resort to extrinsic evidence of the inventor's intention

f) There is no infringement if an essential element is different or omitted. There may still be infringement, however, if non-essential elements are substituted or omitted.
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[bookmark: _Toc322213433]Introduction

· In Canada, trademark rights accrue primarily through use, not registration

· Identical trademarks can be owned by different parties for different products

· But trademarks used to protect a certain good/service could expand to other areas

· Purely functional design and characteristics may not be basis of a trademark

· Same for registered and unregistered

· If the functional designs are seen as the distinctive, there could be trademark rights

· Passing off/trademarks may not be used to perpetuate monopoly rights under expired patents (Kirkbi)

· When courts review Registrar decisions and there is new evidence available the appropriate standard of review is correctness (Molson)

[bookmark: _Toc322213434]Patents vs Trademark (Kirkbi)

· Patents protect new products/processes

· Trademarks shift focus from product itself to distinctiveness of the marketing

· Consumers know what they are buying and from whom

· Marks must not be confused with the product

· Trademarks protect distinctiveness of the product, not monopoly on the product

· Trademark not intended to prevent the competitive use of utilitarian features of products

· Traditional law of passing off informs the remedies under the Trademark Act

[bookmark: _Toc322213435]Registration

· Registration does not change nature of a mark – just provides more effective rights

· Registered and unregistered marks provide exclusive rights to the use of a distinctive designation or guise

· Registration facilitates proof of title

[bookmark: _Toc322213436]Benefits of Registering

1. National Protection

· Owner of the mark has the exclusive right to use the mark across the country

2. Prevent “depreciation of goodwill” – Section 22

· A particular remedy only available to registered trademarks

· Section 22 is different from 19/20, it deals with cases that harms the trademark

3. [bookmark: _GoBack]Limited incontestability – Section 17

· Gives trademark registrants who act in good faith to avoid having their mark expunged

· Prior use cannot be used to expunge, BUT distinctiveness could

4. Foreign Applications

· Some countries may require a registration in home countries first

5. Convention priority claim – Section 34

· A registration is not required to get priority (only an application is needed)

6. Deter others from adopting a confusing trademark

· Practical benefit because the trademark is on the database and puts people on notice

7. Easier to enforce

· Practical benefit because proof of goodwill is required under common law of passing off

8. Can be a defense to an infringement claim

· Historically courts only think of it as a sword and not a shield

· But now courts are starting to interpret Section 19 to give the holder exclusive rights to use the mark – thus a shield

[bookmark: _Toc322213437]Procedure

1. Conducting a trademark search by the applicant (optional)

· Due diligence vs putting yourself on notice

2. Filing application with the CIPO

1. Grounds for filing application – Section 16 *(see entitlement section for details on dates)

i. Mark used in Canada – Section 16(1)

ii. Mark “made known” in Canada – Section 16(1) and s.5

iii. Mark registered and used abroad – Section 16(2)

iv. Intent to use trademark (proposed use) – Section 16(3)

2. Examination by CIPO – duties of examiner

i. Search trademarks register for confusing marks

ii. Ensure application adheres to provisions of s.12 (name & descriptive)

iii. Check formalities – s.30 

· contact info, place of business, wares & services covered by the application

· earliest use date(if applicable)

3. Publication by CIPO

4. Opposition by any party

· Grounds for opposition – Section 38(2)

1. Non-compliance with Section 30 (formalities)

2. Non-compliance with Section 12 (see section below on Section 12)

3. Applicant is not the person entitled to registration, Section 16

4. Not distinctive – Section 2 (see below)

5. Allowance

6. Payment of registration fee

· If already in use, just pay the fee

· If based on intent, must file a declaration of use (used after filling the application)

7. Registration of mark, renewable every 15 years indefinitely

[bookmark: _Toc322213438]Statutory Requirements of a Trademark

· Section 2 defines a trademark

· (a) a mark that is used by a person for the purpose of distinguishing

[bookmark: _Toc322213439]1. What is a Mark?

· something that is descriptive or decorative

· Can be words, logo, designs, letters (or combinations thereof), slogans

[bookmark: _Toc322213440]2. What does Distinctive Mean?

· “distinctive”, in relation to a trade-mark, means a trade-mark that actually distinguishes the wares or services in association with which it is used by its owner from the wares or services of others or is adapted so to distinguish them;

· Two ways to distinguish

1. a trademark that actually distinguishes the wares/services (actual distinctiveness)

· depends on inherent distinctiveness and the activities of the user and third parties

2. adapted so to distinguish (inherent distinctiveness)

· continuum from highly distinctive to descriptive or generic (ie. Exxon…..to…..Nylon)

· multiple businesses using the same/similar trademarks, it may affect the distinctiveness and person may lose their rights in the mark

· issue of fact (AstraZeneca)

· distinctiveness requires some quality in the mark that makes it different (AstraZeneca)

· color alone not inherently distinctive unless it has a secondary meaning

· very strong evidence needed to show the secondary meaning

[bookmark: _Toc322213441]Distinctiveness Test (Bojangles)

· Conditions for distinctive (applicant has burden)

1. A mark and a product be associated

2. An owner uses this association between the mark and his product, and

3. This association enables the owner of the mark to distinguish his product from others

[bookmark: _Toc322213442]Acquired Distinctiveness

12. (1) Subject to section 13, a trade-mark is registrable if it is not



    (a) a word that is primarily merely the name or the surname of an individual who is living or has died within the preceding thirty years;



    (b) whether depicted, written or sounded, either clearly descriptive or deceptively misdescriptive in the English or French language of the character or quality of the wares or services in association with which it is used or proposed to be used or of the conditions of or the persons employed in their production or of their place of origin;



(2) A trade-mark that is not registrable by reason of paragraph (1)(a) or (b) is registrable if it has been so used in Canada by the applicant or his predecessor in title as to have become distinctive at the date of filing an application for its registration.

   

 32. (1) An applicant who claims that his trade-mark is registrable under subsection 12(2) or section 13 shall furnish the Registrar with evidence by way of affidavit or statutory declaration establishing the extent to which and the time during which the trade-mark has been used in Canada and with any other evidence that the Registrar may require in support of the claim.



    (2) The Registrar shall, having regard to the evidence adduced, restrict the registration to the wares or services in association with which the trade-mark is shown to have been so used as to have become distinctive and to the defined territorial area in Canada in which the trade-mark is shown to have become distinctive.





· The above are NOT REGISTRABLE

· (a) descriptive of name

· (b) descriptive of goods (including geographically descriptive)

· Exception to the above is found in 12(2) and exception only applies to 12(1)(a) and (b)

· Registrable if it has secondary meaning as of date of filling



Test (Molson)

· Registrar can issue a mark limited territorially (see below, section 32(2))

· Proof that it has acquired distinctiveness as of date of filling – balance of probabilities (not a heavy burden as some cases have said)

· long use of the mark in association with the goods makes it distinctive such that the clearly descriptive connotation is subordinated to its distinctiveness

· Does not require demonstrating the elimination of the descriptiveness of the mark

· Must prove mark is recognized by substantial portion of Canadian public as distinguishing the source (Molson)

· Descriptive can be distinctive and vice versa

· Not necessary to prove sole use (exclusivity) to demonstrate distinctiveness

· But same mark by others with similar wares may affect distinctiveness

· Evidence of sales and advertising expenditure important

[bookmark: _Toc322213443]Foreign Marks Affecting Distinctiveness of Canadian Trademarks

· foreign marks because of spillover affects could affect the distinctiveness of a Canadian mark

· Regard must be to the Canadian market when considering whether the mark is distinctive (Philip Morris)

· this issue can arise when:

1. during registration and the opposing party bases the opposition on the mark lacking distinctiveness

· Distinctiveness can be rebutted by showing the mark is used for similar products (Bojangles)

2. during litigation (or after registration) when a party tries to invalidate someone’s registered mark (or a declaration that there is no unregistered mark)

Bojangles

· this case defined the test, burden, evidence and standard in finding whether a foreign mark ruins the distinctiveness

· Key points:

1. Evidential burden lies on opposing party for challenging based on distinctiveness

· Opposing party must submit evidence

2. Burden remains on applicant to prove their mark is distinctive

3. Mark should be known to some extent in Canada (or specific area of Canada) at least to negate distinctiveness

· Not required to prove that the mark is well known or has been made well known in Canada

· Reputation in Canada should be substantial, significant or sufficient

· For USA marks, not significant if the mark was known by Canadian travelers going to USA only

· Duty-free sales can be considered an exception and not really “known” in Canada (Philip Morris)

2. Simple assertion by a foreign trademark owner that its product is known is NOT ENOUGH, must have clear evidence

3. Reputation of trademark can be proven by any means (not just ones listed in Section 5)

· Weigh evidence case-by-case

· Survey evidence must be admitted with caution

· Evidence considered:

· Bad faith of the Canadian applicant may be relevant (according to Prof)

· knowledge or reputation spread by word of mouth 

· evidence of reputation and public acclaim is relevant

· Spillover advertising records

· Should consider fairness (ie. unfairly flooding Canadian markets with ads to ruin a mark)

· This could be relevant in initial registration of mark in assessing distinctiveness

· Survey evidence (but cannot be written by the lawyer, and biased questions)

· Visits by Canadian travelers (with records and convincing, not just because the chain is on the highway)

· The customers themselves found it distinctive (AstraZeneca)

[bookmark: _Toc322213444]3. Use as a Trademark

4. (1) A trade-mark is deemed to be used in association with wares if, at the time of the transfer of the property in or possession of the wares, in the normal course of trade, it is marked on the wares themselves or on the packages in which they are distributed or it is in any other manner so associated with the wares that notice of the association is then given to the person to whom the property or possession is transferred.



(2) A trade-mark is deemed to be used in association with services if it is used or displayed in the performance or advertising of those services.



(3) A trade-mark that is marked in Canada on wares or on the packages in which they are contained is, when the wares are exported from Canada, deemed to be used in Canada in association with those wares.



· “the gravamen of trademark entitlement is actual use” (Nissan)

· Where mark is used for a purpose other than to distinguish the goods or services of the user, it is not used as a trademark (Bombardier) – for example using it to inform users that the product can be used with some other product identified by the trademark

· Party with first “use” usually has priority over a mark (Bombardier)

· onus of showing that confusion is unlikely lies upon the applicant of a trade mark

· onus is on opponent to adduce evidence that he has a reputation in the mark such that it shouldn’t be registered

[bookmark: _Toc322213445]General Definition of Use (Bombardier)

·  “use” not to be considered restrictively

· Consider both, intention of the user and recognition by the public

· either could be sufficient, both are not required

· intention of the user: intending it to identify the origin

[bookmark: _Toc322213446]4(1) – WARES

· Two ways to satisfy this

1. at the time of the transfer of the property in or possession of the wares, in the normal course of trade, it is marked on the wares themselves or on the packages in which they are distributed

· “normal course of trade”

· Generally requires a sale to occur, simply giving away products not considered in the normal course of trade

· Must keep into context different industries

· Ie. consumer goods vs factory equipment (where single sale might be enough)

· Samples usually not good enough (Siscoe)

· Unless giving samples is in the course of normal trade

· Or if there is a distribution agreement setup after the sample is given

· Isolated shipments to “test the waters” not use (Grants of St. James)

· Single sale with no evidence of the item being resold (Saft-Society) usually not good enough

· Quantity usually important

2. it is in any other manner so associated with the wares that notice of the association is then given to the person to whom the property or possession is transferred

· advertisements/promotions/brochures not sufficient UNLESS given at the time of transfer (ie. in the packaging) (Nissan)

· marking inside software when distributed in a bundle is good enough (BMB) – ie. on screen

[bookmark: _Toc322213447]4(2) – SERVICES, Displayed in the Performance or Advertising

· usually arises when the services are provided outside of Canada but advertising inside Canada

· key is to characterize what the “service” is (ie. food service, retail service, etc)

· can the service be reasonably said to be performed in Canada?

· Food services unlikely to be performed in Canada (Porter)

· Courts suggested, based on statutory interpretation, that for there to be “use” the performance and the advertising must be in Canada, exception

· Retail services with significant evidence and reasonable to say it is being performed in Canada, although mostly based in USA – they took a lot of Canadian business (Saks)

[bookmark: _Toc322213448]4(3) – EXPORTS

· when a mark is on a product that is exported, it is deemed to be “used” in Canada

[bookmark: _Toc322213449]Objection based on Prior Use

· before an objection based on prior use under Section 16 can be sustained, (Bombardier)

· necessary for opponent to establish reputation in trade in connection with a trading style, device or mark of some character

· considering that reputation, will there be possibility of confusion upon reasonable users?

[bookmark: _Toc322213450]Material Dates for Registering

· Material dates for determining entitlement to register a trademark as between competing parties

· Section 16(1) – Application based on use or making known = date of first use (s.30(b)) or making known (s.30(c))

· Not registrable if

· (a) trade mark previously used or made known in Canada

· (b) trade mark already filed by someone before

· (c) trade name previously used by someone

· Section 16(2) – Application based on use and registration abroad = earlier of, date of Canadian filing or priority (priority date is allowed if foreign application filed within 6 months prior)

· Same as above

· Section 16(3) - Application based on proposed use: earlier of, date of Canadian filing or priority (priority date is allowed if foreign application filed within 6 months prior)

· Same as above

[bookmark: _Toc322213451]Grounds for Rejection by Registrar – Section 37

· Section 37 is a complete code governing procedure on review of an application

· Under Section 37(1), registrar can refuse an application if it does not satisfy statutory requirements (Effigi)

· (a) – application not conforming to Section 30

· (b) – trademark is not registrable

· (c) – applicant is not entitled to register because it is confusing with another trademark which an application is pending

· If first application is proposed use, second application with prior use must be rejected under 37(1)(c) – but the evidence of prior use can be evidence for opposing first application (Effigi)

· First application will be allowed but could be opposed and determine if 16(3)(c) applies

· This problem comes up because the registration process is slow and could end up having applications being rejected on 37(1)(c) if courts took a broader view

· Section 37 is different from entitlement under Section 16

· Only look to the application filling order “pending application”

[bookmark: _Toc322213452]Not Registrable Marks – 37(1)(b)

· Section 12(1) sets out categories of marks that are not registrable (only prevents registration, NOT USE)

· Always look to the dictionary to see if the word has a dictionary meaning (survey evidence may be helpful)

· Including (the following and the major sections below)

a. Name in any language of the wares/services

i. Name of the ware in any language cannot be registered

ii. Acquired distinctiveness cannot be used for 12(1)(c)

b. Confusing with a registered trademark

i. See section on confusing trademarks

c. Marks prohibited by S.9 or 10

d. Denominations prohibited by section 10.1

e. Geographical indication with respect to wine

f. Geographical indication with respect to spirits

g. Olympic & Paralympic marks

[bookmark: _Toc322213453]Personal names – 12(1)(a)

· a word that is primarily merely the name or the surname of an individual who is living or has died within the preceding thirty years

· Test (Gerhard Horn Investments)

1. Determine whether the word is in fact the name of a living person or someone who died within past 30 years. If not, 12(1)(a) does not apply

· “word” (FIOR)

· Three classes of words: dictionary words, names and invented words

· “name”

· Cannot be circumvented by adding apostrophe “s” or plurals (Elder’s)

· Word or combination of words by which a person is regularly known

· Full name

· Consider whether the full name can be that of a real person if a full name were to be registered as a trademark, not just the first/last names (Gernard Horn Investments)

· Can be nicknames, not just legal names

· Names of fictitious person is not precluded from registration by statute unless it coincides with a real name (Gerhard Horn Investments)

· A fictitious name resembling the name that could be borne by an actual person or might be thought by the public to be names/surname is not enough

· Only becomes an issue if established by evidence there is a living person with the name/surname

· Use of the phone book to search for the name is a common tactic – evidence sufficient to warrant moving to next step

· “surname”

· Family name

2. If trademark is a name/surname of an individual, is it “primarily merely” a name or surname?

a) “merely” (Coles)

· “only” and “nothing more than” a name/surname

b) “primarily”

· Is the chief, main or principal character of the word that of a surname/name or is it principally or equally a word invented to be used as a trademark? (FIOR)

· Consider the response of the general public of Canada of ordinary intelligence/education in English/French, not the view of the immediate circle of friends of the person with that same name

· Key: more likely to think of it as a brand or more likely to think of it as a name?

· an uncommon name that is a coined trademark is not a “primarily merely a name” (FIOR)

· words that lost their dictionary meaning and frequently used as a surname will more likely be primarily merely a name (Coles)

· if dictionary meanings have significance, then likely not primarily merely a name (Elders)

[bookmark: _Toc322213454]Descriptive/Misdescriptive – 12(1)(b)

· whether depicted, written or sounded, either clearly descriptive or deceptively misdescriptive in the English or French language of the character or quality of the wares or services in association with which it is used or proposed to be used or of the conditions of or the persons employed in their production or of their place of origin

· onus is on applicant to establish it is registrable (Provenzano)

· but no need to lead evidence that are self-evident or known to common sense

· “sounded” catches misspelled words

· question of fact

· each case stands on its facts, must avoid a subjective approach (Atlantic Promotions)

·  “character” includes feature, trait or characteristic of the product (Drackett)

· Also includes function/purpose (Thomas Research)

· Also includes the beneficiary of the good/service (Ontario Teachers)

· Words are used in an adjectival sense, use and context dictate (Imperial Tobacco)

Clearly Descriptive of character or quality

· Not merely suggestive (Provenzano), but material to the composition of the product

· Words that describe the state which a product may or may not be sold is not descriptive (Provenzano)

· When using a common trade vocabulary, it is much harder to get a trademark than invented/unique words (General Motors)

· Courts usually allow small changes to avoid confusion

· BUT when the words are descriptive of the articles, the standard is high

· Must take into account the entire circumstances of the trade: including price, class of purchasers and ordinary manner of purchase (General Motors)

· Look at the words as they are used in association with certain wares (Thomas Research)

· Geographical places can be held descriptive:

1. Place having reputation as a source of the goods

2. Place recognized as a likely source for a wide variety of goods (Atlantic Promotions)

· “clearly descriptive” does not apply to place of origin in 12(1)(b) (Vina Leyda) – as long as it is pointed out that there is such a location and the goods can be from there that is end of the inquiry

· this effectively narrows the ability to issue geographical marks

· Test (Drackett)

· Key is first impression because of the word “clearly”

· Was the descriptiveness “easy to understand, self-evident or plain to a normal or reasonable person?”

· It is not proper approach to carefully and critically analyse the words to ascertain if they have alterative implications, look at immediate impression

Deceptively misdescriptive character or quality

· Includes misdescriptive of quality or geographically

· “deceptively” is a lower threshold than “clearly”, come that are “clearly” may not be “deceptively”(Atlantic Promotions)

· If article does not contain certain components, the mark must be considered as deceptively misleading (Biggs) 

· General Test

a) The word must relate to the composition of the goods and falsely/erroneously describe something which is material or purport to qualify something as material to the composition when in fact it is not (Provenzano)

· Test (TG Bright) for geographic origin

· Whether a trade mark in its entirety (not isolated parts) is deceptively misdescriptive must be whether the general public in Canada would be mislead into the belief that the product with which the trade mark is associated had its origin in the place of a geographic name in the trademark

· Section 34 allows disclaiming the right to exclusive use of a portion of a mark, BUT this should not render the WHOLE trade mark registrable when it contains unregistrable features

· Place of origin not dependant on the knowledge or lack of knowledge of the average Canadian consumer (Sociedad Agricola)

· If the place of origin is also a name/surname, then weigh their significance. Usually the place of origin will be the overwhelming meaning. 

[bookmark: _Toc322213455]Confusion (relevant for registration and infringement)

    6. (1) For the purposes of this Act, a trade-mark or trade-name is confusing with another trade-mark or trade-name if the use of the first mentioned trade-mark or trade-name would cause confusion with the last mentioned trade-mark or trade-name in the manner and circumstances described in this section.



    (2) The use of a trade-mark causes confusion with another trade-mark if the use of both trade-marks in the same area would be likely to lead to the inference that the wares or services associated with those trade-marks are manufactured, sold, leased, hired or performed by the same person, whether or not the wares or services are of the same general class.

 

    (3) The use of a trade-mark causes confusion with a trade-name if the use of both the trade-mark and trade-name in the same area would be likely to lead to the inference that the wares or services associated with the trade-mark and those associated with the business carried on under the trade-name are manufactured, sold, leased, hired or performed by the same person, whether or not the wares or services are of the same general class.



    (4) The use of a trade-name causes confusion with a trade-mark if the use of both the trade-name and trade-mark in the same area would be likely to lead to the inference that the wares or services associated with the business carried on under the trade-name and those associated with the trade-mark are manufactured, sold, leased, hired or performed by the same person, whether or not the wares or services are of the same general class.

    

    (5) In determining whether trade-marks or trade-names are confusing, the court or the Registrar, as the case may be, shall have regard to all the surrounding circumstances including



(a) the inherent distinctiveness of the trade-marks or trade-names and the extent to which they have become known;



        (b) the length of time the trade-marks or trade-names have been in use;



        (c) the nature of the wares, services or business;



        (d) the nature of the trade; and



(e) the degree of resemblance between the trade-marks or trade-names in appearance or sound or in the ideas suggested by them.





· Section 6 defines confusion

· Same analysis under Section 16 and 19 (infringement)

· Registered trademarks supercede unregistered trademarks, but then the registered trademark can be opposed and the unregistered trademark can be used as evidence (Masterpiece)

[bookmark: _Toc322213456]Evidence

[bookmark: _Toc322213457]Survey Evidnce

· Survey evidence should be excluded when (Mattel):

· Surveyed individuals did not constitute the relevant population

· Trademark used in the survey not precisely the trademark applied for

· Wrong question was asked

· “possibility” is not the same as “likely” (Mattel)

· Survey not carried out in an impartial and independent manner

· Suggestive questions being asked

· Respondents lacked information

· Exclusion of anyone who was even aware of the applicant’s trademark

· Simulating an “imperfect recollection” through a series of lead-up questions is unreliable (Masterpiece)

· Surveys should be applied with caution as they are not really “necessary”, the trial judge should be the person answering the question (Masterpiece)

· Highly unlikely a survey will meet requirements of reliability and validity (Masterpiece)

[bookmark: _Toc322213458]Expert Evidence

· Must be (Mohan)

1. relevant

2. necessity in assisting the trier of fact

3. absence of any exclusionary rule, and

4. a properly qualified expert

· expert evidence should be used in cases where the market is specialized only (Masterpiece)

· otherwise it is a question that should be left to the jury by using their common sense

· or the judge can also put himself in the position of the average person going into the market to purchase the item

[bookmark: _Toc322213459]Totality of the Circumstances Test (factors to consider)

· Key elements from the statute, proven based on the surrounding circumstances, including the ones in 6(5):

· Likelihood that in areas where both marks are used (Mattel) 

· No likelihood of a link  no likelihood of a mistaken inference

· Likelihood, not the possibility (Mattel)

·  “used in the same area”

· A hypothetical assumption of what would happen if both are used in the same area, geographical separation is not relevant

· Prospective purchasers will infer that they are supplied by the same person, regardless if they are of the same general class

·  “prospective purchaser” is not the most careful/diligent person, nor the “moron in a hurry” (Mattel)

· “ordinary hurried purchaser”  the middle ground

· First impression

· Consider from the point of view of the average hurried consumer having an imperfect recollection of the opponent’s mark who might encounter the trade mark of the applicant in association with the applicant’s wares in the marketplace

· Assume person is functionally bilingual

· Keep in mind different purchasing decisions may give different levels of attention

· However, this different level of care/attention must relate only to the first impression, not to further research or inquiries that may be taken (Masterpiece)

· “whether or not of the same general class” (Mattel)

· Parliament did not intend resemblance to the specific wares or services to be a requirement for confusion

· There can be confusion even in different areas

· Consider the following factors, and others that could be relevant (not exhaustive) (Mattel)

· Factors are given different weight in different context

· Context-specific assessments

· Consider each potentially confusing mark separately

· Burden on the applicant on a balance of probabilities to show it is not confusing, if there is air of reality

· Focus on the terms of the application, not what the applicant appears to be doing at the moment, actual use (Mattel)

· Actual use is not irrelevant, but must consider the terms of the application (Masterpiece)

1. the degree of resemblance between the trade-marks or trade-names in appearance or sound or in the ideas suggested by them. (most important according to Ash)

· Although this is the last element in the statute, this should be where most confusion analysis starts (Masterpiece)

· “resemblance” = quality of being either like or similar (Masterpiece)

· “degree of resemblance” does not arise solely from identical marks, marks with some differences may still result in confusion (Masterpiece)

· Not proper to break up into elements and concentrate on similar items only (Ultravite Lab) – it is a combination of the elements that constitutes the trademark so must compare as a whole

2. Nature of the wares, services, business (second important according to Ash)

· Services vs wares? Or different categories? (Mattel)

· Difference of the wares is not always a dominant consideration, but should be given an important consideration

· “famous brands” (Mattel)

· Must keep in mind there are famous brands out there that are widely licensed for wares and services not traditionally associated with the mark

3. Inherent distinctiveness of the trademarks and extent they have become known

· Distinctive marks get broader protection than descriptive ones

· Marks that have been used extensively will likely get more protection

· Lots of parties using similar marks might mean there shouldn’t be broad protection

· Dominant or striking aspects (Masterpiece)

4. Length of time the trademarks have been in use

· Question of fact in considering whether the mark has really and truly become distinctive

5. Nature of the trade

· Nature and kind of customer who would be likely to buy the respective wares/services

· Test is one of “first impression” of the consumer (Masterpiece)

· Consumers in the market for expensive goods may be less likely to be confused (Masterpiece)

· Not relevant that the consumers are unlikely to make choices based on first impressions OR that they will do more research

· Not a very strong factor if #1 is present

6. Actual confusion (Mattel)

· A relevant surrounding circumstance but not necessary

· Adverse inference may be drawn from the lack of such evidence in circumstances where it would readily be available 

· Mens rea of the applicant of little relevance to the issue

· Confusion is to be inferred (Masterpiece)

[bookmark: _Toc322213460]Prohibited and Official Marks

9. (1) No person shall adopt in connection with a business, as a trade-mark or otherwise, any mark consisting of, or so nearly resembling as to be likely to be mistaken for,

...

(n) any badge, crest, emblem or mark	



    (i) adopted or used by any of Her Majesty’s Forces as defined in the National Defence Act,



    (ii) of any university, or



    (iii) adopted and used by any public authority, in Canada as an official mark for wares or services,



in respect of which the Registrar has, at the request of Her Majesty or of the university or public authority, as the case may be, given public notice of its adoption and use;



· “official mark” is not defined in the statute, but courts applied a dictionary meaning (ICBC)

· Marks derived from and sanctioned by persons in office

· Does not require specific attributes that will link it to the Crown

· Mark does not need to signify government approval

· Does not have to comply with section 12

· “request” is a polite way of ordering and is thus mandatory in nature (ICBC)

· The registrar has no discretion to refuse giving notice of an official mark unless the statute is not complied with

· “nearly resembling” is different from confusion

· really just look at the mark themselves and not the surrounding circumstances

· no restriction to particular goods or services

· When public authorities or universities apply for a commercial trademark, the usual law applies 

· Section 9 prohibits adoption of official mark

· Section 11 prohibits use of an official mark

· Section 12(1)(e) a mark of which adoption is prohibited by Section 9 or10



[bookmark: _Toc322213461]Prohibited Marks

· Most marks, except the ones in the next section, do not require public notice

1. Government and royal crests, words/symbols indicating government approval

2. Marks of universities – s.9(1)(n)(ii)

3. Official marks of public authorities in Canada – s.9(1)(n)(iii)

4. Scandalous, obscene or immoral words or devices – s.9(1)(j)

5. Any matter falsely suggesting a connection with a living individual – s.9(1)(k)

6. Portrait, signature or an individual who is living or has dies within the preceding 30 years – s.9(1)(l)

7. Protected Geographical Indications – s12(1)(g)&(h)

· an indication that identifies a wine or spirit as originating in a territory, where a quality, reputation or other characteristic of the wine/spirit is attributable to its geographical origin 

· registration is prohibited for a mark that is protected as a geographical indication from using it for other locations

8. Mark recognized by ordinary and bona fide commercial usage – s.10

· 10. Where any mark has by ordinary and bona fide commercial usage become recognized in Canada as designating the kind, quality, quantity, destination, value, place of origin or date of production of any wares or services, no person shall adopt it as a trade-mark in association with such wares or services or others of the same general class or use it in a way likely to mislead, nor shall any person so adopt or so use any mark so nearly resembling that mark as to be likely to be mistaken therefor.

· Ie. Sterling for silver

9. Olympic and Paralympic Marks - 12(1)(i)

· Special statute to Olympic and Paralympic marks

· Some marks are time limited, some are indefinite

· No need to proving irreparable harm for interlocutory injunctions

[bookmark: _Toc322213462]Marks contingent on Public Notice of Adoption

· protection is given when public notice is given

· getting a mark under Section 9 via public notice is a more summary procedure

1. S9(1)(e) – Arms, crests, flags adopted by Canada, a province, or municipal corporation

2. S9(1)(i) - Civic arms and crests of Union countries

3. S9(1)(i.1) - official signs or hallmarks of Union countries.

4. S9(1)(n) - Marks of armed forces, universities, public authorities

· Official Marks

5. S9(1)(n.1) - Armorial bearings

[bookmark: _Toc322213463]Official Marks vs Trade Marks

· Official mark grants to the authority exclusive use of it not only for specific wares/services (Canadian Jewish)

· Hardly and virtually unexpungeable (AATO)

· Once public notice is given, no mark may be used that is likely to be confused with an official mark

· Need not serve to distinguish, may be merely descriptive and also could be confusing (AATO)

· No renewals required for official mark applications

· Official marks do not grant the owner exclusive right to use it (no court cases to support or rebut this though)

[bookmark: _Toc322213464]Official Marks

[bookmark: _Toc322213465]Prior Marks confusing with Official Mark (See You In)

· If a (registered or unregistered) trademark is used prior to the publication date of an official mark, the trademark could continue to do so only in association with the same wares and services

· But cannot secure a registered trademark or expand the wares and services (Allied Corp)

· Cannot further expand the use of the trademark to other wares/services

· If it is a registered mark, the distinctiveness might be affected

· “adopt” in section 9 is not retroactive, only prospective in operation. Thus it stops people adopting the official mark going forward, not back (Allied Corp.)

· Current rights of a mark are undisturbed by a confusing similar official mark, but cannot register it (Allied Corp)

· If at any time a Section 9 publication is filed, it can bar registration of a trademark (Allied Corp)

[bookmark: _Toc322213466]Registering for a Mark Barred by an Official Mark

· Section 9(2)(a) allows an applicant to register a trademark that is somehow blocked by an official mark – thru consent of the public body

[bookmark: _Toc322213467]Test for obtaining an Official Mark

1. Is the applicant a “public authority” under Section 9(1)(n)(iii)?

· Must not be given expansive meaning (AATO)

· A body having a statutory origin is not automatically a public authority (AATO)

· Three-part test adopted in English cases (AATO) – but courts said this test is not exactly right for Canada and modified it to create the Two-Part test

i. Must be a duty to the public

· Court said this might not be an element that should be in the Canadian test – this element is not determinative

ii. Must be a significant degree of governmental control, and

· Ongoing governmental supervision of the activities of the body

· Must exercise a degree of ongoing influence in the body’s governance and decision-making similar to legislation often found in bodies that regulate professions

· Public Guardian & Trustee having ability to request accounts and financial/corporate information (as a charitable organization) is insufficient to make it a public authority (Canadian Jewish) – charitable organizations are not subject to significant governmental control

· US Charities operating in Canada are not public authority as there is insufficient governmental control (Canadian Jewish)

· Funding by the government (Canadian Jewish)

· Legislative control (power to change the enabling statute of the body) is different from governmental control and not sufficient to satisfy this test

iii. Any profit earned must be for the benefit of the public and not for private benefit (or hold a duty to the public)

· Consider the objects, duties and powers and the distribution of its assets to see if there is a public benefit

· Regulatory activities benefit the public (AATO)

· No public duty required, just public benefit is sufficient

· The fact that the activities may also benefit its member is not a fatal objecting to being benefit for the public (AATO)

· Decisions of the authority being subject to appeal/judicial review is an indicator that it is for the public benefit (AATO)

iv. Canadian entity (Canadian Jewish + Canada Post)

· The courts in Canada Post after interpreting the French/English versions decided to take the common meaning, the public authority has to be in Canada (also a good policy reason to limit to Canadian authorities only since the official mark is so powerful)

· University need not be in Canada

2. Is there evidence from the applicant of “adoption and use”?

· Relying on unsworn statements of counsel about adoption and use is not good enough (See you in)

· Where an applicant adduces evidence that the official marks were not adopted or used, the official mark holder has burden of proving adoption/use by date of public notice (See You In)

· Having a similar marks pending registration should lead Registrar to inquire further on adoption and use (See You In)

· “adoption” and “use”(See You In)

· Requires an element of public display

· Section 3 discusses about “adoption” and gives us information on how this should be treated under Section 9 (Allied Corp.)

· “adopt” in section 9 is not retroactive, only prospective in operation. Thus it stops people adopting the official mark going forward, not back (Allied Corp.)

[bookmark: _Toc322213468]Procedure for opposing an Official Mark

· Judicial review (as opposed to appeal) is the appropriate method to seek revocation of an official mark (Canadian Jewish)

· Standing can be gained by “anyone directly affected” (including the rights of an organization or its members, or special damages that inflict on an organization, above that sustained by the public at large)

· Otherwise the courts will give public interest standing

· Where an applicant adduces evidence that the official marks were not adopted or used, the official mark holder has burden of proving adoption/use by date of public notice (See You In)

· Negative inference can be drawn if the holder fails to provide details

· Must have some evidence if trying to challenge it as not adopted/used

[bookmark: _Toc322213469]Disinguishing Guise

· Statutory equivalent of a trade dress or get-up

    “distinguishing guise” means



        (a) a shaping of wares or their containers, or



        (b) a mode of wrapping or packaging wares



    the appearance of which is used by a person for the purpose of distinguishing or so as to distinguish wares or services manufactured, sold, leased, hired or performed by him from those manufactured, sold, leased, hired or performed by others;



    13. (1) A distinguishing guise is registrable only if



(a) it has been so used in Canada by the applicant or his predecessor in title as to have become distinctive at the date of filing an application for its registration; and



(b) the exclusive use by the applicant of the distinguishing guise in association with the wares or services with which it has been used is not likely unreasonably to limit the development of any art or industry.



    (2) No registration of a distinguishing guise interferes with the use of any utilitarian feature embodied in the distinguishing guise.



    (3) The registration of a distinguishing guise may be expunged by the Federal Court on the application of any interested person if the Court decides that the registration has become likely unreasonably to limit the development of any art or industry.



[bookmark: _Toc322213470]Requirements for Distinguishing Guise

· Distinguishing guise is use of the ware itself or packaging to distinguish from others

· Must satisfy the statutory requirements in 13(1)(a)(b) and 13(2)

1. has been used in Canada as to have become distinctive as of the date of filling,

· governed by the same requirements of a design mark (Remington)

· whether the get-up (size, shape, color) of a drug is distinctive is a question of fact left to the trier of facts, like in any other commercial field (El Lilly)

· for drugs, consider the patient as a target clientele (anyone who has an actual or potential, immediate or remote, connection with the drug)

· it is possible for get-up to become distinctive

· required to show get-up is distinctive of source not of medicine and effect

2. not likely to unreasonably limit the development of any art or industry, and

3. not interfere with the use of any utilitarian feature

· primarily functional mark may not be a distinguishing guise, but…(Remington)

· functionality cannot go to the trademark or wares itself

· if the functional aspect is merely secondary or peripheral (ie. Telephone number), then it does not bar registration

· cannot be akin to granting the applicant a patent but dressed up as a trademark (Remington)

[bookmark: _Toc322213471]Certification Mark

· like a seal of approval (Queenswear)

· trademark includes a certification mark

· all provisions relating to trade mark applies to certification mark unless context demands otherwise

· cannot be filed on a proposed use basis

[bookmark: _Toc322213472]Elements of a Certification Mark

· could be used to distinguish or so as to distinguish

· defined standard as to:

· character or quality

· working conditions it was produced under

· class of persons producing it, or

· area within which the item was produced



 “certification mark” means a mark that is used for the purpose of distinguishing or so as to distinguish wares or services that are of a defined standard with respect to



        (a) the character or quality of the wares or services,



        (b) the working conditions under which the wares have been produced or the services performed,



        (c) the class of persons by whom the wares have been produced or the services performed, or



        (d) the area within which the wares have been produced or the services performed,



    from wares or services that are not of that defined standard;



[bookmark: _Toc322213473]Registration of certification marks

· can only be registered by a person adopting the trademark but not the person using it

· can also oppose registration of trademarks as the owner of the certification mark (Queenswear)

· no obligation to license to people who meets the standards

· can license the mark to others and the use thereof will be deemed that of the owner	

· also allowed to argue that a trademark is confusing, despite the owner not using it personally (Queenswear)

· can stop unlicensed use or use beyond the scope of the license

· licensees of the certification mark can register a trademark, with consent of the certification mark owner and if there is appropriate difference

· can be deregistered

· certification marks of an origin can be registered (by the country or a company with office in that country), if it is not confusing

· but must allow others to use it for goods from that origin



    23. (1) A certification mark may be adopted and registered only by a person who is not engaged in the manufacture, sale, leasing or hiring of wares or the performance of services such as those in association with which the certification mark is used.

   Licence

   (2) The owner of a certification mark may license others to use the mark in association with wares or services that meet the defined standard, and the use of the mark accordingly shall be deemed to be use thereof by the owner.



 Unauthorized use

    (3) The owner of a registered certification mark may prevent its use by unlicensed persons or in association with any wares or services in respect of which the mark is registered but to which the licence does not extend.

    

Action by unincorporated body

    (4) Where the owner of a registered certification mark is an unincorporated body, any action or proceeding to prevent unauthorized use of the mark may be brought by any member of that body on behalf of himself and all other members thereof.



Registration of trade-mark confusing with certification mark

24. With the consent of the owner of a certification mark, a trade-mark confusing with the certification mark may, if it exhibits an appropriate difference, be registered by some other person to indicate that the wares or services in association with which it is used have been manufactured, sold, leased, hired or performed by him as one of the persons entitled to use the certification mark, but the registration thereof shall be expunged by the Registrar on the withdrawal at any time of the consent of the owner of the certification mark or on the cancellation of the registration of the certification mark.



Descriptive certification mark

25. A certification mark descriptive of the place of origin of wares or services, and not confusing with any registered trade-mark, is registrable if the applicant is the administrative authority of a country, state, province or municipality including or forming part of the area indicated by the mark, or is a commercial association having an office or representative in that area, but the owner of any mark registered under this section shall permit the use of the mark in association with any wares or services produced or performed in the area of which the mark is descriptive.



[bookmark: _Toc322213474]Removing a Trademark

[bookmark: _Toc322213475]Non-Use of a Trademark –simple way

· summary expungement proceeding to get rid of dead wood

· Three-year grace period after date of registration.

· Section 45 does not allow the Registrar to go in an re-examine the trademark for whether it is distinguishing (United Grain Growers)

· Section 45 is not a technical inquiry

· Only consider if the mark is on the packaging, etc according to Section 4

· Should not inquire into whether it is a distinguishing purpose

· Section 45 allows removal of a trademark for non-use (remove deadwood from the register)

· No expungement based on technical grounds – strictly based on use vs non-use

· Owner must show use, in the normal course of trade, within last three years

· Must show use for each good/service.

· Non-use may be excused by special circumstances

· Not a special circumstance if the owner wants to wait to use the mark in more favourable circumstances (John Labatt)

· Must be abnormal or peculiar to be considered (John Labatt)

· Owner must provide affidavit showing (not just stating) describing the use being made of the mark (Plough)

· Affidavit not merely to tell the Registrar that the owner does not want to give up registration but to inform in detail the situation prevailing with respect to the use for the Registrar to form his opinion

Registrar may request evidence of user

 45. (1) The Registrar may at any time and, at the written request made after three years from the date of the registration of a trade-mark by any person who pays the prescribed fee shall, unless the Registrar sees good reason to the contrary, give notice to the registered owner of the trade-mark requiring the registered owner to furnish within three months an affidavit or a statutory declaration showing, with respect to each of the wares or services specified in the registration, whether the trade-mark was in use in Canada at any time during the three year period immediately preceding the date of the notice and, if not, the date when it was last so in use and the reason for the absence of such use since that date.



Form of evidence

 (2) The Registrar shall not receive any evidence other than the affidavit or statutory declaration, but may hear representations made by or on behalf of the registered owner of the trade-mark or by or on behalf of the person at whose request the notice was given.



Effect of non-use

(3) Where, by reason of the evidence furnished to the Registrar or the failure to furnish any evidence, it appears to the Registrar that a trade-mark, either with respect to all of the wares or services specified in the registration or with respect to any of those wares or services, was not used in Canada at any time during the three year period immediately preceding the date of the notice and that the absence of use has not been due to special circumstances that excuse the absence of use, the registration of the trade-mark is liable to be expunged or amended accordingly.



Notice to owner

(4) When the Registrar reaches a decision whether or not the registration of a trade-mark ought to be expunged or amended, he shall give notice of his decision with the reasons therefor to the registered owner of the trade-mark and to the person at whose request the notice referred to in subsection (1) was given.



Action by Registrar

 (5) The Registrar shall act in accordance with his decision if no appeal therefrom is taken within the time limited by this Act or, if an appeal is taken, shall act in accordance with the final judgment given in the appeal.

[bookmark: _Toc322213476]Expungement for Abandonment – more complex way

· Abandonment requires 2 elements: (Philip Moris)

1. Non-use of a mark

· A varied use of the trademark is still considered used (Promofil)

2. Intention to abandon

· Lacking the intention to market under the mark (with only limited advertising in time and area) not sufficient to be an intention to abandon (Philip Moris)

· Objective evidence can be used to show intention: ie

· Name change campaigns

· Infringers continuously using the name but owner does not enforce it

· Punctually renewing the trademark will not be abandonment (Philip Moris)

· Federal court has exclusive jurisdiction under Section 57

    18. (1) The registration of a trade-mark is invalid if



        (a) the trade-mark was not registrable at the date of registration,



(b) the trade-mark is not distinctive at the time proceedings bringing the validity of the registration into question are commenced, or



        (c) the trade-mark has been abandoned,



    and subject to section 17, it is invalid if the applicant for registration was not the person entitled to secure the registration.



Exception

    (2) No registration of a trade-mark that had been so used in Canada by the registrant or his predecessor in title as to have become distinctive at the date of registration shall be held invalid merely on the ground that evidence of the distinctiveness was not submitted to the competent authority or tribunal before the grant of the registration.



Exclusive jurisdiction of Federal Court

    57. (1) The Federal Court has exclusive original jurisdiction, on the application of the Registrar or of any person interested, to order that any entry in the register be struck out or amended on the ground that at the date of the application the entry as it appears on the register does not accurately express or define the existing rights of the person appearing to be the registered owner of the mark.



Restriction

    (2) No person is entitled to institute under this section any proceeding calling into question any decision given by the Registrar of which that person had express notice and from which he had a right to appeal.

[bookmark: _Toc322213477]Expunge vs Opposition

· More grounds under opposition (ie. Formality grounds)

· Expungement proceedings are later, thus give the owner more opportunity to use the mark as to distinguish

· Non-entitlement (because there was a prior use) is a ground under both grounds

· Can only expunge within 5 years of the date

· Easier to prove facts early (ie. Opposition phase)

· Expungement actions – party bringing this action has onus

· Opposition actions – applicant has the onus

[bookmark: _Toc322213478]Varying use of a Trademark

· A varied use of the trademark is still considered used (Promofil)

· Was mark used in such a way that the mark lost its identity and no longer remained recognizable in spite of the differences between the form it was registered and currently? (Honeywell)

· If yes, then it should be expunged

· Practically, compare the registered mark and the one used and determine whether the differences are so unimportant that an unaware purchaser would be likely to infer that both, in spite of their differences, identify goods having the same origin

· Does not materially alter the character of the mark (Promofil)

· US view (Promofil)

· Whether the same, continuing commercial expression is given

· Not look into miniscule differences that catch owners acting in good faith and in response to fashion and other trends (Promofil)

[bookmark: _Toc322213479]Licensing

Licence to use trade-mark

    50. (1) For the purposes of this Act, if an entity is licensed by or with the authority of the owner of a trade-mark to use the trade-mark in a country and the owner has, under the licence, direct or indirect control of the character or quality of the wares or services, then the use, advertisement or display of the trade-mark in that country as or in a trade-mark, trade-name or otherwise by that entity has, and is deemed always to have had, the same effect as such a use, advertisement or display of the trade-mark in that country by the owner.



    (2) For the purposes of this Act, to the extent that public notice is given of the fact that the use of a trade-mark is a licensed use and of the identity of the owner, it shall be presumed, unless the contrary is proven, that the use is licensed by the owner of the trade-mark and the character or quality of the wares or services is under the control of the owner.



Owner may be required to take proceedings

    (3) Subject to any agreement subsisting between an owner of a trade-mark and a licensee of the trade-mark, the licensee may call on the owner to take proceedings for infringement thereof, and, if the owner refuses or neglects to do so within two months after being so called on, the licensee may institute proceedings for infringement in the licensee’s own name as if the licensee were the owner, making the owner a defendant.



· Section 50 must be read in light of the previous understanding of licenses (El Lilly)

· Licensee must be a registered user if the trademark was registered

· Assignment of trademark not accompanied by the goodwill rendered the mark non-distinctive

· Now, trademarks are have a function to offer a guarantee of quality rather than just indication of origin

· Section 50

· Retroactive and cures past unlicensed use of trademarks (El Lilly)

· License can be oral

· Subject to an agreement to the contrary, owner can be called upon to take proceedings for infringement brought by licensee (this means they can waive it in the license agreement)

· If entity is licensed and owner has control over quality/character, then it is deemed the use of the owner

· Includes use of the trademark as part of a trade name

· Has extra-territorial effect

· Allows trademark owners to deem use in another use as trademark owner’s use in that country

· Presumption of proper licensing if public notice of license is given

· Also presumes that trademark owner has control

· No longer need to register licensee (allows parties to keep their commercial agreements secret)

· Usually trademark licensees give up their right to sue for infringement, based on contract – S.50(3)

[bookmark: _Toc322213480]Typical Licensing Situations

1. Licensing for franchise or dealership

2. Licensing for merchandising

3. Multinational company licenses national subsidiary

4. Patent license includes trademark license

· Trademark license would not include copyright, so be explicit or just say “license”

[bookmark: _Toc322213481]Assignment

Trade-mark transferable

    48. (1) A trade-mark, whether registered or unregistered, is transferable, and deemed always to have been transferable, either in connection with or separately from the goodwill of the business and in respect of either all or some of the wares or services in association with which it has been used.



Where two or more persons interested

    (2) Nothing in subsection (1) prevents a trade-mark from being held not to be distinctive if as a result of a transfer thereof there subsisted rights in two or more persons to the use of confusing trade-marks and the rights were exercised by those persons.



Registration of transfer

    (3) The Registrar shall register the transfer of any registered trade-mark on being furnished with evidence satisfactory to him of the transfer and the information that would be required by paragraph 30(g) in an application by the transferee to register the trade-mark.





· Trademarks can be assigned with or without the goodwill of the business

· Trademarks cannot be divided territorially within Canada by assignment (but can be by licensing)

· Distinctiveness can be lost by assignment

· If reputation has been gained by the manufacturer and became known as that, it is confusing for the seller (assuming they got an assignment) to use that same mark on the wares manufactured by others (Wilkinson Sword)

· Consumers must be informed about the change of ownership of the mark to avoid losing distinctiveness

· Assignments can be registered (which is usually done – Section 48(3))

[bookmark: _Toc322213482]Infringement Proceedings

· In the course of proceedings where there are 2 registered marks, if one were to be expunged, there should be no compensation for the period the registration was in place (Section 19 – exclusive rights. Clicquot)

· Potentially use 50(1) as a defense?

· Courts only look at the marks for Section 19/20, under passing off the courts look to the surrounding circumstances 

[bookmark: _Toc322213483]Section 19 and 20 – registered marks

Rights conferred by registration

19. Subject to sections 21, 32 and 67, the registration of a trade-mark in respect of any wares or services, unless shown to be invalid, gives to the owner of the trade-mark the exclusive right to the use throughout Canada of the trade-mark in respect of those wares or services.



Infringement

    20. (1) The right of the owner of a registered trade-mark to its exclusive use shall be deemed to be infringed by a person not entitled to its use under this Act who sells, distributes or advertises wares or services in association with a confusing trade-mark or trade-name, but no registration of a trade-mark prevents a person from making



        (a) any bona fide use of his personal name as a trade-name, or



        (b) any bona fide use, other than as a trade-mark,



            (i) of the geographical name of his place of business, or



            (ii) of any accurate description of the character or quality of his wares or services,



    in such a manner as is not likely to have the effect of depreciating the value of the goodwill attaching to the trade-mark.



Exception

    (2) No registration of a trade-mark prevents a person from making any use of any of the indications mentioned in subsection 11.18(3) in association with a wine or any of the indications mentioned in subsection 11.18(4) in association with a spirit.



[bookmark: _Toc322213484]Section 19 – Identical Trademark

· Gives trademark owner exclusive right to use it throughout  Canada

· Use of the mark (in the authorized wares/services) unauthorized will be covered by this section 

· Marks and the goods/services must be identical (Mido)

· If the wares are X and the use is Y, then it is not covered under here (Bonus)

· Defense: Can challenge the mark as invalid under Section 18:

· Not registrable – Section 12

· Not distinctive – Section 2

· Abandoned

· Applicant not entitled to register – Section 16

· Section 19 is subject to 21, 32, and 67 (narrow and obscure)

· Section 21: concurrent use of confusing marks

· Mark that is incontestable (ie. Past 5 years) and a party used the mark in good faith prior to the application

· If not contrary to public interest, court can issue an order allowing use to a particular area

· Section 32: territorially-restricted marks

· Marks that have acquired distinctiveness in a particular area

· Section 67: Newfoundland marks

· Marks that were registered in NFLD prior to 1949 are preserved

[bookmark: _Toc322213485]Section 20 – Confusing Trademark

· Exclusive use is deemed to be infringed if the person uses a confusing trademark

· Key is confusion (Mido) – Section 6(5) and all the factors

· Use of a trademark in a different category of wares can still be confusion and thus infringing (Bonus – canned dog food case)

· Exceptions: (narrowly interpreted by the courts)

· But cannot be likely to depreciate the value of the goodwill of trademark

a) Bona fide use of personal name as trade-name

b) Bona fide use of either: geographical name of place of business or accurate description of character/quality (but not as a trademark)

· Giving more of the item and calling it “Bonus” is not descriptive of character/quality (Bonus)

[bookmark: _Toc322213486]Grey Marketing

· Goods with the same trademark enter the Canadian market through importing

· Usually 2 scenarios:

· Canadian seller is a licensee of the trademark (trademark owned by mfr) (Smith & Nephew) – aka exhaustion theory

· Licensee cannot assert rights against other persons importing/distributing/selling goods with the same trademark that are put into the market by the manufacturer

· Except in exceptional case as mentioned in Imperial Tobacco v Bonnan by the House of the Lords

· Seem to suggest that they had an undertaking not to sell the goods elsewhere and if the defendant ends up selling it elsewhere, there will be a claim under the trademark laws (or should it be breach of k)?

· Exception also for cases of goods obtained illegally or contractual obligated not to sell there

· In such case there is no deception of origin, it is the manufacturer

· if the goods are different quality or creating unfair competition, take the problem to the manufacturer

· No common law right of passing off in Federal Court (but likely no rights in provincial superior courts either)

· Passing off can only be brought by owner of such goodwill

· Defenses available against the owner of the trademark is equally available against the licensee

· Canadian seller is an assignee of the trademark  (Heinz)

· Possible to have a claim for trademark infringement against imports, but this case might turn on its specific facts (ie. the local goods were tailored for Canada and used Canadian tomatoes) -> in such case there is a likelihood of confusion

[bookmark: _Toc322213487]Depreciation of Goodwill – Section 22

Depreciation of goodwill

    22. (1) No person shall use a trade-mark registered by another person in a manner that is likely to have the effect of depreciating the value of the goodwill attaching thereto.



Action in respect thereof

    (2) In any action in respect of a use of a trade-mark contrary to subsection (1), the court may decline to order the recovery of damages or profits and may permit the defendant to continue to sell wares marked with the trade-mark that were in his possession or under his control at the time notice was given to him that the owner of the registered trade-mark complained of the use of the trade-mark.



· Not a case of confusion, but where a trademark is used in a way that will depreciate the goodwill

· Usually an attempt to recover if Section 19/20 fails

· Onus of proof on the defendant to establish a likelihood of depreciation of goodwill

· Depreciation is a “super weapon”, and in the interest of fair competition must be kept in check

· Section 22 evidence may not be the same evidence as Section 19/20 – must consider this early at trial just in case it goes on appeal



[bookmark: _Toc322213488]Test

· Does not require a demonstration that use of both marks in same geographic area would lead to confusion

· Show that the infringer made use of marks sufficiently similar to evoke in a relevant universe of consumers a mental association of the two marks that is likely to depreciate the value of the goodwill attaching to one of the marks (Clicquot)

· Essentially 2 elements based on the above: (use the test below)

1. A sufficiently similar mark was used, AND

2. The use depreciate the value of the goodwill

· Diminish in value can also include diminish in distinctiveness

· Proof of actual harm required in the USA, not in Canada – only likelihood required

· Elements of Section 22

· Defendant’s rights to freedom of expression does not extend to cases where goodwill is depreciated (Source Perrier)

· So spoofing is not a defense under Section 22, but this case was just 1 year after the Charter – so might be different today

1. Registered trademark was used in connection with wares or services by the defendant

· Regardless if the wares/services were competing

· Mental association, connection or link in the consumer’s minds between the 2 marks

2. Claimant’s mark is sufficiently well known to have significant goodwill attached to it

· Mark does not have to be well-known or famous (unlike in EU or US)

· But then it is impossible to depreciate goodwill that is non-existent

· “goodwill” is generally used to denote the benefit arising from connection and reputation and its value is what can be got for the chance of being able to keep that connection and improve it

· Take into account the following factors:

· Degree of recognition of the mark within the relevant universe of consumers

· Volume of sales and depth of market penetration of claimant’s products that bear the mark

· Extent and duration of advertising and publicity accorded the claimant’s mark

· Geographic reach of the claimant’s mark

· Degree of inherent or acquired distinctiveness

· Whether products associated with the claimant’s mark are confined to a narrow or specialized channel of trade or move in multiple channels

· Extent to which the mark is identified with a particular quality

3. Mark was used in a manner likely to have an effect on that goodwill

· Likelihood is a matter of evidence, not speculation

4. Likely effect would be to depreciate the value of claimant’s goodwill

· Disparagement is a possible source of depreciation

· But value can be lowered in other ways including lowering distinctiveness

· Creating negative association of the mark can be depreciation (Dallas Cowboys Cheerleaders US CASE)

· Section 22 is not limited to blurring and tarnishment

[bookmark: _Toc322213489]Unfair Competition

· Passing off is wider than infringement (s19/20), the courts will look at the surrounding circumstances

· Infringement, the courts only look at the marks

[bookmark: _Toc322213490]Passing Off at Common Law (Kirkbi)

· Tort that protects goodwill in a particular geographic area where the plaintiff has goodwill/reputation

· No man may pass off his goods as those of another

· Used to protect the community from unfair competition and unfair trading

· Can only be brought by owner of the goodwill, not the licensee(Smith & Nephew)

· In general it is a likelihood of confusion with consequential injury to the plaintiff (Orkin)

· Test

1. Goodwill	

· Claimant must establish goodwill in respect of the distinctiveness of the product

· So the public must know about this mark/product in order to have goodwill

· Must establish that the product has acquired a secondary meaning 

· Evidence of goodwill solely attached to techniques and processes which create the product WILL NOT DO

· Not required to be carrying on business in the jurisdiction to succeed in passing off action (Orkin)

· No need to do business in the jurisdiction, as long as there is reputation/goodwill in that jurisdiction

2. Misrepresentation creating confusion in the public

· Historically covers willful misrepresentation only

· But CURRENTLY covers negligent and careless misrepresentation

· Not required that the products be in direct competition (Orkin)

· It can still be misleading by using a mark that is known

· Bad faith may also play a part

· Test is really a link + confusion

3. Proof of damages

· Actual or potential damage

· Loss of control over the mark

· Cannot just speculate on damage

[bookmark: _Toc322213491]Extended Passing Off (Warnink, UK HL case)

· This case illustrates how passing off actions can took other forms of misrepresentation other than the deceptive use of trademark

· Goodwill can be injured by someone making goods of inferior quality but misrepresented as superior class or quality

· Suggesting businesses were connected with one another could also damage goodwill

· Five Characteristics of a valid cause of action for passing off

1. A misrepresentation

2. Made by a trader in the course of trade

3. To prospective customers of his or ultimate consumers of goods or services supplied by him

4. Which is calculated to injure the business or goodwill of another trader (in the sense that this is a reasonably foreseeable consequence)

5. Causes actual damage to a business or goodwill of the trader by whom the action is brought 

[bookmark: _Toc322213492]Statutory Passing off Under Section 7

7. No person shall



    (a) make a false or misleading statement tending to discredit the business, wares or services of a competitor;



    (b) direct public attention to his wares, services or business in such a way as to cause or be likely to cause confusion in Canada, at the time he commenced so to direct attention to them, between his wares, services or business and the wares, services or business of another;



    (c) pass off other wares or services as and for those ordered or requested;



    (d) make use, in association with wares or services, of any description that is false in a material respect and likely to mislead the public as to



        (i) the character, quality, quantity or composition,



        (ii) the geographical origin, or



        (iii) the mode of the manufacture, production or performance



    of the wares or services; or



    (e) do any other act or adopt any other business practice contrary to honest industrial or commercial usage in Canada.



· Codification of passing off at common law, for unregistered marks

· Can pursue under 7(b) or common law

· Must meet the same elements of common law of passing off, for Section 7(b)

· Some courts say that 7(b) requires a “trademark”, but under common law, the tort can extent to further than just a “trademark”

· Requires a reasonable probability of confusion in the minds of reasonable people

· Must have use of the same trade-mark or get-up in the same area of country in order to establish 7(b)

· 7(c) is interpreted as a prohibition against the substitution of other goods/services for those that were ordered

28
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A. [bookmark: _Toc322118088]INTRODUCTION

· Creature of statute nullifying any common law rights, exception breach of confidence/trust (s. 89)

· Copyright protects the expression of new ideas, not the ideas themselves

· Copyright arises automatically in works capable of protection

· Registration of copyright is optional

· No copyright in future works

[bookmark: _Toc322118089]Historical Development

· Pre-Gutenberg movable type printing press - reproduction of literary works was so onerous that copying was not an issue

· Post-Gutenberg 1500-1700, the Crown tightly controlled the use of printing presses in order to maintain censorship

· 1709: The first Copyright Act – The Statute of Anne – gave authors the sole right of printing copies of their works for 14 years from publication

· “A Bill for the Encouragement of Learning, and for Securing the Property of Copies of Books to the Rightful Owners thereof”, indicates the rationale behind it: shift from right of printers to authors  encourage production of new works and knowledge!

· Donaldson v. Beckett: authors had a CL copyright which upon publication was merged in the statutory right

· Though common law copyright has been abolished, the principle that copyright is about authorship remains

· As technology has progressed, copyright was been extended to cover other forms of expression – engravings, prints, lithographs, sculpture, dramatic works, paintings, drawings, photographs, musical works

· The Imperial Act of 1911 was enacted to facilitate adherence to the Berne Convention = repealed CL copyright.

· Canada’s first Copyright Act was enacted in 1868, but the Copyright Act of 1921 was modeled on the 1911 Imperial Act

· In 1952 Canada joined the Universal Copyright Convention

· 1988 brought Phase I amendments to the Copyright Act, and 1997 Phase II

· 1988 Phase I changes to Canadian Act – computer programs and moral rights clarified

· 1997 Phase II amendments – private copying; neighbouring rights

· Phase III Digital Rights – was to be initiated in 2001, but amendments yet to be implemented

· Bill C-11 may achieve this

[bookmark: _Toc322118090]International Protection

· Berne Convention is a multilateral copyright treaty having effect throughout most of the world

· Most foreign countries grant reciprocal protection for Canadian authors

· Affixation of the copyright symbol is not mandatory

· Berne Convention – 1886 and revisions

· National treatment; minimum protections; no formalities

· Universal Copyright Convention – 1952

· Countries that required formalities; shorter term

· Rome Convention – 1964

· Protection for neighbouring rights

· NAFTA – 1994

· TRIPS – 1996 – WTO countries

· Requires compliance with Berne

· WIPO Treaties - 1996

· Copyright Treaty

· Performances and Phonograms Treaty

· WIPO Copyright Treaty from 1996 not yet implemented

[bookmark: _Toc322118091]Bill C-11

· Photographs – repeal of specific provisions of s. 10 pertaining to term and ownership

· Fair dealing – new exceptions added for parody, satire and education

· New exception for user-generated content for non-commercial purposes

· New exceptions for making copies for private purposes and timeshifting 

· Technological protection measures (digital locks)

B. [bookmark: _Toc322118092]Private Copying Regime

· Recording of music work, sound recording, performer’s performance for private use onto a audio recording medium is not an infringement

· Key: what is an “audio recording medium”?

· Apple Canada v. Canadian Private Copying Collective

· “audio recording medium” is what was known to exist at the time, does not extend to recorder or similar devices

· Digital audio recorder is not a medium (but we can argue that the memory chips fall under the definition

· Rationale is that memory only becomes an “audio recording medium” if it is embedded into a digital audio recorder

· But digital audio recorder is not a “medium”

· If the definition does not capture MP3 players, then IPODs are arguably infringing?

[bookmark: _Toc322118093]Statutory Provisions

Definitions]

2.

“musical work” means any work of music or musical composition, with or without words, and includes any compilation thereof;



“performer’s performance” means any of the following when done by a performer:

(a) a performance of an artistic work, dramatic work or musical work, whether or not the work was previously fixed in any material form, and whether or not the work’s term of copyright protection under this Act has expired,

(b) a recitation or reading of a literary work, whether or not the work’s term of copyright protection under this Act has expired, or

(c) an improvisation of a dramatic work, musical work or literary work, whether or not the improvised work is based on a pre-existing work;



“sound recording” means a recording, fixed in any material form, consisting of sounds, whether or not of a performance of a work, but excludes any soundtrack of a cinematographic work where it accompanies the cinematographic work;



79. In this Part,

 “audio recording medium” means a recording medium, regardless of its material form, onto which a sound recording may be reproduced and that is of a kind ordinarily used by individual consumers for that purpose, excluding any prescribed kind of recording medium;

 “blank audio recording medium” means

(a) an audio recording medium onto which no sounds have ever been fixed, and

(b) any other prescribed audio recording medium;

Where no infringement of copyright

80. (1) Subject to subsection (2), the act of reproducing all or any substantial part of

(a) a musical work embodied in a sound recording,

(b) a performer’s performance of a musical work embodied in a sound recording, or

(c) a sound recording in which a musical work, or a performer’s performance of a musical work, is embodied

onto an audio recording medium for the private use of the person who makes the copy does not constitute an infringement of the copyright in the musical work, the performer’s performance or the sound recording.

Limitation

(2) Subsection (1) does not apply if the act described in that subsection is done for the purpose of doing any of the following in relation to any of the things referred to in paragraphs (1)(a) to (c):

(a) selling or renting out, or by way of trade exposing or offering for sale or rental;

(b) distributing, whether or not for the purpose of trade;

(c) communicating to the public by telecommunication; or

(d) performing, or causing to be performed, in public.

[bookmark: _Toc322118094]C. SUBSISTENCE OF COPYRIGHT

Conditions for subsistence of copyright



5. (1) Subject to this Act, copyright shall subsist in Canada, for the term hereinafter mentioned, in every original literary, dramatic, musical and artistic work if any one of the following conditions is met:



(a) in the case of any work, whether published or unpublished, including a cinematographic work, the author was, at the date of the making of the work, a citizen or subject of, or a person ordinarily resident in, a treaty country;



(b) in the case of a cinematographic work, whether published or unpublished, the maker, at the date of the making of the cinematographic work,



(i) if a corporation, had its headquarters in a treaty country, or

(ii) if a natural person, was a citizen or subject of, or a person ordinarily resident in, a treaty country; or



(c) in the case of a published work, including a cinematographic work,



(i) in relation to subparagraph 2.2(1)(a)(i), the first publication in such a quantity as to satisfy the reasonable demands of the public, having regard to the nature of the work, occurred in a treaty country, or

(ii) in relation to subparagraph 2.2(1)(a)(ii) or (iii), the first publication occurred in a treaty country.



[bookmark: _Toc322118095]1. Authorship 

1. Who is the author of the works?

· Generally question of fact

· Except where statute deems author:

· Note use the statutory use of “maker”, “performer”, “broadcaster”

· Section 10: photographs are owned by either owner of the initial negative (when there is negative) or owner of the initial photograph (when there is no negative)

(2) The person who

(a) was the owner of the initial negative or other plate at the time when that negative or other plate was made, or

(b) was the owner of the initial photograph at the time when that photograph was made, where there was no negative or other plate,

is deemed to be the author of the photograph and, where that owner is a body corporate, the body corporate is deemed for the purposes of this Act to be ordinarily resident in a treaty country if it has established a place of business therein.

· Usually authors are individuals but the Copyright Act can statutorily deem a person (including corporations) to be authors

· Author must be a citizen or resident of a treaty country or first publication in a treaty country

· Since Canada implemented the Agreement on Trade-related Aspects of Intellectual Property (TRIPS) in 1996 virtually all works are eligible for Canadian protection

2. Who is the first owner of the work?

· See Ownership section

· Sound Recording – defined independently from copyright in a literary, etc work so there is no need to deem the maker an author

· Independent status is given to maker’s copyright (s18(1))

· Neighboring right – a right that stems from issuing a work in a particular form

· Copyright in sound recordings is a neighboring right

· Performance rights – s15(1)

· Performer and makers have right to remuneration for performance of a sound recording or communication of a sound recording (s.19)

· Broadcast rights – communication signals (s21(1))

· Authorship helps determine the term of the copyright protection

· 50 years from the end of the year in which author died (s 6)

· Photographs are based on date of making (s10(1))

· Sound recordings are based on date of making (s23(1)(b))

· Cinematic work without dramatic character – date of first publication

· Cinematic work with dramatic character – life of author (s11.1)

[bookmark: _Toc322118096]2. Originality 

· “originality” requirement set by section 5

· Definition of original not defined in the statute but by common law

· Generally

· Threshold of originality required is low - a high degree of creative skill or artistic merit is not required

· Work must be the product of the author’s skill and judgment and must not be copied from another’s work

[bookmark: _Toc322118097]UK Standard

· originality is low, work need not be in original or novel form, just that it is not copied from another work (sweat of the brow approach) (UoL Press)

· “Original” does not mean that the work must be the expression of original or inventive thought, nor that the form of expression be in an original or novel form, but only that the work must not be copied from another work -- that it should originate from the author

[bookmark: _Toc322118098]American Standard

· Feist Publications

· no valid copyright in facts, which are merely discovered and not created

· “originality” only requires that author makes the selection and arrangement independently and that it displays some minimal level of creativity

· Compilations of phone book not protectable

[bookmark: _Toc322118099]Canadian Standard

· CCH

· Middle ground of UK and American

· American cases are not directly transferable to Canada

· the originality requirement must apply to the expressive element of the work and not the idea 

· creativity (in the sense of novel or unique) is not required for originality

· To be original the work must not be copied from another work, and the work must be the product of an author’s exercise of skill and judgment

· skill = the use of one's knowledge, developed aptitude or practised ability in producing the work.

· judgment = the use of one's capacity for discernment or ability to form an opinion or evaluation by comparing different possible options in producing the work. 

· Involves intellectual effort and not trivial that it could be characterized as a purely mechanical exercise

[bookmark: _Toc322118100]3. Fixation

· State does not require fixation under every case, except (for example):

· Computer program, dramatic work, musical work (before 1993 amendment)

· Fixation is a common law requirement imposed by the courts

· Mostly an evidentiary concern because copyright should not protect ideas

· it flows from the fact that copyright only protects the expression of ideas that a work must also be in a fixed material form to attract © protection (CCH)

· “fixation” distinguishes works capable of being copyrighted from general ideas that are the common intellectual “property” of everyone (Theberge)

· Test

· for copyright to subsist in a work, it must be expressed to some extent at least in some material form, capable of identification and having a more or less permanent endurance (Cdn Admiral – although case was fixed statutorily to protect these broadcasts that are not fixed) or recorded in some reasonably permanent form (Theberge – fixed in ink and not the paper)

· the law will not intervene to protect something which is not definite and ascertainable

· oral interviews are not fixed (Gould Estate)

· refixation is not multiplication  no infringement (Theberge)

· Exceptions

· Copyright does not apply to transient occurrences such as sporting events or live performances, although a film, videotape or broadcast of the event would be protected – because it is not fixed (Cdn Admiral)

· Issue resolved by statute – s. 3(1.1) simultaneous fixation of telecommunication is deemed fixed

· A work that is communicated in the manner described in paragraph (1)(f)[communicate the work to the public by telecommunication] is fixed even if it is fixed simultaneously with its communication.

· Some rights also do not require fixation as explicitly in statute (s 15,21)

· Performer’s performances and communication signals

[bookmark: _Toc322118101]4. Works

· Works are generally a communication of some meaning 

“work” includes the title thereof when such title is original and distinctive;

[bookmark: _Toc322118102](a) literary works



“literary work” includes tables, computer programs, and compilations of literary works;



· literary work is intended to afford either information and instruction, or pleasure in the form of literary enjoyment (UoL Press, Exxon)

· “Literary” seems to be used in a sense somewhat similar to the use of the word “literature” in political or electioneering literature and refers to written or printed matter (just having something written or printed is not sufficient)

· Sufficient if literary sense of functionally assisting, guiding or pointing the way to some end, but not sufficient if just words (Bulman)

· no one can claim monopoly rights in the use of a word or name (Exxon)

· title is included as a work that is protectable, but generally need some special characteristics to be copyright protectable

· title alone is not proper subject matter of copyright

· Can have infringement by taking of plot or character, if characters are sufficiently well developed or the plots correspond closely: (Nichols)

· Even if there is no direct taking of literal dialogue

· The court said the protection cannot be limited literally to the text, otherwise people might workaround (but then this extends copyright protection beyond expression and protects the ideas indirectly)

[bookmark: _Toc322118103](a.1) compilations

“compilation” means

(a) a work resulting from the selection or arrangement of literary, dramatic, musical or artistic works or of parts thereof, or

(b) a work resulting from the selection or arrangement of data;



· For a copyright to subsist in a compilation, there must be a literary sense of functionally assisting, guiding, or pointing the way to some end – the imparting of intelligible information is not a fundamental requirement (Bulman – case of accounting forms)

· having it written or printed is not enough to be a literary work

· key: consider if defendant had taken more than just information/facts, but rather the labour and skill which went into the compilation (BC Jockey Club)

· indirectly the law may be extending to protect the idea if amount copied was substantial

· “novel facts” could attract protection

· Where was the author’s skill and judgment applied? Was that taken?

· Ie. selection of facts could be the originality

[bookmark: _Toc322118104](a.2) computer programs 



“computer program” means a set of instructions or statements, expressed, fixed, embodied or stored in any manner, that is to be used directly or indirectly in a computer in order to bring about a specific result;

· Source code and object code (even if burned onto silicon) is protected (Apple)

· Idea/Expression Dichotomy

· copyright protects expression, but not the underlying ideas

· exception: Merger doctrine

· where there is only one way of expressing an idea, copyright would provide a monopoly over the idea itself, and therefore should not extend to protect such expression (ie. common code)

· how to tell between ideas and expression?

· Abstraction-Filtration-Comparison test (Computer Associates – 2nd circuit court of federal appeals, not the law in Canada, but helpful) – objective is to separate ideas from what is protectable and compare

· ABSTRACTION

· levels of abstraction

· program’s main purpose

· system architecture

· various abstract data types

· various algorithms and data structures

· source code

· object code

· FILTRATION

· elements dictated by efficiency

· if the idea can only be expressed in one way, that expression can’t be protected [MERGER]

· functional elements are not protected

· nor elements dictated by external factors e.g. scenes a faire, would be included in every treatment of the subject matter, couldn’t write the program without certain components

· elements in the public domain

· COMPARISON

· Did the defendant copy any aspect of the protected expression? 

· What is the relative importance of the copied section?

· Canadian Position (Delrina, applying Ladbroke[HL])

· Proof of copying/access required, mere similarities is not enough

1. Is the work copyright protected? (ie. original, etc)

2. Did the appellate reproduced a substantial part of the work (as a whole)?

· considerations

· Whether a part is substantial must be decided by its quality rather than just quantity (consider both)

· functional considerations

· idea/expression mergers

· Fact that something is an idea, is dictated by function, efficiency or external factors, or is taken from the public domain may be considered in assessing substantiality

· Merger doctrine – if one or only a few ways to express idea, cannot give copyright holder a monopoly on the idea

· Reproduction of a unoriginal part will normally not be substantial

· No point in dissection it into component parts instead of looking at it as a whole

· Difference Between Canada and USA

· Difference is the order: abstraction-comparison-filtration

[bookmark: _Toc322118105](b) dramatic works 

“dramatic work” includes



(a) any piece for recitation, choreographic work or mime, the scenic arrangement or acting form of which is fixed in writing or otherwise,

(b) any cinematographic work, and [see below]

(c) any compilation of dramatic works;





· Statute was changed in 1994 – now whether a cinematographic work contains a dramatic character determines the term

· Some story or plot – thread of consecutively related events

· Or some element of drama in the scenes

· It was previously held that live telecasts were not dramatic works but merely an electronic telescope (Canadian admiral)

· Can have infringement by taking of plot or character, if characters are sufficiently well developed or the plots correspond closely: (Nichols)

· Even if there is no direct taking of literal dialogue

· The court said the protection cannot be limited literally to the text, otherwise people might workaround (but then this extends copyright protection beyond expression and protects the ideas indirectly)

[bookmark: _Toc322118106](b.1) cinematographic works 

“cinematographic work” includes any work expressed by any process analogous to cinematography, whether or not accompanied by a soundtrack;

· Statute previously said “produced by” vs “expressed by”  arguably should overrule the idea that live webcast is not cinematographic work (Canadian Admiral)

· In that case they considered that live webcasts were not cinematographic works

[bookmark: _Toc322118107] (c) musical works 

[bookmark: _Toc322118108](d) artistic works

“artistic work” includes paintings, drawings, maps, charts, plans, photographs, engravings, sculptures, works of artistic craftsmanship, architectural works, and compilations of artistic works;

“architectural work” means any building or structure or any model of a building or structure;



· Architectural work

· Some older cases held no copyright in plans for fairly standard home

· Some older cases had required artistic merit or element of uniqueness

· “architectrual work of art” repealed

· For architectural work, sufficient that an attempt has been made to produce venustas (beauty) and some originality displayed

· ownership of copyright in architectural work is in the author of the plans, not builder or purchaser

· functional artistic work (not all artistic works are protectable)

· artistic work must be intended to have an appeal to the aesthetic senses, not just an incidental appeal but as an important or one of the important objects for which the work is brought into being (Cuisenaire)

· functional productions in the scientific domain not protectable (read the definition of work)

· examples:

· Copyright in book does not protect underlying system: Baker v. Selden

· No copyright in cardboard pattern for measuring ladies' dress sleeves (ie. tools that seem artistic not protected):  Hollinrake v. Truswell   

· a 2D work can be infringed by a 3D reproduction -- King Features

[bookmark: _Toc322118109](d) artistic works vs industrial designs

Non-infringement re certain designs

(2) Where copyright subsists in a design applied to a useful article or in an artistic work from which the design is derived and, by or under the authority of any person who owns the copyright in Canada or who owns the copyright elsewhere,

(a) the article is reproduced in a quantity of more than fifty, or

(b) where the article is a plate, engraving or cast, the article is used for producing more than fifty useful articles,



it shall not thereafter be an infringement of the copyright or the moral rights for anyone



(c) to reproduce the design of the article or a design not differing substantially from the design of the article by

(i) making the article, or

(ii) making a drawing or other reproduction in any material form of the article, or

(d) to do with an article, drawing or reproduction that is made as described in paragraph (c) anything that the owner of the copyright has the sole right to do with the design or artistic work in which the copyright subsists.



Exception

(3) Subsection (2) does not apply in respect of the copyright or the moral rights in an artistic work in so far as the work is used as or for

(a) a graphic or photographic representation that is applied to the face of an article;

(b) a trade-mark or a representation thereof or a label;

(c) material that has a woven or knitted pattern or that is suitable for piece goods or surface coverings or for making wearing apparel;

(d) an architectural work that is a building or a model of a building;

(e) a representation of a real or fictitious being, event or place that is applied to an article as a feature of shape, configuration, pattern or ornament;

(f) articles that are sold as a set, unless more than fifty sets are made; or

(g) such other work or article as may be prescribed by regulation.





· Industrial design basics:

· Protects features of shape, configuration, pattern and/or ornament that appeal to and are judged solely by the eye

· Monopoly right:  make, import, sell, rent

· System of government registration

· Apply on a country-by-country basis

· Limitation period for filing application:  one year in Canada, US

· Most countries, no grace period

· Limited term – 10 years in Canada

· Not copyright infringement if design already used in more than 50 places

[bookmark: _Toc322118110]D. SOME OF THE RIGHTS COMPRISING COPYRIGHT IN A WORK 

[bookmark: _Toc322118111]1. To reproduce 

· No reproduction without multiplication (Theberge)

· Consider the substantial reproduction test in Ladbroke

[bookmark: _Toc322118112]2. To Perform in Public 

· Canadian Cable TV v. Copyright Board

· “in public” means openly, without concealment and to the knowledge of all

· see s. 2.3 – now communicating work to public by telecommunication not performing or delivering work in public, nor is it authorization to do that act

· Overruled Cdn Admiral v. Rediffusion – looked at nature of audience

· Broadcast to many private homes not “in public”

[bookmark: _Toc322118113]3. To make contrivances for mechanical performance or delivery 

· “mechanical” that is applied:  “acting, worked or produced by a machine or mechanism” (Warner Bros)

· Videotap is considered a mechanical contrivance

[bookmark: _Toc322118114]Warner Bros.-Seven Arts Inc. and Warner Bros.-Seven Arts Ltd. v. CESM-TV Ltd. 

· “communication to the public by telecommunication”

· Whether download a video game that includes a musical work is a communication of that musical work to the public by telecommunication [yes]

· Whether the download or stream of a musical work is a communication to the public by telecommunication [yes]

[bookmark: _Toc322118115]E. MORAL RIGHTS IN A WORK 

Moral rights

14.1 (1) The author of a work has, subject to section 28.2, the right to the integrity of the work and, in connection with an act mentioned in section 3, the right, where reasonable in the circumstances, to be associated with the work as its author by name or under a pseudonym and the right to remain anonymous.



No assignment of moral rights

(2) Moral rights may not be assigned but may be waived in whole or in part.



No waiver by assignment

(3) An assignment of copyright in a work does not by that act alone constitute a waiver of any moral rights.



Effect of waiver

(4) Where a waiver of any moral right is made in favour of an owner or a licensee of copyright, it may be invoked by any person authorized by the owner or licensee to use the work, unless there is an indication to the contrary in the waiver.



Nature of right of integrity

28.2 (1) The author’s right to the integrity of a work is infringed only if the work is, to the prejudice of the honour or reputation of the author,

(a) distorted, mutilated or otherwise modified; or

(b) used in association with a product, service, cause or institution.



Where prejudice deemed

(2) In the case of a painting, sculpture or engraving, the prejudice referred to in subsection (1) shall be deemed to have occurred as a result of any distortion, mutilation or other modification of the work.



When work not distorted, etc.

(3) For the purposes of this section,

(a) a change in the location of a work, the physical means by which a work is exposed or the physical structure containing a work, or

(b) steps taken in good faith to restore or preserve the work shall not, by that act alone, constitute a distortion, mutilation or other modification of the work.



· Moral rights apply to copyrighted works, not neighboring rights

· Modification without reproduction is moral rights problem (Theberge)

· Lifting ink to another structure not moral rights infringement

· Leaving out name could be

· Moral rights gives owners right to be named

· Right of paternity: the right to claim authorship of a work or to deny association with a work

· Right of integrity: the right to prevent modification or mutilation of a work, particularly important in the sphere of artistic works

· Moral rights limited by reasonableness (Theberge)

· Can consider author’s subjective views, so long as reasonably arrived at (Snow)

· Descend to author's heirs on death

· Moral rights can be waived (writing or no writing), but cannot be assigned (s14.1(2))

· Moral rights subsist for the same term as copyright (s14.2)

· When is there an infringement of moral rights? (s28.2)

· Prejudice of the honor/reputation of the author through distorting, mutiliating or modifying the work OR using it in association with a product/service

· Exceptions:

· Deemed prejudice when modifying painting, sculpture or engraving

· Change in location or good faith restoration is not a distortion

[bookmark: _Toc322118116]F. NEIGHBOURING RIGHTS 

[bookmark: _Toc322118117]Term

Term of rights

23. (1) Subject to this Act, the rights conferred by sections 15, 18 and 21 terminate fifty years after the end of the calendar year in which

(a) in the case of a performer’s performance,

(i) its first fixation in a sound recording, or

(ii) its performance, if it is not fixed in a sound recording,

occurred;

(b) in the case of a sound recording, the first fixation occurred; or

(c) in the case of a communication signal, it was broadcast.



Term of right to remuneration

(2) The rights to remuneration conferred on performers and makers by section 19 have the same terms, respectively, as those provided by paragraphs (1)(a) and (b).



Application of subsections (1) and (2)

(3) Subsections (1) and (2) apply whether the fixation, performance or broadcast occurred before or after the coming into force of this Part.



· Performers’ right

· 50 years from end of calendar year in which first fixation or unfixed performance occurred

· Sound Recordings

· 50 years from end of calendar year in which first fixation occurred

· Communication Signals

· 50 years from end of calendar year in which broadcast



[bookmark: _Toc322118118]1. Performers’ Rights (Copyright in Performer’s Performances) 

“performer’s performance” means any of the following when done by a performer:

(a) a performance of an artistic work, dramatic work or musical work, whether or not the work was previously fixed in any material form, and whether or not the work’s term of copyright protection under this Act has expired,

(b) a recitation or reading of a literary work, whether or not the work’s term of copyright protection under this Act has expired, or

(c) an improvisation of a dramatic work, musical work or literary work, whether or not the improvised work is based on a pre-existing work;



Copyright in performer’s performance

15. (1) Subject to subsection (2), a performer has a copyright in the performer’s performance, consisting of the sole right to do the following in relation to the performer’s performance or any substantial part thereof:

(a) if it is not fixed,

(i) to communicate it to the public by telecommunication,

(ii) to perform it in public, where it is communicated to the public by telecommunication otherwise than by communication signal, and

(iii) to fix it in any material form,

(b) if it is fixed,

(i) to reproduce any fixation that was made without the performer’s authorization,

(ii) where the performer authorized a fixation, to reproduce any reproduction of that fixation, if the reproduction being reproduced was made for a purpose other than that for which the performer’s authorization was given, and

(iii) where a fixation was permitted under Part III or VIII, to reproduce any reproduction of that fixation, if the reproduction being reproduced was made for a purpose other than one permitted under Part III or VIII, and

(c) to rent out a sound recording of it,

and to authorize any such acts.



Conditions

(2) Subsection (1) applies only if the performer’s performance

(a) takes place in Canada or in a Rome Convention country;

(b) is fixed in

(i) a sound recording whose maker, at the time of the first fixation,

(A) if a natural person, was a Canadian citizen or permanent resident within the meaning of subsection 2(1) of the Immigration and Refugee Protection Act, or a citizen or permanent resident of a Rome Convention country, or

(B) if a corporation, had its headquarters in Canada or in a Rome Convention country, or

(ii) a sound recording whose first publication in such a quantity as to satisfy the reasonable demands of the public occurred in Canada or in a Rome Convention country; or

(c) is transmitted at the time of the performer’s performance by a communication signal broadcast from Canada or a Rome Convention country by a broadcaster that has its headquarters in the country of broadcast.



Publication

(3) The first publication is deemed to have occurred in a country referred to in paragraph (2)(b) notwithstanding that it in fact occurred previously elsewhere, if the interval between those two publications does not exceed thirty days.



Right to remuneration

19. (1) Where a sound recording has been published, the performer and maker are entitled, subject to section 20, to be paid equitable remuneration for its performance in public or its communication to the public by telecommunication, except for any retransmission.



· if not fixed

· right to communicate to the public by telecommunication

· to perform in public by non-broadcast telecommunication

· to fix in any material form

· if fixed

· right to reproduce unauthorized fixation 

· to reproduce unauthorized uses of authorized fixation

· to rent out

· equitable compensation for sound recording

· not a right to prevent public performance

· entitlement to equitable remuneration for musical works used in movies and TV shows [no]

· Soundtrack specifically excluded from definition of “sound recording” in the Act

[bookmark: _Toc322118119]2. Copyright in Sound Recordings 

“sound recording” means a recording, fixed in any material form, consisting of sounds, whether or not of a performance of a work, but excludes any soundtrack of a cinematographic work where it accompanies the cinematographic work;



Copyright in sound recordings

18. (1) Subject to subsection (2), the maker of a sound recording has a copyright in the sound recording, consisting of the sole right to do the following in relation to the sound recording or any substantial part thereof:

(a) to publish it for the first time,

(b) to reproduce it in any material form, and

(c) to rent it out,

and to authorize any such acts.



Conditions for copyright

(2) Subsection (1) applies only if

(a) the maker of the sound recording was a Canadian citizen or permanent resident within the meaning of subsection 2(1) of the Immigration and Refugee Protection Act, or a citizen or permanent resident of a Berne Convention country, a Rome Convention country or a country that is a WTO Member, or, if a corporation, had its headquarters in one of the foregoing countries,

(i) at the date of the first fixation, or

(ii) if that first fixation was extended over a considerable period, during any substantial part of that period; or

(b) the first publication of the sound recording in such a quantity as to satisfy the reasonable demands of the public occurred in any country referred to in paragraph (a).



Publication

(3) The first publication is deemed to have occurred in a country referred to in paragraph (2)(a) notwithstanding that it in fact occurred previously elsewhere, if the interval between those two publications does not exceed thirty days.



· right to publish for the first time, reproduce in any material form, or rent (and to authorize such acts)

· right to remuneration for public performance or communication to the public by telecommunication (split 50/50 with performer/maker) (s. 19)

[bookmark: _Toc322118120]3. Broadcaster’s Copyright in a Communication Signal 

“communication signal” means radio waves transmitted through space without any artificial guide, for reception by the public;



Copyright in communication signals

21. (1) Subject to subsection (2), a broadcaster has a copyright in the communication signals that it broadcasts, consisting of the sole right to do the following in relation to the communication signal or any substantial part thereof:

(a) to fix it,

(b) to reproduce any fixation of it that was made without the broadcaster’s consent,

(c) to authorize another broadcaster to retransmit it to the public simultaneously with its broadcast, and

(d) in the case of a television communication signal, to perform it in a place open to the public on payment of an entrance fee,

and to authorize any act described in paragraph (a), (b) or (d).



Conditions for copyright

(2) Subsection (1) applies only if the broadcaster

(a) at the time of the broadcast, had its headquarters in Canada, in a country that is a WTO Member or in a Rome Convention country; and

(b) broadcasts the communication signal from that country.



Exception

(3) Notwithstanding subsection (2), if the Minister is of the opinion that a Rome Convention country or a country that is a WTO Member does not grant the right mentioned in paragraph (1)(d), the Minister may, by a statement published in the Canada Gazette, declare that broadcasters that have their headquarters in that country are not entitled to that right.



· right to fix it, reproduce any unauthorized fixation, authorize simultaneous retransmission, perform TV broadcast in public for an entrance fee

[bookmark: _Toc322118121]G. OWNERSHIP AND ASSIGNMENT

Ownership of copyright

13. (1) Subject to this Act, the author of a work shall be the first owner of the copyright therein.



Engraving, photograph or portrait

(2) Where, in the case of an engraving, photograph or portrait, the plate or other original was ordered by some other person and was made for valuable consideration, and the consideration was paid, in pursuance of that order, in the absence of any agreement to the contrary, the person by whom the plate or other original was ordered shall be the first owner of the copyright.



Work made in the course of employment

(3) Where the author of a work was in the employment of some other person under a contract of service or apprenticeship and the work was made in the course of his employment by that person, the person by whom the author was employed shall, in the absence of any agreement to the contrary, be the first owner of the copyright, but where the work is an article or other contribution to a newspaper, magazine or similar periodical, there shall, in the absence of any agreement to the contrary, be deemed to be reserved to the author a right to restrain the publication of the work, otherwise than as part of a newspaper, magazine or similar periodical.



Assignments and licences

(4) The owner of the copyright in any work may assign the right, either wholly or partially, and either generally or subject to limitations relating to territory, medium or sector of the market or other limitations relating to the scope of the assignment, and either for the whole term of the copyright or for any other part thereof, and may grant any interest in the right by licence, but no assignment or grant is valid unless it is in writing signed by the owner of the right in respect of which the assignment or grant is made, or by the owner’s duly authorized agent.



Ownership in case of partial assignment

(5) Where, under any partial assignment of copyright, the assignee becomes entitled to any right comprised in copyright, the assignee, with respect to the rights so assigned, and the assignor, with respect to the rights not assigned, shall be treated for the purposes of this Act as the owner of the copyright, and this Act has effect accordingly.



Assignment of right of action

(6) For greater certainty, it is deemed always to have been the law that a right of action for infringement of copyright may be assigned in association with the assignment of the copyright or the grant of an interest in the copyright by licence.



Exclusive licence

(7) For greater certainty, it is deemed always to have been the law that a grant of an exclusive licence in a copyright constitutes the grant of an interest in the copyright by licence.



Limitation where author is first owner of copyright

14. (1) Where the author of a work is the first owner of the copyright therein, no assignment of the copyright and no grant of any interest therein, made by him, otherwise than by will, after June 4, 1921, is operative to vest in the assignee or grantee any rights with respect to the copyright in the work beyond the expiration of twenty-five years from the death of the author, and the reversionary interest in the copyright expectant on the termination of that period shall, on the death of the author, notwithstanding any agreement to the contrary, devolve on his legal representatives as part of the estate of the author, and any agreement entered into by the author as to the disposition of such reversionary interest is void.



Restriction

(2) Nothing in subsection (1) shall be construed as applying to the assignment of the copyright in a collective work or a licence to publish a work or part of a work as part of a collective work.

[bookmark: _Toc322118122]Ownership 

· Author of the work is ordinarily the first owner of copyright

· Except: ss13(2) and 13(3)

· Photographs

· Made for valuable consideration as ordered, then ordering person is first owner, unless there is an alternative agreement

· Section 10: photographs are owned by either owner of the initial negative (when there is negative) or owner of the initial photograph (when there is no negative)

· Employment

· Consider contrast with independent contractor

· Made in the course of employment, unless there is an alternative agreement, owned by the employer

· When it is a newspaper/magazine contribution right to publish is restrained (except for newspaper/magazine publication), unless there is alternative agreement

· Key: determine if there was employment (ie. contract of service) – if not, there may still be an equitable assignment (UoL Press)

· Test for employment (ie. contract of service vs contract for service)

· “control test” of whether employer exercises control over how work performed does not work well in context of skilled employees

· Indicia of contract for service include power of selection, power of dismissal and suspension, payment of wages, right to exclusive service, right to determine place of work and nature of work, provision of tools and equipment

· More modern tests are multifactorial 

· Entrepreneur test:  is employee in business for his own account?

· Consider ownership of tools, chance at profit or risk of loss, who hires and pays any helpers

· Integration or Organizational test: consider if employee employed as integral part of employer’s business, or only accessory thereto [difficult to apply]

· Distinguish:  ship’s master, chauffeur and reporter on staff of newspaper have contract of service, versus a ship’s pilot, a taximan and a newspaper contributor are under a contract for services

· Skilled persons may still be employees even if there was no “control” (Beloff)

· Cinematographic Work

· author of cinematographic work undefined

· producer or director or both 

· s. 2 “maker” person by whom arrangements necessary for the making of the work are undertaken

· legal owners must be joined as parties to any action (section 36(2))

Where copyright owner to be made party

(2) Where proceedings referred to in subsection (1) are taken by a person other than the copyright owner, the copyright owner must be made a party to those proceedings, except

(a) in respect of proceedings taken under section 44.1, 44.2 or 44.4;

(b) in respect of interlocutory proceedings unless the court is of the opinion that the interests of justice require the copyright owner to be a party; and

(c) in any other case, if the court is of the opinion that the interests of justice do not require the copyright owner to be a party.

[bookmark: _Toc322118123]Rights

3. (1) For the purposes of this Act, “copyright”, in relation to a work, means the sole right to produce or reproduce the work or any substantial part thereof in any material form whatever, to perform the work or any substantial part thereof in public or, if the work is unpublished, to publish the work or any substantial part thereof, and includes the sole right



(a) to produce, reproduce, perform or publish any translation of the work,

(b) in the case of a dramatic work, to convert it into a novel or other non-dramatic work,

(c) in the case of a novel or other non-dramatic work, or of an artistic work, to convert it into a dramatic work, by way of performance in public or otherwise,

(d) in the case of a literary, dramatic or musical work, to make any sound recording, cinematograph film or other contrivance by means of which the work may be mechanically reproduced or performed,

(e) in the case of any literary, dramatic, musical or artistic work, to reproduce, adapt and publicly present the work as a cinematographic work,

(f) in the case of any literary, dramatic, musical or artistic work, to communicate the work to the public by telecommunication,

(g) to present at a public exhibition, for a purpose other than sale or hire, an artistic work created after June 7, 1988, other than a map, chart or plan,

(h) in the case of a computer program that can be reproduced in the ordinary course of its use, other than by a reproduction during its execution in conjunction with a machine, device or computer, to rent out the computer program, and

(i) in the case of a musical work, to rent out a sound recording in which the work is embodied,



and to authorize any such acts.

[bookmark: _Toc322118124]Assignment

· Owner may assign or license under s.13(4) – assignment must be in writing

· License need not be in writing

· Exclusive licenses must be in writing signed by the owner, but non-exclusive licenses need not be in writing. This is because non-exclusive licenses grant no rights – they are merely agreements not to sue

· cannot legally transfer rights in a future work, agreement to assign future work is an equitable assignment (UoL Press)

[bookmark: _Toc322118125]Reversionary Interests

· Where author is first owner of ©, no assignment/grant made otherwise than by will is effective beyond 25 years from death of author

· Trick is to grant a license after 25 years or dispose by will
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“work of joint authorship” means a work produced by the collaboration of two or more authors in which the contribution of one author is not distinct from the contribution of the other author or authors;

· Test: (Neudorf)

1) a putative joint author must contribute original expression, not merely ideas

· Author is one who contributes to the form of the work

· Consider that “author” is free to accept or reject the mere suggestions or ideas of another (exercising choice)

2) the contribution of original expression must be significant and substantial (but need not be equal)

· Goal of preventing spurious claims

· Consider quality and quantity to assess significance

· In music,

· significant original expression to any of these parts (musical parts, drum parts, bass parts, acoustic parts, electric parts, background parts) can give rise to a claim of joint authorship

3) the authors must intend that the work be merged into a unitary whole (mutual intention)

· this satisfies the collaboration requirement under statute

· collaboration = common intention

· collaboration before work is fixed is not sufficient

· US Section 101 cases are relevant

· s. 101 requires “intention that contributions be merged into inseparable or interdependent parts of a unitary whole”

4) the authors must intend that the others are joint authors (mutual intention)

· Does not require they understand the legal consequences of that relationship

· Useful test:  in the absence of contractual agreements concerning listed authorship, would each participant intend that all would be identified as co-authors?
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		Type

		Section

		Term



		General

		6

		End of year of author’s death + 50



		Joint authors

		9

		End of year of death of last author + 50



		Posthumous works

		7

		See table below



		Anonymous

		6.1

		End of year of 1st publication + 50, or end of year of making + 75, whichever is shorter

UNLESS identify becomes commonly known  Section 6

If joint anonymous works, both must be anonymous at the beginning and if one becomes known  Section 9



		Photographs

		10

		End of year of making + 50 where owner is a corporation

Otherwise, general term in s.6 applies



		Dramatic works (without dramatic character)

		11.1

		If published, 50 years after end of calendar year of publication

If not published before expiration of 50 years of making, 50 years from end of that calendar year (which makes it 100 years)



		Dramatic works (with dramatic character) (Canadian Admiral)

		

		Life of author + 50



		Crown CR

		12

		End of year of publication + 50



		Non-works (neighbouring rights)

		23

		End of year of 1st fixation of performance, or the performance itself if unfixed, sound recording, or broadcast of communication signal



		Moral rights

		14.2

		Same as CR term







		Situation

		Rule



		An author died with an unpublished work which

his/her estate published before December 31, 1998.

		The work is protected for 50 years from the date it is published.



		An author died before December 31, 1948 with an

unpublished work which was not published on or before

December 31, 1998.

		The work is protected until December 31, 2003 (for 5 years following the end of 1998). It comes into the public domain on January 1, 2004.



		An author died on or after December 31, 1948 with an

unpublished work which was not published on or before

December 31, 1998.

		The work is protected until December 31, 2048 (for a period of fifty years following the end of 1998). It comes into the public domain on January 1, 2049.



		An author dies after December 31, 1998 with an unpublished work.

		The work is protected until the end of the year in which the author dies and for a period of fifty years following the end of that calendar year.
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· Registration is optional

· s. 53(1) registration is evidence of the particulars entered in it

· s. 53(2), registration is evidence

· that copyright subsists and 

· the registrant is the owner

· Registration rebuts an innocent infringement defence (s. 39(2))

· Only injunction is available if innocent infringement (39(1)) – but cannot defend as innocent infringement if there is registration

· Assignments can be recorded for priority purposes (s. 57(3))

· void against subsequent assignee/licensee unless registered

When assignment or licence is void

(3) Any assignment of copyright, or any licence granting an interest in a copyright, shall be adjudged void against any subsequent assignee or licensee for valuable consideration without actual notice, unless the prior assignment or licence is registered in the manner prescribed by this Act before the registering of the instrument under which the subsequent assignee or licensee claims.
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[bookmark: _Toc322118130]Generally

Infringement generally

27. (1) It is an infringement of copyright for any person to do, without the consent of the owner of the copyright, anything that by this Act only the owner of the copyright has the right to do.



Limitation period for civil remedies

41. (1) Subject to subsection (2), a court may not award a remedy in relation to an infringement unless

(a) in the case where the plaintiff knew, or could reasonably have been expected to know, of the infringement at the time it occurred, the proceedings for infringement are commenced within three years after the infringement occurred; or

(b) in the case where the plaintiff did not know, and could not reasonably have been expected to know, of the infringement at the time it occurred, the proceedings for infringement are commenced within three years after the time when the plaintiff first knew, or could reasonably have been expected to know, of the infringement.



Restriction

(2) The court shall apply the limitation period set out in paragraph (1)(a) or (b) only in respect of a party who pleads a limitation period.





· Infringement to do anything in Section 3 without consent of the owner

· Limitation period of 3 years from the time plaintiff knew or could reasonably expect to know of the infringement

· No reproduction without multiplication (Theberge)

[bookmark: _Toc322118131]Establishing Primary Infringement (Ladbroke)

· Must ordinarily prove access and substantial reproduction

· exclusive licensee cannot sue copyright owner for infringement (Kraft)

· Subconscious copying is still an infringement since there is no mens rea requirement

· Need to show proof of de facto familiarity with the original work (Bright Tunes)

1. Plaintiff is owner of copyright in the work

· Registration proves ownership (section 53(2))

· Cannot benefit from this if registered after infringement (Grignon)

· Mail yourself a copy in the mail (poor man’s copyright)

· Even if unregistered, author is presumed to be owner unless contrary is proven (34.1(b))

2. Whether plaintiff’s work as a whole is original

· Registration proves subsistence (section 53(2))

· Cannot benefit from this if registered after infringement (Grignon)

· Even if unregistered, copyright is presumed unless contrary is proven (34.1(a))

3. Whether the part taken is substantial

· Consider quality and quantity

· Look to any part to see if it is novel or striking or common

· Access must be proven but could be inferred through substantial similarity

· Ie. use fictious entries to assist

· Proof of similarity, coupled with proof of access, raises a prima facie case for the defendant to answer  (Francis Day)

· Access + substantial similarity = surprising similarity without other explanation = infringement

[bookmark: _Toc322118132]Establishing Secondary Infringement

Secondary infringement

27.(2) It is an infringement of copyright for any person to

(a) sell or rent out,

(b) distribute to such an extent as to affect prejudicially the owner of the copyright,

(c) by way of trade distribute, expose or offer for sale or rental, or exhibit in public,

(d) possess for the purpose of doing anything referred to in paragraphs (a) to (c), or

(e) import into Canada for the purpose of doing anything referred to in paragraphs (a) to (c),

a copy of a work, sound recording or fixation of a performer’s performance or of a communication signal that the person knows or should have known infringes copyright or would infringe copyright if it had been made in Canada by the person who made it.



· Requirements

1. There must be a primary infringement

2. person must know or should have known that the work is infringing

· registration can prove knowledge – 39(2)

· copyright notice also points towards knowledge

· receipt of a cease and desist letter (Roy Export)

3. must show secondary dealing (i.e. one of the acts enumerated in s. 27(2)

Importation

· a form of secondary infringement

· “would infringe copyright if it had been made in Canada by the person who made it.”

· Infringed by importing copies that would have been infringing, had they been made in Canada (Fly By Nite)

· Importation of a reproduction made under a foreign CR infringes Canadian CR where the foreign copy would infringe CR if it had been made in Canada by the person who made it

· But keep in mind limitations if there is a Canadian exclusive licensee vs assignee (Kraft)

· Exclusive licensee cannot sue but assignee can

· US first-sale doctrine?

[bookmark: _Toc322118133]Authorizing Infringement

· Similar to inducement in US Law

· UK approach is adopted in Canada (CCH)

· Australian approach in Moorehouse favours copyright holders too much – requires steps to prevent infringement

· Section 3 of Copyright Act says it is an infringement to “authorize” acts that are infringement (CCH)

· “authorize” means “sanction, approve and countenance”

· i.e. give approval to, sanction, permit; favour, encourage

· Can infer authorization from acts amounting to a sufficient degree of indifference

·  e.g. if ISP has notice it is hosting infringing content

· to grant to a third person, or purport to grant, the right to do the act complained of

· merely supplying the means which make infringement possible not enough if no control over the means

· Degree of control is a factor: Would reasonable person conclude that infringement was being approved or countenanced?

· Where there is no control over the means of copying, countenance means purporting to grant the right to infringe copyright

· Presumption that a person who authorizes an act does so only as far as is in accordance with the law (CCH)

· Ie. provide of copiers presume that the users are not infringing

[bookmark: _Toc322118134]Infringement on the Internet

· Key: the plaintiff tried to argue that ISPs are “telecommunicating to the public”

· s. 2.4(1)(b) protects those who serve as intermediaries

· “necessary” means reasonably useful and proper to achieve the benefits of enhanced economy and efficiency

· ISP protected so long as it does not engage in acts that relate to content

· knowledge of infringing nature of content is a factor to consider

· Consider also the impracticality (technical and economic) of monitoring the large amount of material disseminated via the Internet

· Potential liability for other functions of ISP

· Acting as host server

· Not liable where no knowledge of content

· But potentially liable for authorizing infringement to the extent ISP has notice of allegedly infringing content

· Caching 

· Content neutral

· Dictated by need to deliver faster and more economic service

· Therefore is “necessary” and falls within s. 2.4(1)(b)

· Providing hyperlinks

· Board found creation of an automatic hyperlink by a Canadian ISP attracts copyright liability

· Is not a communication, but authorizes communication by telecommunication

· s. 3(1)(f) – telecommunication to the public

· Internet communication is made “to the public” because files made available openly and without concealment, to be conveyed to all who might access

· s. 2.4(1)(b) – person does not communicate the work or other subject matter to the public if only act consist of providing the means of telecommunication necessary for another person to so communicate the work

· s. 2.3 – communication to public by telecommunication is not a performance in public

· ISPs (Tarriff 22)

· A “telecommunication” occurs when music transmitted from host server to end user.

· “Communicate” means to import or transmit.  Generally, only the person who posts a work communicates it (not ISP/recipient)

· When does a communication occur in Canada?

· Where there is a real and substantial connection between Canada and the communication

· Generally will suffice if either the sender or the recipient is in Canada

· Section 2.4(1)(b) protects those who serve as intermediaries

· “Necessary” means reasonably useful and proper to achieve the benefits of enhanced economy and efficiency

· ISP protected as long as it doesn’t engage in acts that relate to content

· E.g. acting as host server, use of caching are content neutral

· But embedding hyperlinks that automatically lead to a work may infringe

· Knowledge of infringing nature of content is a factor to consider

· SOCAN also tried to argue that ISPs authorized infringement

· Test for authorization set out in CCH – person does not authorize by authorizing the mere use of equipment that could be used to infringe ©.

· SUMMARY:

· Communication to the public occurs when a member of the public uses a browser to access the work or posts the work

· ISPs will not be liable as long as their service falls short of communicating a work or authorizing a communication

· Creation of hyperlink activated by the end user is not an authorization

· Automatic link to a 3rd party’s web page is an authorization of communication of the works on the linked site

· Communication occurs in Canada where there is a real and substantial connection to this country

[bookmark: _Toc322118135]Defenses to Infringement

1) No copyright – lack of subject matter, fixation, originality, entitlement

2) Common sources

· Would average lay observer, recognize the alleged copy as having been appropriated from the copyrighted work? (Preston)

· Explanation could be both drawing from common sources

3)  Alternative explanation for similarity (see e.g. Delrina)

4) Plaintiff not author or owner

5) Fair dealing (viewed as an exception, rather than a defence:  see CCH)

6) Innocent infringement NOT a defense (Bright Tunes)

[bookmark: _Toc322118136]Remedies for Infringement

1. s. 34 sets out available remedies

· Injunction, damages, accounts, delivery up and otherwise conferred by law for infringement of a right

· Equitable remedies:

· Injunction and delivery up (s39)

2. P can claim damages for its own loss and D’s profits:  s. 35

· Profits

· would the copyright owner have made the defendant’s profit? What would the copyright owner have charged for a license? (Kaffka)

· damages can include loss of ability to enhance reputation (Kaffka)

· nominal damages – not necessarily small, when plaintiff cannot quantify

· punitive/exemplary damages

· damages usually start from the typical license fee that would have been earned

· damages are at large, dealt with broadly as a matter of common sense, not minutely accurate (Kaffka)

Liability for infringement

35. (1) Where a person infringes copyright, the person is liable to pay such damages to the owner of the copyright as the owner has suffered due to the infringement and, in addition to those damages, such part of the profits that the infringer has made from the infringement and that were not taken into account in calculating the damages as the court considers just.



Proof of profits

(2) In proving profits,

(a) the plaintiff shall be required to prove only receipts or revenues derived from the infringement; and

(b) the defendant shall be required to prove every element of cost that the defendant claims.

3. Recovery of infringing copies:  s. 38

· Moral rights infringement cannot attract recovery options in Section 38 (Theberge)

· Moral rights violation != copyright infringement (economic rights)

4. Statutory damages:  s. 38.1 (election in lieu of 35(1) damages/profit)

· a sum of not less than $500 or more than $20,000 as the court considers just (for each infringement)

· innocent infringement  $500/$200min

· court may award less than $500 or $200 when:

· $500 or $200 is grossly out of proportion to the infringement, and

· more than one work or other subject-matter in a single medium

5. Innocent infringement:  injunction the only available remedy where D not aware of ©:  s. 39(1)

· Exception does not apply where copyright registered:  s. 39(2)

6. costs, pre- and post-judgment interest

[bookmark: _Toc322118137]1. Literary works 

· Characters are not protected by copyright unless well-known and recognized (Preston)

· Computer programs

· Apply substantial reproduction analysis

· Particular considerations:  functional or external limitations on expression, public domain materials, programming conventions

[bookmark: _Toc322118138]3. Musical works (Francis Day)

· Not determined by a note-for-note comparison, but is determined by the ear as well as the eye

· Time and rhythm as important as correspondence of notes

· Expert evidence of similarity often used

· Room for variation in popular music is small (Grignon)

· Recognition that small variations may be original

· And similarities may be explained by use of common techniques of composition

· Note: Complete identity of the works is NOT infringement if access was impossible (Grignon)

· Recognize that originality in the realm of popular music lies within a narrow scope – slight variations can be original (Grignon)

· Test (Grignon)

· First, there must be sufficient objective similarity between the infringing work and the copyright work or a substantial part thereof for the former to be properly described not necessarily identical with, but as a reproduction or adaptation of the latter. 

· Secondly, the copyright work must be a source from which the infringing work is derived. It need not be the direct source. There must be a causal connection between the copyright work

[bookmark: _Toc322118139]4. Artistic works 

· work in 3 dimensions can infringe copyright in 2 dimensional work

· Bear in mind overlap with industrial design protection (section 64)

· May not be an infringement of copyright to reproduce a useful article

· Or to apply features that are dictated solely by a utilitarian function of that article

[bookmark: _Toc322118140]Fair dealing exception 

Research or private study

29. Fair dealing for the purpose of research or private study does not infringe copyright.



Criticism or review

29.1 Fair dealing for the purpose of criticism or review does not infringe copyright if the following are mentioned:

(a) the source; and

(b) if given in the source, the name of the

(i) author, in the case of a work,

(ii) performer, in the case of a performer’s performance,

(iii) maker, in the case of a sound recording, or

(iv) broadcaster, in the case of a communication signal.



News reporting

29.2 Fair dealing for the purpose of news reporting does not infringe copyright if the following are mentioned:

(a) the source; and

(b) if given in the source, the name of the

(i) author, in the case of a work,

(ii) performer, in the case of a performer’s performance,

(iii) maker, in the case of a sound recording, or

(iv) broadcaster, in the case of a communication signal.



Motive of gain

29.3 (1) No action referred to in section 29.4, 29.5, 30.2 or 30.21 may be carried out with motive of gain.



Reproduction for instruction

29.4 (1) It is not an infringement of copyright for an educational institution or a person acting under its authority

(a) to make a manual reproduction of a work onto a dry-erase board, flip chart or other similar surface intended for displaying handwritten material, or

(b) to make a copy of a work to be used to project an image of that copy using an overhead projector or similar device

for the purposes of education or training on the premises of an educational institution.



Reproduction for examinations, etc.

(2) It is not an infringement of copyright for an educational institution or a person acting under its authority to

(a) reproduce, translate or perform in public on the premises of the educational institution, or

(b) communicate by telecommunication to the public situated on the premises of the educational institution

a work or other subject-matter as required for a test or examination.



Where work commercially available

(3) Except in the case of manual reproduction, the exemption from copyright infringement provided by paragraph (1)(b) and subsection (2) does not apply if the work or other subject-matter is commercially available in a medium that is appropriate for the purpose referred to in that paragraph or subsection, as the case may be.



· Copying for educational purposes (K-12) [no; appeal re: making short excerpts] 

· Balance and must be construed liberally – usually considered as user’s rights

· Justifications –must prove infringement first

· Onus is on defendant to raise exception

· Key: the dealing must be fair and fall under one of the categories



[bookmark: _Toc322118141]Was the dealing fair?

· Factors to consider in assessing fairness:  CCH

· Purpose of the dealing

· Must be allowable purpose; commercial use can still be fair

· Commercial might be less fair

· Character of the dealing

· e.g. making single copy and destroying after use 

· Amount of the dealing:  taking whole work generally not fair

· But no per se rule 

· In UoL Press, copying entire exams were not fair dealing

· Alternatives to the dealing

· But do not consider availability of a license as a factor

· Consider if alternative non-infringing work that can be used

· Nature of the work – published or unpublished

· Publication leads to wider dissemination, but not fair if work is confidential 

· Effect of the dealing on the copyright work

· e.g. does the copy compete with the market for the original work 

· Can consider the custom and practice of the industry.

· “good faith” = free from discrimination, dishonest, impartial (CAW)

· 



· Making a copy for someone else’s fair use is OK (probably will be changed in the future)

· Quantitative and qualitative analysis involved in determining whether the dealing was fare

· No need to look at every single transaction to determine fairness, but the policy overall is sufficient

· Mere fact that it is for educational purposes does not make it fair (UoL Press)
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· making single copies for purposes of legal research was fair dealing, even though it was for a commercial purpose (CCH)

· Research or private study – CCH

· Large and liberal interpretation

· Not limited to non-commercial contexts

· Legal research is still research

[bookmark: _Toc322118143]Criticism/Review

· Must satisfy 29.1 statutory requirements

· Includes reviews of music purchases prior to downloading a musical work [yes] 

· Is parody considered criticism?

· US law encourages transformative use, new creation

· Distinguish transformative work, which supersedes an original, from a derivative work, which includes major components of the original and which infringes

· Canadian law more protective of copyright owner (CAW)

· Do not permit appropriation of private property (i.e. copyright works) for purposes of expression

· “criticism” connotes analysis and judgment of another work that sheds light on the original

· Must have some new creation that contains the original

· Key is “is it necessary to include the work for criticizing?”

· Distinguish between criticizing the work vs criticize the owner of the work

· Parody and freedom of expression not a defence to copyright infringement (Canwest)
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